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orn in 1972. Having joined the

firm in 1995 and being Head of
Trademark Department, Berrin is
registered as Trademark and Patent
Attorney, European Patent Attorney.
Member of epi, AIPPI, INTA, Internet
Committee of INTA and Intellectual
Property Constituency of ICANN.
Graduated from the Bosphorus Uni-
versity, she has been working on Intel-
lectual Property connected non-con-
tentious and prosecution matters for
over two decades and represents local
and international companies in a wide
variety of areas, as well as local clien-
tele on international scale for protec-
tion of their IP rights in foreign terri-
tories. She is fluent in English and
German and is an active member of
the Executive Board of Deris. She has
interest in photography, participating
at INTA art exhibition in the years
2013, 2014 and epi Artists Exhibitions
in 2015. She also participated in Los
Angeles Photo Festival — focus Turkey
with her photographs in 2014.

Berrin Kalenderli

Berrin Kalenderli ist im Jahr 1972
geboren. Die eingetragene turki-
sche Patent- und Markenanwaltin und
Europaische Patentanwaltin (GroBva-
terregelung) leitet die Markenabtei-
lung der Kanzlei, in die sie 1995 ein-
getreten ist. Sie ist Mitglied des epi,
der Internationalen Vereinigung fir
den Schutz des Geistigen Eigentums
AIPPI, der tirkischen Landesgruppe
des AIPPI, der INTA, des Internet Komi-
tee der INTA und des Wahlausschusses
der ICANN. Sie graduierte an der
Bosphorus Universitat und arbeitet seit
mehr als zwei Jahrzehnten an nicht
streitigen Erteilungsverfahren auf dem
Gebiet des Intellectual Property und
vertritt lokale und internationale Man-
danten. Darlber hinaus unterstitzt sie
nationale Mandanten beim Schutz
ihrer IP Rechte im Ausland. Sie spricht
flieBend Englisch und Deutsch und ist
aktives Mitglied des Executive Board
von Deris. Sie interessiert sich fir Pho-
tografie, nahm an den INTA Kunst-
ausstellungen der Jahre 2013, 2014
und an der epi Artists Exhibition 2015
teil. Ferner nahm sie am Los Angeles
Photo Festival mit dem Fokus Tirkei
im Jahr 2014 teil.

Cover:

On the Street

This picture, photographed by
Berrin Kalenderli

(European Patent Attorney, TR),
was part of the epi Artists
Exhibition 2015 at the EPO, Munich

errin Kalenderli est née en 1972.

Elle est responsable du département
Marques du cabinet qu’elle a rejoint en
1995 (Deris). Berrin est mandataire
turgue en marques et en brevets, ainsi
gue mandataire européen en brevets.
Elle est membre de I'epi, de I'AIPPI, de
I'INTA, de la commission internet de
I'INTA, et de la commission Pl de
IlCANN. Diplébmée de I'Université du
Bosphore, elle travaille depuis plus de
20 ans sur des matieres non conten-
tieuses et de procédure en relation avec
la PI. Elle représente des sociétés locales
et internationales dans un grand nom-
bre de domaines, notamment la clien-
téle locale pour obtenir une protection
de leurs droits de Pl a I'échelle interna-
tionale. Elle parle anglais et allemand
couramment, et est un membre actif
du conseil d'administration de Deris. Elle
a un intérét particulier pour la photo-
graphie, et a participé a I'exposition
artistique de I'lNTA en 2013 et 2014, et
a celle de I'epi en 2015. Elle a égale-
ment participé au festival de la photo
de Los Angeles — consacré a la Turquie
—en 2014.
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Editorial

T. Johnson (GB), Editorial Committee

I\/I edieval scholars we
are told exercised
themselves with trying to
find an answer to the ques-
tion “How many angels can
dance on the head of a
pin?” It seems that no defin-
itive answer was reached in
those days though a con-
temporary view expressed
that angels have a special
location, but no shape,
which tends to the view that
infinitely many angels can be located (and dance!) on
the head of a pin.

Terry Johnson

Medieval scholars did not have the benefit of computers,
but if they had they might be tempted to think that angels
and computers are analogous. For example, it is surmised
that each Skylake chip of Intel has between 1.5 to 2 billion
transistors ‘dancing’ to computer programs. And the num-
ber is changing by doubling every two years. Our Institute
is also changing, whilst, we venture, also aiming to be an
angel, at least insofar as setting high standards for our
members and IP at large. Our new President as he says
likes incremental change so we believe will lead the way,
step by step, to set and reach achievable goals internally
in the Institute, with the EPO, and throughout the Member
States. Exciting times, which while not requiring pin-head
dancing will nevertheless require sure-footedness, which
we believe will not be found wanting!

Post-script: this will be my last editorial (phew! | hear
some readers say!) as | am stepping down from Council
and as Chair and member of the Editorial Committee. It
has been for me a great joy and privilege to be able to
play some small part on behalf of our fine Institute. Need-
less to say, | could not have made whatever contribution
| have achieved without the support and friendship of all
my fellow Committee members, including, it goes without
saying, Sadia Liebig, and you, the readers. | am sure that

the Committee will go from strength to strength, and
wish it, and the Institute well. | leave you with the fol-
lowing from the Rubaiyat of Omar Khayyam:

The Moving Finger writes; and, having writ,
Moves on: nor all thy Piety nor Wit

Shall lure it back to cancel half a Line,

Nor all thy Tears wash out a Word of it.
(Translator: E. FitzGerald)

Nachster Redaktionsschluss

fir epi Information

Next deadline
for epi Information

Prochaine date limite
pour epi Information

Informieren Sie bitte den Redaktions-
ausschuss so frih wie moglich Gber
das Thema, das Sie veroffentlichen
mochten. Redaktionsschluss fir die
nachste Ausgabe der epi Information
ist der 13. November 2017. Die
Dokumente, die veroffentlicht werden
sollen, mussen bis zum diesem Datum
im Sekretariat eingegangen sein.

Please inform the Editorial Committee
as soon as possible about the subject
you want to publish. Deadline for
the next issue of epi Information is
13 November 2017. Documents for
publication should have reached the
Secretariat by this date.

Veuillez informer la Commission de
rédaction le plus tot possible du sujet
gue vous souhaitez publier. La date
limite de remise des documents pour
le prochain numéro de epi Informa-
tion est le 13 novembre 2017. Les
textes destinés a la publication devront
étre recus par le Secrétariat avant cette
date.
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New Solution for a Professional Liability Insurance

Information from C. Quintelier, Chair of the epi WG on Professional Liability Insurance
and P. R. Thomsen, Treasurer of epi

magine that a European Patent Attorney makes a mis-

take during his or her work for a client on a patent
application that is expected to protect a key ground-
breaking invention, e.g. missing a deadline where no
further processing according to Art. 121 EPC is possible,
and then any attempts to use re-establishment of rights
under Art. 122 EPC fail so that the underlying patent
application is finally lost.

In such a situation, the client may become rather
unhappy with the concerned European Patent Attorney,
but at least the applicant would most likely want to
claim the financial damage caused by the lack of patent
protection . Such damages can easily amount to hundred
thousands of EUR, in some cases even millions of EUR,
e.g. if the client can show that he likely suffers from the
absence of protection for his invention. Such financial
claims can be really threatening for the economic situa-
tion of the European Patent Attorney and therefore, it is
important and good practice for any European Patent
Attorney to have a professional liability insurance which
would cover for such incidents.

In some EPC member states it is even mandatory to have
a professional liability insurance for nationally qualified
patent attorneys, who wants to offer their service to
their clients. When the epi learned that epi members in
some EPC countries have rather difficulties to find a suit-
able and/or affordable professional liability insurance,
the epi Council supported upon a proposal of the epi
Treasurer to install a Working Group to study the possi-
bility for epi to facilitate that all members in all EPC
countries have access to a good professional liability
insurance that fits the specific needs of our profession.

Now, after around 15 months of work, the Working
Group and Treasurer are happy to inform you that with
the insurer Lloyds and the broker RMS, who are strong
and reliable partners, we made that objective become a
reality. epi has concluded a framework contract with
RMS that enables RMS to offer to epi members in all

RMS
RISK MANAGEMENT SERVICE

IPRISK
Intellectual property

Professional Liability Insurance for epi Members

LLOYDS

EP| Under Framework Agrezment with epi®

38 member states a suitable solution for a professional
liability insurance issued by Lloyds. The insurance is
mainly intended for epi members working in free pro-
fession, but may also be available to those working in
industry, as far as it concerns external work they do
which is not for their employer.

Under the framework agreement the individual epi mem-
ber, or the European patent attorney’s firm, can conclude
such an insurance under standard terms negotiated by
epi with RMS and Lloyds. The amount of the annual
premium to be paid will depend on the selected maxi-
mum coverage, the deductible (amount you will have to
pay from your pocket in case of a claim), the turnover
and the number of epi members to be insured. The
insurance product, called IPRISK, is covering all typical
activities of a European Patent attorney and his/her sup-
port staff, including but not limited to drafting, prose-
cution and opposition work of European, but also
national or PCT patent applications in EPC-countries.
Upon request, and against an additional premium, there
is a possibility to cover also trademark and design work.

If you are interested in such a professional liability insur-
ance or would like to receive a concrete offer please
contact RMS directly (RMS Risk Management Service Ltd,
Attn. Giuseppe Antonuzzo, Phone: +49 911 5407 688,
Email: contact@iprisk. management) or the epi secretariat
under the email address insurance@patentepi.com. More
detailed information about the new product IPRISK can
also be found on the epi website www.patentepi.com/
en/professional-liability-insurance and the RMS website
http://www.iprisk.management.
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What we know about the status of the Unitary Patent
and Unified Patent Court project in mid September 2017

We would like to inform our members on the status
and time schedule for the Unitary Patent and the Uni-
fied Patent Court system to start working.

For the new system to start, it is necessary that the Unified
Patent Court Agreement is ratified by at least 13 countries,
amongst them France, UK and Germany. So far, 14 countries,
amongst them France, but not yet UK and Germany, have
ratified the UPCA.

In his message in June 27, 2017 the Chairman of the Prepara-
tory Committee explained why the start of the new system
is currently further delayed (https://Awww.unified-patent-
court.org/news/message-chairman-alexander-ramsay-june-
2017): first due to problems with the ratification process in
Germany and secondly due to not enough ratifications or
declarations of applicability of the Protocol on Provisional
Application of certain parts of the UPCA.

Ratification of the UPCA in the UK is progressing and it can
be expected that the UK will finalize all ratification steps by
the end of 2017. However, the ratification process in Ger-
many has been suspended due to a complaint filed in April
2017 with the German Constitutional Court by an individual

lawyer.

The German Constitutional Court has not yet decided
whether it will accept/hear the case, but has made the Pres-
ident of Germany aware of the pending case, who then
decided for the time being not to pursue the last steps
necessary for Germany'’s ratification of the UPCA. It is gen-
erally very difficult to predict when the German Constitutional
Court will decide whether to accept the case and, if it accepts
the case, when a decision on the merits can be expected.
Recently, the German Constitutional Court invited certain
institutions in Germany to submit written comments with a
deadline of 31 October 2017. It is therefore unlikely that
any decision by the German Constitutional Court on the
acceptance of the case will be issued in 2017.

We know that the complaint is based on 4 grounds. The
first allegation is that the voting on the UPC legislation in
the German Parliament (Bundestag) did not have the
allegedly necessary quorum and majority. The German par-
liament assumed that a simple majority of the members of
parliament would be sufficient. The complaint argues that a
two thirds majority of all members of Parliament was neces-
sary because the UPC-legislation falls into a certain category
of legislation according to the German constitution as it
includes a transfer of some sovereign rights to an interna-

tional body. Should the Constitutional Court find this reason
to be successful, and in view of the general election in Ger-
many in late September 2017, Germany would need to start
a new ratification process for the UPC agreement from
scratch, which could take at least another 5-8 months.

The second allegation of the complaint asserts that the
organs and institutional decision-making processes of the
UPC do not comply with the requirements of the German
constitution regarding observing principles of democracy
and constitutional legality. Similarly, a third allegation concerns
an alleged lack of independence and democratic legitimacy
of the envisaged UPC judges. The fourth allegation of the
complaint is that there is an incompatibility of the UPC Agree-
ment with EU law. If the German Constitutional Court has
any doubts on that point, despite the decisions already issued
by the CJEU on the challenges by Spain and Italy against an
earlier version of the UPCA and the UP system, the Consti-
tutional Court would need to refer corresponding questions
to the CJEU, which would mean a further delay of at least
15-24 months. In that scenario, the UP/UPC-system could
likely only start around 2020.

The Protocol on Provisional Application of the UPC Agree-
ment, which regulates that certain institutional and financial
provisions of the UPCA will come into force before the UPC
can become operational, also needs to be ratified or declared
applicable by at least 13 UPCA member countries, amongst
them again France, Germany and UK. So far, that Protocol
has only been ratified or declared applicable by 10 countries,
amongst them UK and France. Thus, also on that Protocol,
two other countries beside Germany, which is expected to
ratify that Protocol together with the UPCA itself, are required
to act before the provisional phase-in of the UP/UPC system
could practically start.

Thus, based on what we know at the moment in mid Sep-
tember 2017, a very optimistic assumption could lead to a
starting date of the UP/UPC system within the first half of
2018, whereas a less optimistic scenario would expect the
new system to come into force only in 2020 or even later,
should any Court decision make it necessary to substantially
change the UPC agreement and require a new round of rat-
ifications.

The epi will continue to watch the developments and will
publish updates once more information is confirmed, in par-
ticular on progress of the ratification process of the UPC
Agreement that will also make applicable the two EU Regu-
lations on the Unitary Patent.
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Election to epi Committees

s you have been informed, the election to the epi
Committees will be held during the Council Meeting
of the epi in Warsaw on 18 November 2017.

If you are interested to work in one or more of
the epi Committees, you can apply as a candidate for the
Committee(s) by completing the questionnaire, which is
available on the epi website as follows:
http://epi.patentepi.com/election.xhtml

Please note that the election to the Disciplinary Com-
mittee and for the Internal Auditors has already been
held during the last Council Meeting in Munich as stip-
ulated in our Founding Regulations. Kindly note that
there will be no elections to the Electoral Committee
and the Nominations Committee.

In order to give an overview of the different Committees
of the epi, please find the following information and
composition of the Committees here:

By-Laws Committee

The By-Laws Committee assists the President, the Board
and the Council in all matters having regard to the
interpretation of the various regulations of the epi,
the most important of them being the Founding Reg-
ulation and the By-Laws. On request of the Board or
Council the Committee proposes in the three official
languages amendments of existing By-Laws, or drafts
new ones.

The By-Laws Committee is responsible for the organisa-
tion of the Collection of Decisions (CoD) and for editorial
changes and translation revisions.

The By-Laws Committee consists of five members, of which
one shall have German, one English, and one French,
respectively, as their mother tongue. This Committee shall
have up to four substitute members, of which, one shall
have German, one English, and one French, respectively
as their mother tongue, necessarily substituting the full
member having the same mother tongue.

epi-Finances Committee

The epi-Finances Committee advises on the preparation
of the budget and makes proposals for the financial
planning and financial management of the Institute.
The Committee is empowered to consider financial
management of the Institute and investigates every
aspect of the financial affairs of the Institute, particu-
larly for the purpose of ensuring a balanced financial
situation.

The Committee shall have a maximum of ten full members.

Committee on EPO Finances

The Committee's terms of reference are to keep under review
the information available, from the EPO or otherwise, con-
cerning all aspects of the financial affairs and forward plan-
ning of the EPO having relevance for the levels of official
fees charged to the applicant. The concern of the Committee
is not just the absolute level of fees, but also assessing
whether the users of the EPO get value for money. This
involves looking to the Annual Report and other documents
relating to the EPO's costs, staffing, financial obligations,
performance, and levels of demand.

The committee shall have a maximum of four full members,
and up to four substitute members.

European Patent Practice Committee

The European Patent Practice Committee (EPPC) considers
and discusses all questions pertaining to, or connected with,
practice under the European Patent Convention, the Com-
munity Unitary Patent Regulation and the Patent Cooperation
Treaty (PCT) including any revision thereof, except questions
concerning inventions in the field of biotechnology, online
communications, documentation and patent information,
the litigation of EP and Community applications and patents,
and the setting of EPO fees. The EPPC drafts epi position
papers for ratification by Council and then submits them to
relevant bodies.

This Committee shall include one full member, for each
member state, and additional full members belonging to
four technological groups as follows:
® Pharmaceuticals (10 members);
® |nformation and Communication Technologies
(12 members);
® Mechanics: (10 members);
® Chemistry (8 members).

Professional Education Committee

PEC advises the epi Board on professional education and
qualification. Its members are professional representatives,
with at least one from each EPC member country, and it
meets regularly.

The PEC also liaises with the Examination Board/Examination
Committees on behalf of epi. It organises and oversees edu-
cational activities, including epiTutorials. It administrates
the epi Students, who are trainees preparing for the Euro-
pean Qualifying Examination (EQE). PEC maintains continuous
dialogue between itself, tutors and students.
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PEC has set up a number of working groups to concentrate
on key areas of its responsibility.

At the moment, PEC is particularly considering EQE pass
rates and Continuing Professional Education for professional
representatives. It has set up working groups to look at both
topics.

Professional Conduct Committee

The Professional Conduct Committee shall deal with the for-
mulation of recommandations in compliance with the Found-
ing Regulation.

For this Committee the maximum number of members which
may be elected from each member state is one full member
and one substitute member.

Litigation Committee

The Litigation Committee considers and discusses all ques-
tions, including inter-state agreements, related to the litigation
of European and EP patents and patent applications, as well
as representation in Court by European Patent Attorneys
and the proposal to separate the Boards of Appeal from the
European Patent Office.

The Committee shall consist of a maximum of one full
member and one substitute member for each contracting
state.

Committee on Biotechnological Inventions

The Committee on Biotechnological Inventions shall consider
and discuss all questions pertaining to, or connected with,
inventions in the field of biotecchnology, including the
Budapest Treaty.

For this Committee, only one full member may be elected
for each member state.

Harmonisation Committee

The Harmonisation Committee deals with all questions con-
cerning the worldwide harmonisation of Patent Law. In par-
ticular, the Committee advises the delegates named by the
President of the Council for meetings of the Standing Com-
mittee on the law of Patents, convened by WIPO, or for
other related meetings convened by WIPO, and reports to
the Council about these meetings.

The Harmonisation Committee shall have a maximum of
seven full members and a maximum of seven substitute
members.

Online Communications Committee

The Online Communications Committee collaborates with
the European Patent Office in its projects for introducing
online communication. The Committee draws on experience
and knowledge of the systems set up by the national Patent
Offices of the USA and Japan. In addition, the Committee
monitors the activities of National Patent Offices in the Mem-
ber States and other official institutions in the area of online
communications in connection with intellectual property and
observes the efforts of these institutions regarding harmon-
isation of online communications. The Committee deals with
all questions relating to these projects referred to it by mem-
bers of the epi. The Committee members are selected for
having practical experience of online systems for the benefit
of the members of epi, and of the European Patent Office
and its users.

The Committee shall have a maximum of eleven full mem-
bers.

Editorial Committee

The task of the Editorial Committee in publishing ,,epi Infor-
mation” shall be to ensure that the publisher of the journal
will receive all texts to be published. In addition, the tasks if
the Editorial Committee in maintaining the epi website shall
be to ensure that all texts to be published are placed and
removed from the website as appropriate.

The Editorial Committee shall consist of at least four and at
most eight members. Of these, one shall have German, one
English, and one French, respectively, as their mother tongue.
At least one member should have knowledge of Internet
website design.

epi Studentship Admissions Committee

The purpose of this Committee is to determine whether
each person applying to become an epi student has the
necessary qualifications to meet the requirements set out in
the Rules governing epi studentship.

The Committee shall consist of six members elected by Coun-
cil. Please note that the Committee consists of 7 members
elected temporarily for the transition phase until the C83

Further information and the current composition of the
committees can be found on the epi website as follows:
http://patentepi.com/en/epi-bodies/epi-committees

For further questions please contact the

epi Secretariat info@patentepi.com
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epi Artists Exhibition 2018

he epi Artists Exhibition of epi Artists has become a

tradition in the cultural life of the epi and of the
EPO. Opened for the first time in 1991, it was followed
by further shows in 1994, 1996, 1998, 2000, 2003,
2006, 2009, 2012 and 2015. The interesting works on
display have ranged from paintings to graphical and fine
art works, such as ceramics, sophisticated watches and
jewellery, and artistic textile creations. The exhibitions
which were opened by the Presidents of the epi and of
the EPO met with great interest. We hope that the forth-
coming exhibition will be just as successful. It is planned
to take place from

11 June to 22 June 2018
at
European Patent Office

& 42

PENIN ik PschorrHéfe building

2™ MARCH & PM .
Bayerstrasse 34, Munich.

A prerequisite for the exhibition is a large participation
of artists from various countries. Therefore, all creative
spirits among the epi membership are invited to partici-
pate. Please disseminate the information!

, MUNICH Please note that all contributions to the epi Artist Exhi-
bition have to respect religions and beliefs, political views
and take into consideration that children might be visiting
the exhibition.

For information please contact:
epi Secretariat

Sadia Liebig

P.O. Box 260112

80058 MUinchen

Germany

Tel: +49 89 24 20 52-0
Fax: +49 89 24 20 52-20
e-mail: info@patentepi.com

Next Board and Council Meetings

Board Meetings
98" Board Meeting on November 17, 2017 in Warsaw (PL)
99t Board Meeting on April 13, 2018 in Malta (MT)

Council Meetings
839 Council Meeting on November 18, 2017 in Warsaw (PL)
84" Council Meeting on April 14, 2018 in Malta (MT)



10 Committee Reports

epi Information 03/2017

Report of the By-Laws Committee (BLC)

P. Moutard (FR), Chair

1. BLC meetings and the topics
discussed during these meetings

Three BLC meetings took place on 22 February, 31 March
and 6 July, 2017. Depending on the topics, the Treasurer
of the epi and members of the Reporting Group (RG)
were invited to discuss several proposals during the first
and the second meetings. Phone conferences were also
held with the Chair of PCC, resp. with the Chair of the
Disciplinary Committee during the second meeting, resp.
the third meeting.

Following topics were discussed:

e amendments to R.154 EPC and to internal regula-
tions of the epi regarding the payment of the mem-
bership fee;

* anew proposal (from the Secretary of the epi-Finances
Committee) concerning the double signature;

e the proposal relating to Internet voting for Council
to take decisions outside Council Meetings;

e amendments proposed for the Code of Conduct;

e Proposals from the Reporting Group concerning
“liaison members”, the definition of the rights and
duties of the Council Members (Art. 58.1 By-Laws
(BL)), the Terms of Reference of the Committees
and the Art.18 of the BL.

e Amendment of epi 4.2.4 (Resolution regarding non-
attendance at oral proceedings)

e Rules of exclusion to avoid possible conflicts of
interest of Board members participating to some
committees.

We make here below a short presentation of the state
of these different topics.

2. Rule 154 EPC and amendments
to epi internal regulations

The epi internal regulations (epi 3.1.1,4.2.1,4.3.2 - 4.3.4,
5.1.1-5.1.5 and 5.2.2) were revised last year but a new
amendment to Rule 154 EPC was recently proposed (due
to internal changes in the Legal Division of the EPO) which
required a further check of all these regulations.

The discussions, which took place together with the
Treasurer, were based on the versions of these regulations
that had been previously prepared by the Legal Advisor
and circulated among all members of the BLC.

It was also proposed to amend the duties of the Treasurer
according to Art.16.4 BL to include the request to the EPO

for a deletion from the list of professional representatives
in case of non-payment of the annual subscription.

A whole set of rules was thus ready for adoption — and
was adopted - by the Council of the epi (at C 82) and,
for some of them, by the Administrative Council of the
EPO.

3. New proposal concerning
the double signature

The discussions in view of a regulation for a double signa-
ture started again with the proposal of the Secretary of
the epi-Finances Committee, Mr Tim POWELL. Said pro-
posal included 2 parts: one for contracts and one for pay-
ments.

Several other proposals were discussed during the BLC
meeting of February 22.

The conclusion of the discussions was a proposal based
on a double internal check that does not alter the compe-
tences given by the BL (see in particular Art.15 and 16,
resp. for the Secretary General and the Treasurer); in other
words the proposed regulation will not be included in the
BL but, if approved by Council, will be part of the Collection
of Decisions.

Further, the proposal does not include any provision
concerning payment orders, because, according to the
Treasurer, the practice of the bookkeeping was already
including a double check (The Treasurer will provide a
short description of the procedure in the bookkeep-

ing).

4, Internet voting

No vote on the “Internet voting” proposal was taken
during the C 81 (Berlin) in order to give the Council
representatives more time to study it and make com-
ments.

In relation to this topic several comments were posted on
the epi Forum in December and January.

The RG and the BLC were of the opinion that, in view of
these comments, no amendment of the proposal presented
in Berlin was needed.

To make the “Internet voting” consistent, it was further
proposed to include in the BL a new duty for the substitutes
(Art. 4.2 BL) to vote during any Internet voting.
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All proposed rules were adopted by the Council of the
epi (at C 82).

As already mentioned, it will probably be necessary to elab-
orate further regulations and amendments of the BL to
solve the problems that will be met by the Internet voting
procedure, but these problems cannot be foreseen now.

5. Amendments proposed for
the Code of Conduct (CoC)

The Professional Conduct Committee (PCC) revised the
epi CoC.

The BLC discussed the proposal of the PCC and proposed
several amendments.

In particular, it is preferable not to amend Article 2.b
("Advertisements”), which the Legal Advisor has con-
firmed, because the wording of this article had been
adopted a long time ago further to a litigation between
the epi and the European commission.

Further, the amendments proposed for the CoC include
references to the activities before the UPC. The BLC has
expressed doubts as to the possibility for the epi to sanction
the epi members not complying with any rule or Code of
Conduct of the UPC. The CoC of the epi must remain
within the terms of the Disciplinary Regulation (see Art.
9(2) of the Founding Regulation) which is adopted by the
Administrative Council of the EPO. The Code of Conduct
before the UPC will be adopted by a different body, namely
the Administrative Committee of the UPC (R. 291 (2) of
the UPC Rule of Procedure). Further discussions on this
topic should be conducted with the Administrative Council
of the EPO and with the Preparatory Committee of the
UPC (or the UPC Administrative Committee) before con-
sidering the introduction of any reference to the UPC in
the epi CoC because it is essential for the epi members
to know which body is competent (or not) to sanction
them for their future activities before the UPC.

6. Further proposals from the RG:

Liaison members, rights and duties of the
Council Members, Article 18 of the By-Laws,
Terms of Reference of committees.

6.1. Liaison members.

This idea of this proposal is to have a contact person of
each constituency that liaises between the constituency
and the Board or the committees; for example, this con-
tact person could collect the opinion of his/her own con-
stituency in order to get a preliminary view for the Board.
The BLC revised the wording of the proposal and agreed
with the RG on a final text. This regulation was adopted
by the Council of the epi (C 82) and will be included in
the Collection of Decisions.

6.2. Rights and duties of the Council Members

This proposal concerned an amendment of article 58.1
of the By-Laws by including a reference to the interests
of the epi but also of the constituency of each Council
Member. However each Council Member remains inde-
pendent and will still cast his/her vote according to his/her
own conscience.

The epi Council has approved this proposal (C82).
6.3. Article 18 BL

This proposal concerned an amendment of article 18 of
the By-Laws which is complex and needs to be reworded
at least for clarity’s sake.

Furthermore definitions of the duties of the Chair of any
committee (but not the Disciplinary Committee) and of
the committee members were introduced.

One problem was to identify which parts of this article
are applicable to the Disciplinary Committee and which
parts are not. This problem was solved during a phone
conference with the Chair of the Disciplinary Commit-
tee.

The wording of this article was discussed during the 82
Council meeting, and will be further amended in order
to be presented to the epi Council Meeting in Warsaw
(C83).

6.4. Terms of Reference (ToR) of the Committees

The ToR of several committees were amended further to
various proposals by the RG which were adopted by the
Council during the 82" Council Meeting.

Accordingly the BLC is currently adapting the ToR of
these committees.

7. Amendment of epi 4.2.4 (Resolution regarding
non-attendance at oral proceedings)

This resolution is amended so as to encompass all oral
proceedings, including before any EPO first instance.

This resolution was adopted by the epi Council at the
C82 meeting and will be included in the Collection of
Decisions.

8. Rules of exclusion to avoid possible conflicts of
interest of Board Members participating to some
committees.

There are ongoing discussions to establish rules in order
to avoid possible conflicts of interest of Board Members
participating to some committees.

11
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Report of the 5" meeting of EPO PAOC
(Pure and Applied Organic Chemistry) directors
with epi (EPPC) members, Munich, 16" May 2017

Ruurd Jorritsma (NL), Chair of EPPC PAOC Subcommittee

he annual EPO-epi meetings serve to discuss new

developments and problems in the communication
between representatives and first instance divisions of
EPO in the fields of pure and applied organic chemistry,
which include pharma and medical uses. Most or all of
the PAOC directors participate in the meeting. epi is
represented by the 12-membered PAOC group, which is
a subcommittee of EPPC.

A report of the 4™ meeting was present in epi information
1/2017 and at the same time epi members were invited
to come up with any issues that would deserve a discussion
with the EPO directors at the fifth meeting, which was
held in Munich on 16" May 2017. This invitation did not
result in any questions. The PAOC group itself collected
some 15 topics for discussion with the EPO directors. These
are summarised below.

Topics discussed at the 5% annual PAOC meeting

A. Substantive matters

1. Mechanical sub-assembly for use
in connection with surgery

The question concerns application of Art. 53(c) EPC
dealing with exclusion from patentability of "methods
for treatment of the human or animal body by surgery
...". Is a method of operation of a mechanical sub-
assembly, which itself is not invasive, for cooperation
with a skin incision, excluded from patentability under
Art 53(c)? If yes, why?

(Directors): It will depend on the wording of the claim. If
the skin incision is part of it, then subject-matter may be
excluded. If the sub-assembly is in fact a computer pro-
gram or imaging, the rules for C-I-I may (also) apply. It is
difficult to do examination of specific case in this discus-
sion. Specifically, if a method claim devoted to operation
of a mechanical sub-assembly for cooperation with a skin
incision device necessitates surgery intervention into the
body, it goes under Art. 53(c) EPC, wherein extent of
intervention (serious/delicate) and need or not for assis-
tance of professional staff has no importance.

2. Surgical/non-surgical methods

It is important for applicants to know how borderline
cases are examined where G1/07 does not give a clear

answer whether a method is to be objected to under
Art 53(c) as relating to surgery (i: substantial physical
intervention on the body; ii. which requires professional
medical expertise to be carried out; and iii. which entails
a substantial health risk even when carried out with the
required professional care and expertise). Guidelines (G-
114.2.1.1) are not of much help, either. Such borderline
cases seem to call for assessment by a medical expert,
rather than EPO examiners.

(Directors): Internal discussion of G1/07 in 2010 resulted
in an Internal Harmonisation Note including a list of exam-
ples which the directorate (PAOC/Biotech) would consider
to be surgical, borderline or non-surgical. The list was
drawn up with external experts and is updated. It is exclu-
sively used by examiners. Only a small part of the guidance
is reflected in the Guidelines for examination. The question
was discussed why (parts of) the list is not in the publicly
available Guidelines, because the guidance is very useful
for applicants as well (time-saving, predictability, etc.).
While the directors seemed to understand the need for
applicants to have access to the internal criteria as used by
examiners, EPO is reluctant to publish more, because of
the sacrosanct nature of the Guidelines and sufficient room
should be left for case-by-case judgement. It was discussed
that “Examination Matters” or dedicated workshops may
be the right forum to arrange more guidance for users on
where the borderline for surgical methods is set by EPO.

3. Therapeutic/non-therapeutic methods

How are cosmetic and dermatologic uses to be distin-
quished, where e.q. active components (not only herbal
extracts) of cosmetics have an impact on the condition
of skin or hair in the way medicaments have? How
about unity?

(Directors): The field is evolving and there are some 50
examiners dealing with cosmetics. It depends on the effect
whether cosmetic or therapeutic or both uses can be
claimed. And on the prior art whether there is unity. When
the cosmetic use and the therapeutic use have a common
working mechanism, both can be claimed in a single appli-
cation, though with different claim format. The wording
of the claims is very important to differentiate the uses.
There is hardly any new case law, because of the coopera-
tive setting between examiners and applicants. The bor-
derline mirrors the borderline between medical and food
applications. Some borderline examples, such as sun-
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screens, sweeteners were discussed without reaching clear
conclusions. It was emphasized that every case is very
much context-dependent. Three possible wordings of inde-
pendent claims were hypothetically mentioned: 1) A new
composition comprising X; 2) A (new) composition for
therapeutic use comprising X; 3) Non-therapeutic use of a
(new) composition comprising X.

4. Medical use claim format before EPO as ISA/IPEA

EPO examiners dealing with international phase appli-
cations often object to Swiss-type or method claims
in medical use cases, as not meeting the “required”
format (EPC 2000). However there is no such required
format under the PCT and a change of format can be
detrimental for the efficiency of procedures in other
jurisdictions.

(Directors): A warning about the methods not being
allowable in the EPO is correct, but the directors agree
that the PCT Guidelines, despite A9.08 (Methods need
not be searched, but substances for use therein do) do
not provide a basis for requiring a change in claim format,
since there is no mention of Swiss-type claims not being
acceptable or searchable. They will check the current
practice.

(epi): The current version of the “Euro-PCT Guide”: PCT
procedure at the EPO (10™" edition, updated until 1 January
2017) appears to contain a mistake. In fact, on the topic
of excluded subject-matter (point 219) the Guide refers to
its own annex IV, which in turn refers to point A9.07,
option [2] of the ISPE guidelines, but in the current version
of the ISPE guidelines (December 15, 2016) point A9.07
addresses schemes, rules or methods of doing business
(and, incidentally, does not present two options, so that
an option [2] is missing) rather than methods of treatment
or 2" medical use claims (be they in the form of Swiss-
type claims or EPC2000-compliant).

epi will endeavour to send the above information to the
directors so that in the next edition of the Euro-PCT Guide
the above mistake may be corrected.

As regards the warning about Swiss-type claims or method
of treatment claims not being in the “required” (EPC2000-
compliant) format, the directors are looking for examples
of EPO-ISA Written Opinions in which that warning is
worded in terms that are not limited to the EPO practice,
so that EPO may take steps to amend the standard lan-
guage of that warning.

5. Plausibility threshold for pharma cases

There is a concern about a gradually rising plausibility
threshold of medical effects, and whether it will be pos-
sible to use internal, unpublished data contemporaneous
with the filing date to establish plausibility (T488/16).

(Directors): Referring to the specific case, the directors wait
for the reasons for the decision by the Board in question.
The decision will not necessarily imply a change in practice.
Generally speaking, if the evidence is needed for plausibility,
it should be incorporated in the application. The general
consensus among the directors was that, if the application
itself does not already make the invention sufficiently plau-
sible, then unpublished data cannot be used to remedy
that defect even if the data are contemporaneous with
the filing date of the application.

6. Art. 123(2) allowability of combination
of dependent claims

Some examiners are very strict in not allowing any com-
bination of dependent claims except where they have a
dependency to all preceding claims. In some cases this
may be reasonable, in particular when the dependent
claims refer to different embodiments. But these objec-
tions are made also in cases wherein e.q. claim 1 refers
to a composition comprising a wax, a fat and an oil,
claim 2 defines the wax as bees wax, claim 3 (referring
to claim 1) defines the oil as olive oil, and the main
claim is limited to claims 2 and 3.

(Directors): This is indeed a frequent reflex of examiners.
With some variation, most of the directors would consider
the example as incorrect (it should be allowable). Preferred
embodiments may be combined. The notion of (selection
from) lists (whether long or “of a certain length”) is not
always helpful. Stopgap formulations by applicants, such
as "wherever embodiments or preferences are mentioned
in the description, it is contemplated by the inventors that
these can be combined” would be ignored by examiners.
What is essential is whether there is a new teaching. It
was said that the EPO is now moving from a “literal”
approach to a “conceptual” approach, e.g. when consid-
ering combinations of claims, which is not always noted
by users yet. The question was appreciated by the directors,
because they see things moving and will have their internal
discussions.

7. Art. 123(2) allowability of combination of ranges

Where the description defines a parameter as (...) more
preferably 14 % to 18 %, at least 15 % of the total
(...), why would a limitation to 15-18% not meet Art
123(2)? OD in case argued that 15% “may be under-
stood to represent a minimum requirement to be fulfilled
in order to arrive at a composition as envisaged by the
opposed patent, irrespective of any upper limit, thus
corresponding to an alternative general range. But isn’t
it up to the skilled person (gold standard), perhaps even
to a skilled person willing to understand?

(Directors): Much the same principles and considerations
as in the preceding topic. It was stressed that when assess-
ing admissibility of combining of ranges, it is important to

13
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correlate specific ranges with specific properties. If corre-
lated specific properties are different, than associated spe-
cific ranges then ranges cannot be combined. These days,
EPO considers itself rather liberal as to ranges. An amend-
ment of the exemplified case would be allowed, with some
reservation for specific circumstances.

8. Toxic priorities

G1/15 has terminated poisonous divisionals (Art. 54.3).
Do OD’s (and ED’s) also apply G1/15 so as to a priori
deny novelty attacks based on priority documents?

(Directors): Stayed cases are now unstayed. The practice
will be that A54(3) novelty attacks based on divisionals or
on priority applications will be denied a priori using the
conceptual approach dictated by G1/15, implying that the
part enjoying priority right and the part being novel,
because not enjoying priority right, are always fully com-
plementary (in line by the way, with the epi amicus brief).
Whereas the “conceptual approach” now replaces the
“literal approach”, there is no change in current test for
“Is it the same invention”.

B. Opposition proceedings

1. Conduct at oral proceedings

For the purpose of enhancing quality and efficiency of
oral proceedings and without imparting the right to be
heard, it could help if chairs take some more grip on
the parties by indicating what they do and do not need
to hear, and by keeping parties from unnecessary repe-
titions and elaborations. Also summons could be clearer
as to what will be important to be discussed during oral
proceedings and what not.

(Directors): It is difficult for chairs to improve this. Many
attorneys do not listen and just go on arguing their way.
The problem is with the right to be heard. Usually, a chair
cannot comment on an attorney’s contribution until the
attorney has spoken. EPO will continue to work on training
the chairs to be more confident. Chairs should give more
guidance by summarising the case at the start of the hear-
ing and point at the issues where they still need some
input. This may also result in a party being reassured that
his point as presented before (in writing) has been taken
and does not need to be repeated, and that he can focus
on the points that have not been taken yet.

2. Setting different dates in
preparation of oral proceedings

Summons to oral proceedings in inter partes cases set
three different dates: 1) the date for oral proceedings,
2) the date for written submissions and 3) the date
for informing about language. Why not combine 2)
and 3)?

(Directors): The dates are set under different rules and
procedures for formalities and therefore cannot be
adjusted without changing the rules and procedures,
which is quite far-reaching. EPO will nevertheless look
at it and see whether any harmonisation can be
achieved.

3. Late filed documents and requests:
fairness to the other party

Late filing of documents is generally unfair on patentees
more than on opponents. A patentee may have an
answer to a hew document but may not have time to
formulate the answer at the oral proceedings. It is not
always possible to deal with the new documents by
filing Auxiliary Requests - drafting on the fly during oral
proceedings is not easy. New documents can also be a
problem for opponents: if the patentee files a new doc-
ument alleging that it shows data proving inventive step,
it may be difficult for the opponent to show that the
data are flawed or not persuasive. It seems therefore to
be a good idea to discuss again the criteria for allowing
new documents and requests into the proceedings at a
late stage.

(Directors): Test results, auxiliary requests etc. are really a
problem when filed at a late stage. More robustness in
handling such late filings is needed. Test results (which
may take a long time to be prepared) may have to be dis-
tinguished from other documents which can instead be
filed upfront (i.e. with the opposition briefs for the oppo-
nents, with the observations to the oppositions for the
patentee). The EPO directors also rely on the principle that
any late filed document which is not more relevant than
what has been filed upfront, should not be admitted into
the proceedings.

4. Time limits in shortened opposition proceedings

While the recent time reduction is appreciated, the time
between a response to a notice of opposition and sum-
mons may become too short, such as two weeks or so,
and this can be a problem e.qg. in the event of auxiliary
requests.

(Directors): EPO agrees that the parties may have a problem,
but this is the consequence of the accelerated system. This
is the way we go, not waiting until all parties have taken
their additional responses. The opportunity to comment
on the comments was expressly removed.

C. Procedural matters

1. National prior rights affecting
European patents with Unitary effect

Is there any preparation for top-up searches in view of
the UP/UPC entering into force at the end of this year
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50 as to reveal potentially damaging national prior rights
(Art. 3. EU Reg 1257/2012)?

Yes, EPO will carry out top-up searches for national prior
rights, using automatic translation where necessary. No
arrangements have been made yet as to how the
searches will be done. To the extent that national patent
publications are full prior art, and thus relevant in the
present system, these are included in standard searches
already.

2. Introduction of statements
in the R71.3 text by examiners

Some examiners introduce statements about allegedly
“closest” prior art into the description when issuing an
allowance. Statistics show that this happens quite fre-
quently, in about 1% of all applications, though varying
from one technical field to another. This is not only
questionable under Art. 123(2), but may also be detri-
mental for the patent later on.

(Directors): EPO agrees that this is undesired. The PAOC
examiners are not known to do this, and they will be
instructed that it should not be done. Users should send
EPO a message if they do not want amendments,
because examiners sometimes think that applicants
appreciate proposed amendments by examiners. (epi):
proposed amendments are fine, but not at the R71.3
stage. Amendments are preferably (epi) discussed in
telephone consultations, and the result should always
be confirmed in minutes to be sent afterwards. epi has
forwarded statistics about “closest prior art” initiatives
by examiners.

3. Preliminary Opinions

Examining Divisions and especially Opposition Divisions
should have a much higher awareness of the impact
of preliminary opinions on national litigation, particu-
larly when those opinions are being rushed out to
meet the new tighter timelines. As an example a pre-
liminary opinion which could be read as a mature
opinion on novelty or inventive step runs the risk of
being understood by a court as a high-rank decision-
like statement which can hardly be modified even with
arguments and evidence not available to the division
issuing it.

Point taken that it would be wiser to state e.g. “novelty
may need to be discussed in view of D1"” rather than “the
claim may lack novelty over D1”.

4. Third Party Observations
Despite all general reassurances to the contrary, TPO'’s

are often dealt with seriously only if they have clear
novelty implications. Violations of the EPC raised by third

parties before grant that cannot be addressed after
grant, in particular clarity and breadth of claims, should
especially be taken seriously.

In the directors’ opinion, TPO's are being taken seriously in
all aspects. They agree that there should be an argued
case about the objections. The objections are taken into
account in the recommendation for grant (“votum”); how-
ever, these are not accessible to the public. In epi’s view,
this should in one way or the other be visible to the (third)
parties, perhaps already when passing the TPO to the appli-
cant. EPO will look into how to show to the public that
the TPO's objections have been taken into account. Mr.
Mercer will send examples of cases where there is no trace
of the examiner taking the issues of (serious) TPO’s.

D. Topics presented by EPO

1. Amendments (1)

Would it help if the examiner indicated more precisely
what needs to be excised from the description or at
least indicated as falling outside the scope of the inven-
tion (for ex. among the examples)?
epi: Yes, it would, and preferably at a stage preceding
allowance, so that the applicant can choose the most
appropriate formulation. Most representatives nowadays
are not in favour of deleting any examples, since in one
way or the other they may become relevant later on. By
simple annotation, it can be clarified that the examples
as such are no longer covered by the accepted claims,
while parts thereof may still be needed for support or
sufficiency of disclosure.

2. Amendments (2)

What do you think of the proposal of not modifying
passages in the description related to a “Method of
treatment” (typically US applications) as it is obvious
that a method of treatment cannot be claimed and thus
not serve as a basis of such an amendment?

Issue was discussed under topic A.4 above. It was agreed
that there is no need to modify the references to “method
of treatment” and that these can be understood as pro-
viding basis for “use in treatment”.

Conclusion

The meeting was, as usual, very constructive and open.
While the EPO directors are naturally somewhat reluctant
to express opinions on specific cases, they show a will-
ingness to explain their motivations and practices and
to at least try to understand the problems that represen-
tatives sometimes experience at the interface between
the office and the users. Both sides appear to be increas-
ingly open in looking for practical solutions.

To be continued again.
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Report of the Harmonisation Committee (HC)

John Brown (GB), Chair

his report completed on 25" August 2017 covers
the period since the previous report dated 20" Feb-
ruary 2017.

The Harmonisation Committee deals with all questions
concerning the worldwide harmonisation of Patent Law,
and in particular within the framework of WIPO.

26 Session of the SCP

epi was represented by John Brown, Chairman of epi
Harmonisation Committee, and Francis Leyder, epi
President, at the 26" meeting of the Standing Com-
mittee on the Law of Patents (SCP/26), held from 3™
to 6™ July 2017 at WIPO in Geneva. epi pressed in
favour of international harmonisation of privilege.
SCP/26 decided that discussions on the main topics
would continue, these being Exceptions and Limita-
tions to Patent Rights, Quality of Patents, Patents and
Health, Confidentiality of Communications between
Clients and their Patent Advisors and Transfer of Tech-
nology. As usual, all meetings papers are available on
the WIPO website:
http://www.wipo.int/meetings/es/details.jsp?
meeting_id=42299
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LIECHTENSTEIN

As stated in the Summary of the Chair (document
SCP/26/7), various seminars and sharing sessions will be
organised. The next session of SCP has tentatively been
planned for 11" to 14" December 2017. In this regard,
mention should be made to the fact that those who
decide to run for membership of the epi Harmonisation
Committee at the elections to be held at the epi Council
Meeting in November should be ready to represent epi
whenever needed, and in particular at an SCP meeting.

Group B+ Users’ Symposium

epi was represented by Francis Leyder, epi President,
and Chris Mercer, epi Past President, at a symposium
entitled “Cornerstones for patent law harmonisation: a
B+ Sub-Group / Industry Symposium” held on 20t June
2017 at the European Patent Office where proposals
from the Industry Trilateral were discussed.

The meeting papers are available on the EPO website:
http://www.epo.org/news-issues/issues/
harmonisation/group-b-plus.html

A report of the Symposium should be available in Sep-
tember. epi are planning to submit written comments
on the Industry Trilateral proposals in the near future.
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Continuing Professional Education (CPE)

In the second half of the 2017 the following seminars will take place:

Opposition and Appeal

26 September 2017 Dublin (IE) epi roadshow supported by the EPO
Unitary Patent and Unified Patent Court

12 September 2017 Stockholm (SE) epi roadshow supported by the EPO

12 October 2017 Bern (CH) epi roadshow supported by the EPO

16 November 2017 Eindhoven (NL) epi roadshow supported by the EPO

Opposition and Appeal
This seminar series comprising in total four parts (Pre-Drafting, Drafting, Prosecution and Opposition).
November 2017 Prague (c2) "Prosecution” and “Opposition”
epi roadshow supported by the EPO

epi preparation courses for the EQE pre-examination
and main examination 2018

Flexible epi Tutorial Munich:
Get your individual feedback on papers A/B/C/D when- Mon 23 October 2017 Pre-Examination 13:00 - 17:00
ever you need it during your preparation for the EQE Tue 24 October 2017 D 9:30 - 15:00
Wed 25 October 2017 A 9:00 - 13:00
o ) B 14:30 - 18:00
@ Sign in for a tutorial whenever you want Thu 26 October 2017 c 9:30 - 15:00
@ Decide which paper you want to prepare
o ) Brussels:
@ Arrange individually with your tutor: Day R Local Times
- the due date when transfer your prepared Mon 13 November 2017  Pre-Examination 13:00 - 17:00
paper to your tutor Tue 14 November 2017 D 9:30 - 15:00
- the date when to discuss the result of Wed 15 November 2017 A 9:00 - 13:00
your individual paper with your Tutor B 14:30 - 18:00
@ Discuss the result of your paper with your Tutor UL ileoyulber Ay € SEORR EEUY
- in small Groups (on request) or Helsinki:
- in a one to one session Day Paper Local Times
Mon 27 November 2017  Pre-Examination 14:00 - 18:00
Tutorial fee for each paper (Pre-exam, A, B, C or D) contains Tues 28 November 2017 D 10:30 - 16:00
that the selected paper can be written at a maximum of Wed 29 November 2017 'g lg:gg' 1;188
three different years: fee for epi students EUR 180 per selected N (N c 20— 1600

paper and for non-epi students EUR 360 per selected paper.
The feedback will be given in small groups or one to one
session(s) depending on the number of participants.

Flexible epi Tutorial
The mock EQE fee is EUR 520 per paper*

The mock EQE(s) allow participants to attempt an EQE exam *Registered epi students benefit of a 50% reduction.

under exam conditions. The participants sit the various

papers (Pre-Examination, A, B, C and D) in the same order All courses are provided in the three EPO official languages:
as during the real exam and are given exactly the same time English, French and German.

to sit the paper(s).

We would like to give EQE candidates the possibility to be Further information about the epi preparation courses are
more flexible in their preparation for the EQE. For this reason, available here:

epi offers the Mock EQE in three different cities at different http://patentepi.com/en/education-and-training/qualifying-

times, see time schedule: as-a-european-patent-attorney/preparing-for-the-ege.html
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Results of the 2017 European Qualifying Examination

Statistics on the results of the 2017 EQE

Number of candidates per country and passes pursuant to Article 14 (1)
of the Regulation on the European qualifying examination (REE)

Place of Total number
residence of candidates
AL 0 0
AT 21 10
BE 30 12
BG 4 2
CH 57 17
CcY 0 0
Ccz 5 1
DE 662 228
DK 32 10
ElE 1 0
ES 59 14
Fl 35 5
FR 173 71
GB 204 128
GR 4 0
HR 2 1
HU 8 2
IE 2 2
IS 1 1
IT 80 10
LI 1 0
LT 3 0

Information source: http://www.epo.org/learning-events/eqe/statistics. htm/

Candidates are free to choose which paper(s) they wish to
sit. Candidates who have only sat a sub-set of papers can-
not fulfill the conditions of Article 14(1) REE (ie have
obtained the minimum grades for all four papers) and thus
cannot be included in this table.

Place of Total number
residence of candidates
LU 2 1
LV 1 1
MC 0 0
MK 0 0
MT 0 0
NL 128 40
NO 7 4
PL 18 6
PT 6 1
RO 4 1
RS 2 2
SE 83 19
S| 6 3
SK 3 0
SM 0 0
TR 17 0
IL 1 0
JP 1 1
SG 1 0
us 1 1
Grand Total : 1665 595

Example: A candidate has only sat papers A and B and
passed both papers. Nonetheless the conditions of Article
14(1) REE are not yet fullfilled and this candidate is not
included in this table.

This table includes all candidates who fulfill the conditions
of Article 14(1) REE.

New Location for the Boards of Appeal

s of October 2017 the Boards of Appeal of the
European Patent Office will move to a new location.
Current planning (subject to potential revision) is that
the Boards of Appeal will start operations at their new
building on 2 October 2017.
As soon as the date of the move has been confirmed,
parties whose oral proceedings take place in the

new building will be informed by registered letter.
During the transitional period some oral proceedings
may continue to take place in the Isar building, there-
after only in exceptional situations.

The information is available on the webpage:
WWWw.epo.org/move
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List of Professional Representatives

by their place of business or employment in the Contracting states as at 31.08.2017

Contr. Number % of
State Total Total Repr.
AL 14 0,11%
AT 155 1,27%
BE 240 1,97%
BG 55 0,45%
CH 562 4,61%
cY 11 0,09%
(@4 89 0,73%
DE 4431 36,32%
DK 265 2,17%
EE 25 0,20%
ES 218 1,79%
Fl 180 1,48%
FR 1152 9,44%
GB 2303 18,88%
GR 24 0,20%
HR 24 0,20%
HU 71 0,58%
IE 77 0,63%
IS 22 0,18%
IT 530 4,34%

Contr. Number % of
State Total Total Repr.
LI 20 0,16%
LT 25 0,20%
LU 21 0,17%
LV 19 0,16%
MC 5 0,04%
MK 24 0,20%
MT 6 0,05%
NL 518 4,25%
NO 100 0,82%
PL 294 2,41%
PT 41 0,34%
RO 47 0,39%
RS 47 0,39%
SE 424 3,48%
SI 30 0,25%
SK 30 0,25%
SM 16 0,13%
TR 85 0,70%
Total : 12200 100,00%

Contact Data of Legal and Unitary Patent Division

Update of the European Patent Attorneys Database

lease send any change of contact details using EPO

Form 52301 (Request for changes in the list of profes-
sional representatives: http://www.epo.org/applying/
online-services/representatives.html) to the European
Patent Office so that the list of professional representatives
can be kept up to date. The list of professional representa-
tives, kept by the EPO, is also the list used by epi. Therefore,
to make sure that epi mailings as well as e-mail corre-
spondence reach you at the correct address, please inform
the EPO Directorate 5.2.3 of any change in your contact
details.
Kindly note the following contact data of the Legal and
Unitary Patent Division of the EPO (Dir. 5.2.3):

European Patent Office

Dir. 5.2.3

Legal and Unitary Patent Division
80298 Munich

Germany

Tel.: +49 (0)89 2399-5231
Fax: +49 (0)89 2399-5148
legaldivision@epo.org
WWW.epo.org

Thank you for your cooperation.
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Improved opposition statistics in the EPO annual reports

Cees Mulder (NL)

S ince the entry into force
of the EPC 2000 in
December 2007, approxi-
mately 1,345,000 patent
applications were received by
the EPO (Direct European
applications and international
applications entering the
regional phase). In the same
period, the EPO granted
almost 600,000 patents (see
Figure 1) which is approxi-
mately 44% of the number of
patent applications filed at the EPO.

Cees Mulder
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Figure 1: Number of annually filed European patent
applications and granted European patents

On average, about 4% of the granted European patents
is opposed. Figure 2 shows the number of notices of
opposition filed annually in the period 2008-2016. In
this period, on average about 2,900 oppositions are
started every year. Some of these oppositions are inad-
missible. Others are withdrawn because, for instance,
the proprietor and the opponent have come to a license
agreement.

4000
3500

2500 -
2000

1000

T T T T r T T T
2008 2009 2010 2011 2012 2013 2014 2015 2016

Figure 2: Number of opposed European patents

In opposition proceedings, the Opposition Divisions can
take three decisions: the patent is revoked, the opposition
is rejected or the patent is maintained in amended form
(Article 101(2) and (3) EPC).

Hence, the average number of decisions taken in opposi-
tion proceedings should be around or less than 3,000 per
year. Of course, this number is influenced by the through-
put time of opposition proceedings.

In the period from 2008-2014, the statistical reports of
the EPO showed that on average 2,170 decisions were
taken in opposition proceedings per year. This statistical
information can be found in the separate annual
reports, but the EPO also publishes so-called five-year
reviews.

The Annual Report of 2015 showed a sudden increase
in the number of decisions in opposition proceedings.
The number of decisions taken by Opposition Divisions
in 2014 was 3,157. In addition, the number of decisions
for the previous years in the corresponding five-year
report was also adapted retroactively. For each of the
preceding years (2011-2014) around 1,000 decisions
were taken in addition to the ones reported in the earlier
Annual Reports.

This sudden increase in output may have been due to an
one-year error. However, the statistics of 2016 (and the
corresponding figures in the five-year report) showed the
same higher number of decisions.

Figure 3 shows the number of decisions taken annually by
the Opposition Divisions in proceedings in the period from
2008 to 2016. The number of decisions in opposition pro-
ceedings in the older Annual Reports (2008-2014; ‘old’
statistics) are depicted in blue. The number of decisions in
the more recent Annual Reports (2011-2016; ‘new’ statis-
tics) are given in red. As can be seen in Figure 3, there is
an overlap in the statistical results. For the years 2011-
2014, both the ‘old’ and the ‘new’ statistics have been
reported.
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Figure 3: Annual number of decisions
in opposition proceedings

It is interesting to observe that the decisions in the years
where both statistics are available show different trends.
For instance, there is an increase in the number decisions
from 2012 to 2013 in the ‘old" statistics, whereas the
‘new’ statistics show a decrease in the number of decisions
in the same period.

Surprisingly, more decisions are taken in opposition pro-
ceedings under the ‘new’ statistical regime as compared
to the ‘old’ regime. In particular, the number of decisions
taken in the period 2011-2016 is every year higher than
the number of oppositions filed in the same year. In par-
ticular, 17,819 oppositions were filed in the period 2011-
2016, whereas in the same period 20,659 decisions were
taken by the Opposition Divisions, i.e. almost 14% more
decisions than cases started.

A higher number of decisions may happen in a certain
year if there are extra efforts in dealing with opposition
cases, for instance because of a backlog.

No explanation about the retroactive change of the statis-
tical method was given in the Annual Report where this
happened first (2016 Annual Report).

When asked, EPO Customers Services in its reply letter
gave no specific explanation why the number of decisions
is suddenly and retroactively higher. In particular, the letter
stated:

“In 2015 we changed the parameters selected for rep-
resenting the outcome of our internal procedures with
the aim to offer a better insight into the EPO perform-
ance as it affects users. This change accounts for the
apparent discrepancies you noticed.”

No information was given on what ‘parameters’ were
altered.

After the issuance of the 2017 Annual Report, another
query was started to find out the change in the opposition
statistics. The EPO now responded with a good explanation
of the new statistics.

The opposition statistics reported in the annual reports up
to the year 2014 displayed the number of opposition deci-
sions that had taken legal effect in the respective reporting
year. This means that e.g. in the 2015 Annual Report, all
opposition decisions taking legal effect in 2014, were
summed up.

As around 45% of the opposition cases are appealed
with the consequence that the decision of the opposition
division is suspended (Article 106 EPC). This means that
most of these appealed opposition cases are only finally
decided and thus formally take legal effect in later years,
even though they were decided upon by the opposition
division in previous reporting years. This manner of
reporting, albeit being legally and statistically sound,
does not give a full picture of the work done by the
opposition divisions. In view of this, the EPO decided to
change the statistics. As from reporting year 2015, the
number of decisions taken by the opposition divisions of
the EPO during the reporting year are presented, irre-
spective of the date on which they take legal effect. For
consistency reasons, this new method of reporting the
opposition statistics was included in the five-year
overview of the statistics section on the EPO website
and covered (retroactively) also the earlier years.

The above explains the systematically higher level of oppo-
sition decisions reported as from 2015 compared to the
preceding years.

In addition, the increasing number of decisions taken in
2015 and 2016 are the result of the successful implemen-
tation by the EPO of its Early Certainty program. Even
though the Early Certainty from Opposition scheme was
only officially implemented in 2016 (Official Journal of the
EPO (2016) A42, A43), initial progress in opposition pro-
ceedings was already achieved in the framework of the
Early Certainty from Search program which prioritised not
only search but also opposition actions.

The author would like to express his gratitude to Heli Pih-
lajamaa for stimulating discussions during the preparation
of the article.
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European General Court strengthens in T 527/14 once
more the position of Patent Attorneys in EEA Countries

Paul Rosenich (LI)

Paul Rosenich being Austrian
citizen and living and working
for more than 30 years in the
Principality of Liechtenstein
requested OHIM to enter him
on the list of Representatives
before OHIM.

OHIM denied this request
and Rosenich appealed
against this decision at the
Boards of Appeal of OHIM.
Said Boards of Appeal con-
firmed the decision of OHIM and Rosenich filed suit
against OHIM and against said confirming decision of
the Boards of Appeal before the European General
Court. The EGC followed in the case T 527/14 the argu-
mentation of Rosenich namely that the EEA-Agreement
is higher ranking and binding law also for the EU and
its institutions (here the OHIM/EUIPO). The EEA-Agree-
ment however gives individuals the right to choose their
places of business within the territory of the EEA and
the place of business/residence must not be used for
discrimination in every ones right to work in his/her pro-
fession (here as a representative of parties before trade
mark offices). Rosenich was not only Liechtenstein-,
Swiss- and European Patent Attorney but also allowed
to represent before the Austrian Patent Office. Being
Austrian Citizen, being allowed to represent before the
Austrian Patent Office and having a place of business in
the EEA was fulfilling the requirements of being admit-
table to the list of representatives before the
OHIM/EUIPO even if the relevant EU-law did not refer
to a place of business in the EEA but instead only to a
place of business in an EU Country.

” | S
Paul Rosenich

The EUIPO accepted the decision of the EGC and entered
Rosenich subsequently on the list of representatives.

Following the suit initiated by Rosenich and based on a
subsequent request of the EFTA states, the EU-law was
amended in the meantime, so that currently every
Patent/Trademark Attorney of an EEA Member state may
request to become a representative on the list of repre-
sentatives before EUIPO.

Paul Rosenich the long standing Chairman of epi‘s Disci-
plinary Committee was born and raised in Austria and
started his carrier as inhouse Patent engineer in Austrians
industries. In 1987 he moved into private practice to the
patent attorneys law firm of Dr. Kurt Blichel the then
Treasurer of epi. Rosenich passed the EQE and became
European Patent Attorney and subsequently also Liecht-
enstein Patent Attorney. By working also in a Swiss Firm
he became Swiss Patent Attorney as well. In 1998
Rosenich opened his own IP Law firm in Liechtenstein.
2011 Rosenich requested OHIM to enter him on the list
of Representatives before OHIM. Rosenich argued in the
first place that his qualification as representative before
the Liechtenstein Trade Mark Office together with is Aus-
trian citizenship and Liechtenstein residence fulfill the
requirements requested by the EU-law Directive 207/2009.
OHIM denied based on the argument that Rosenich did
not represent before an EU-Trademark Office and hence
his qualification was doubtful. Rosenich proved that he
may represent also before the Austrian Patent Office.
OHIM denied again based on the fact that Rosenich did
not reside in an EU-Country. So Rosenich took an addi-
tional place of Business in Germany — based on the EPC
Germany had to allow this. Then OHIM argued that the
residence was different from the EU-Country where the
representation was confirmed (AT). From this course of
OHIM affected Rosenich decided to fight for his rights as
EU/EEA citizen. His lawyer confirmed his view that the
EEA-Agreement overrides certain EU-law provisions
restricted to the EU-territory. The request for entrance
on the list was finally based on Rosenich’s right to repre-
sent before the Austrian Patent Office, his Austrian citi-
zenship and on his residence/place of Business in the
Principality of Liechtenstein as a Member of the EEA.
OHIM finally decided against this request. As a conse-
guence Rosenich — represented by the trademark depart-
ment of his firm headed by Noémi Rosenich-Marké and
by Prof. Dr. Alexander von Mihlendahl — appealed 2012
against this decision at the Boards of Appeal of OHIM.
Said Boards of Appeal however confirmed in 2014 the
decision of OHIM and as a consequence Rosenich filed
in 2014 suit against OHIM and against said confirming
decision of the Boards of Appeal before the European
General Court.

The EGC considered all arguments from all sides during
the written procedure in 2014 and 2015. The EGC invited
for oral proceeding 2016 and set a term until which
Rosenich should have been entered on the list of repre-
sentatives based on the new law which was installed in
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the meantime and which allowed all EEA-Patent Attor-
neys to be entered on the list. OHIM found again new
arguments against such entry and was not willing to
enter Rosenich based on his former request even if it
was evident, that under the new law Rosenich would
have to be entered on the list anyway. For that reason
Rosenich was still not officially entered. As a consequence
of not resolving the matter within the set term the EGC
had to decide the matter. The 5th Chamber of the Court
followed the argumentation of Rosenich namely that
the EEA-Agreement is higher ranking and binding law
also for the EU and its institutions (here the OHIM/EUIPO).
The then binding provision of the Directive 207/2009
requested under Article 93(2) three requirements: a)
nationality of an EU-Member State, b) the business seat
or a working place in the EU and c) must be allowed to
represent before a central IP Office of a Member State
of the EU. Rosenich provided proof for a) and c) and
referred to the EEA-Agreement when interpreting the
requirement b) and presented proof to have his business
seat in Liechtenstein (EEA). The EGC agreed to the argu-
ment of Rosenich that the EEA-Agreement gives individ-
uals the right to choose their places of business within
the territory of the EEA and the place of business/resi-
dence must not be used for discrimination in every ones
right to work in his/her profession (here as a representa-
tive of parties before trade mark offices). Since Rosenich
was not only Liechtenstein, Swiss and European Patent
Attorney but was also allowed to represent before the
Austrian Patent Office, he fulfilled all provisions, if inter-
preted correctly. Being Austrian Citizen, being allowed
to represent before the Austrian Patent Office and having
a place of business in the EEA was fulfilling the require-
ments of being admittable to the list of representatives
before the OHIM/EUIPO even if the relevant EU-law
207/2009 did not refer to a place of business in the EEA
but instead only to a place of business in an EU Country.
This is the consequence of Art. 36 of the EEA-A and
other findings.

German and French version of the decisions con be found
on the epi website.

The EGC delivered its decision on July 13th 2017 and
the EUIPO accepted the decision of the EGC a few days
later and entered Rosenich subsequently, officially and
finally on the list of representatives.

Following the suit initiated by Mr. Rosenich and based
on a subsequent request of the EFTA states, the EU-law
was amended in the meantime as far as representation
in EU trade mark matters is concerned, so that currently
every Patent/Trademark Attorney of an EEA Member
state may request to become a representative on the list
of representatives entitled to represent in trade mark
matters before EUIPO. However, the decision is of interest
far beyond the matter of representation before the EUIPO
in Trade Mark Matters because it establishes the principle
of direct applicability of the freedom to provide services
within the EEA which may be invoked by all persons
wishing to provide such services, even in the face of
contrary legislation.

The decision will also immediately affect the right of
EEA professionals to represent clients in design matters
before the EUIPO. The Community Design Regulation
continues to limit the right to represent to professionals
with a place of business in the EU, thus excluding those
established only in an EEA country. But now, as a result
of the decision, the EUIPO will accept those represen-
tatives also in design matters. As a matter of fact the
EUIPO confirmed on July 21st 2017 to Islandic repre-
sentatives that because of the decision their practice in
design matters is changed. Furthermore, the right to
represent in design matters must now also be recog-
nized for all legal practitioners, regardless of whether
they have their place of business in the EU or in one of
the three EEA countries.

One would also think that this ruling could possibly
affect/confirm the new European Patent Court repre-
sentation rules and even other similar matters which
are not even on the monitor. Insofar it is believed that
this T 527/14 is an important mile stone in the freedom
of representation of European Patent Attorneys.
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Patentanwaltsausbildung in der Industrie

Thomas Kimpfbeck (DE)

Education of German Patentassessors according to § 158
PAO and education of European Patent Attorneys accord-
ing to Art. 11 (2) a) ii) REE is different, however, there are
similarities and synergy effects. Scope and content of the
respective examinations would approach by the first draft
of the German Ministry of Justice for the new examination
regulation for patent attorneys (PatAnwAPrV).

I. Einleitung

ie Ausbildungen zum Patentassessor gemaf § 158

PAO und zum zugelassenen Vertreter vor dem
Europaischen Patentamt gemdaB Art. 11 (2) a) ii) VEP in
der Industrie, erstere gelegentlich auch mit langer Weg',
Industrieweg?, Patentsachbearbeiter’-Ausbildung oder
Erleichterte Priifung® umschrieben, befinden sich im Wan-
del. Zahlreiche Anderungen geben Anlass zu einer Neu-
betrachtung®, insbesondere der aktuelle Referentenent-

La formation des “German Patentassessors” selon le
§ 158 PAO et celle des mandataires en brevets européens
selon I'article 11 (2) a) ii) REE est différente, il existe cepen-
dant des similarités et des effets de synergie. Le premier
projet de réglement de I’'examen de qualification des man-
dataires allemands, preparé par le ministére de la justice
allemande, vise a rapprocher la portée et le contenu de
ces deux examens.

Entgegen des vereinfachenden Aufsatztitels will der
Gesetzgeber die Ausnahmeregelung von § 158 PAO
keineswegs auf Bewerber aus Industriepatentabteilun-
gen beschranken’. Der Begriff Ausbildung ist diesem
Zusammenhang ebenfalls vage. Haben § 158 PAO und
Art. 11 (2) a) ii) VEP doch gerade die Ausbilderlosigkeit
gemein. Industrie-Bewerber kénnen die Prifungsreife
also im Selbststudium erreichen.

| | R

Ausbildungsbeginn 2 Jahre 3 Jahre

Européische
Eignungspriifung

Registrierung als Bewerber
gemald R. 28 ABVEP

Européische
Vorpriifung

| |

5 Jahre 8 Jahre
Hagen-Studium Assessorenpriifung
gemal$ 8158 PAO

Abbildung: Maglicher Ausbildungsablauf. Das Bestehen der
europdischen Eignungspriifung verkiirzt die Industrie-Bewerber- Beratungs-
bzw. Vertretungstatigkeit von zehn auf acht Jahre, § 158 (1) PAO.

wurf des Bundesministeriums der Justiz und fir
Verbrauchschutz zur neuen Verordnung Uber die Aus-
bildung und Prifung der Patentanwalte, PatAnwAPrV;
die Einfihrung des Syndikuspatentanwalts in die Patent-
anwaltsordnung, PAO; die Registrierungspflicht fir
Bewerber auf die europaische Eignungsprifung® und
die Vertretungsbefugnis vor dem bevorstehenden Ein-
heitlichen Patentgericht.

1 Bedingt durch die im Vergleich zur 34 Monate dauernden Ausbildung
von § 7 PAO Bewerbern lange Berufsaustibung von mindestens
acht bzw. zehn Jahren gemaB § 158 (1) PAO.
Siehe auch Beschwerdekammerentscheidung D 3/07

2 Bedingt durch die in der Industrie haufig anzutreffende ausbilderlose
Ausbildung, § 158 PAO bzw. Art. 11 (2) a) ii) VEP

3 Uberschrift des § 158 PAO

4 BT Drs. IV/2045, § 172 PAO. Heute sachlich nicht mehr gerechtfertigte
Formulierung.

5 vgl. derzeit in Uberarbeitung befindliche Informationsbroschiire
des VPP: Patentanwalt Patentassessor Europdischer Patentvertreter
Europaischer Markenvertreter. 2013,
www.vpp-patent.de/Ausbildung/brosch.pdf

6 ABI. EPA 2017, Zusatzpublikation 2

Die Abbildung zeigt einen groben Zeitplan fur Indu-
strie-Bewerber. Der Zeitplan unterscheidet sich von Be-
werbern gemaB § 7 PAO bzw. Art. 11 (2) a) i) VEP, im
Folgenden Kanzlei-Kandidaten genannt, im Wesent-
lichen durch eine andere Reihenfolge und eine kiirzere
Ausbildung. Wahrend Kanzlei-Kandidaten die As-
sessorenprifung nach 34 Monaten absolvieren und im
Anschluss die Europaische Eignungsprifung, absolvieren
Industrie-Bewerber dies typischerweise umgekehrt und
Uber einen Zeitraum von acht Jahren. Vorliegender Auf-
satz beleuchtet nun der Reihe nach die Prifungsvor-
aussetzungen Technische Befdahigung, Beratungs- und
Vertretungszeit, das fur die Assessorenpriifung vorge-
schriebene Hagen-Studium und gibt Tipps, wie das
Amtsjahr ersetzt werden kann. AnschlieBend werden
beide Prifungen und das Litigation Certificate disku-
tiert.

7 BT Drs. V/276,S. 6
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Il. Technische Befahigung

Fir die Assessorenprifung mussen Industrie-Bewerber
mindestens eine im Inland abgeschlossene technische
Ausbildung auf einer Ingenieurschule oder einer gleich-
wertigen  technischen  Lehranstalt  vorweisen,
§ 158 (1) PAO. Welche technischen Lehranstalten als
gleichwertig anzusehen sind, bestimmt die Prasidentin
des DPMA, § 158 (5) PAO. Als Ingenieurschule bzw.
gleichwertig gelten insbesondere Fachhochschulen und
Berufsakademien® nicht jedoch Berufsfachschulen®.
Diese Hurde ist niedriger als die fir Kanzlei-Kandidaten
geltende technische Befahigung gemaB § 6 (1) PAO,
bei der es vor allem auf den Abschluss einer wissen-
schaftlichen Hochschule ankommt. Ein Master of Sci-
ence Abschluss einer Fachhochschule genlgt
§ 6 (1) PAQO jedoch nicht'®.

Fur die Europaische Eignungsprifung mussen Industrie-
Bewerber mindestens einen Bachelorabschluss in Natur-
oder Ingenieurwissenschaften in einem der Vertrags-
staaten erworben haben, Art. 11 (1) a) VEP
R. 11 (1) ABVEP. Bachelorabschlisse einer Universitat,
technischen Universitat, Berufsfachschule, Fach-
hochschule, Schule fir Ingenieurwissenschaften oder
einer ahnlichen Ausbildungseinrichtung werden an-
erkannt, R. 11 (1) ABVEP. Es bestehen weitere Gleich-
wertigkeits- und Anerkennungsregeln, siehe R. 12 bis
14 ABVEP. Mindestens 80% der fir den akademischen
Abschluss ndtigen Kursstunden missen natur- und/oder
ingenieurwissenschaftliche Facher sein. Fir patentrecht-
liche Facher trifft dies beispielsweise nicht zu'".

lll. Beratungs- bzw. Vertretungstatigkeit

Industrie-Bewerber haben ein zehnjahriges, standiges
Dienstverhaltnis vorzuweisen, wahrend dem sie ihren
Auftraggeber auf dem Gebiet des gewerblichen Rechts-
schutzes beraten oder vertreten haben, § 158 (1) PAQ.
Es gilt ein strenger Mafstab; die Beratungs- bzw. Ver-
tretungstatigkeit muss hauptberuflich, eigenverantwort-
lich und nach Art und Umfang bedeutend sein'? und
noch ausgelibt werden, § 158 (1) PAO. Nicht dazu zah-
len beispielsweise Ausbildungszeiten und zwischenzeit-
liche Versetzungen, um sich bei einem Tochterunter-
nehmen mit Technologie vertraut zu machen'3. Ein
standiges Dienstverhaltnis setzt eine Giberwiegende Zur-
verfigungstellung von Arbeitszeit und -kraft voraus'4,

8 www.dpma.de/amt/aufgaben/patentanwaltsausbildung/
wegfuerpatentsachbearbeiter/voraussetzungen/index.html

9 BGH Beschluss vom 11. Juli 1983 — PatAnwZ 1/82, S. 5, 6

10 BGH Beschluss vom 29. November 2013 — PatAnwZ 1/12, Rn. 31

11 In mehreren Beschwerdekammerentscheidungen wurde festgestellt,
dass das Diplom des Studiengangs Patentingenieurwesen der
Fachhochschule Amberg-Weiden die 80%-Regel nicht erfillte,
siehe D 1/12, D 2/12, D 3/12, D 4/12

12 BGH Beschluss vom 4. Oktober 1982 — PatAnwZ 2/81, S. 6, 8

13 BGH Beschluss vom 4. Oktober 1982 — PatAnwZ 2/81, S. 7

14 BT Drs. IV/2045, S. 63

ein Arbeitgeberwechsel'™ und Elternzeit'® stehen dem
nicht entgegen. Ein Patentanwalt oder Patentassessor
als Ausbilder, wie bei Kanzlei-Kandidaten vorgeschrie-
ben, ist nicht erforderlich, § 158 PAO.

Aufgrund von Parallelen zwischen Deutschem und Euro-
paischem Patentrecht hat der Gesetzgeber es als
gerechtfertigt erachtet, das Erfordernis der zehn Jahre
Beratungs- bzw. Vertretungstatigkeit auf acht Jahre zu
reduzieren, wenn der Bewerber die europaische Eig-
nungsprifung bestanden hat'. Fir die Zulassung zur
Assessorenprifung haben die Industrie-Bewerber unter
anderem einen von ihnen erstellten und unterzeichne-
ten Tatigkeitsbericht beizubringen; der Arbeitgeber hat
den Tatigkeitsbereich separat, schriftlich zu bestatigen's.
Der VPP stellt fur beides ausfihrliche Formulare® zur
Verfligung, die zwar nicht rechtsverbindlich aber gangig
und hilfreich sind.

Kanzlei-Kandidaten sind verpflichtet wahrend ihrer prak-
tischen Ausbildung an von der Patentanwaltskammer
organisierten Arbeitsgemeinschaften teilzunehmen, die
theoretische Kenntnisse vermitteln?°. Die Ar-
beitsgemeinschaften konnen aufgrund einer Absprache
zwischen der Patentanwaltskammer und dem VPP auch
von Industrie-Bewerbern besucht werden?'.

Fir die Europaische Eignungsprifung gendgt Industrie-
Bewerbern eine kirzere Beschaftigungszeit von drei
Jahren, Art. 11 (2) a) ii) VEP. Als Berechnungsgrundlage
dient eine Vollzeitbeschaftigung. Es konnen auch Teil-
zeit-Zeitrdume von nicht weniger als drei Monaten und
mindestens 50% Beschaftigungsgrad berlcksichtigt
werden, R. 15 (2) ABVEP. Seit 13. Méarz 2017 mussen
sich Bewerber, die sich erstmals zur Europadischen Eig-
nungsprifung anmelden wollen, nach Beginn ihrer
Beschaftigungszeit im Sinne des Art. 11 (2) VEP regi-
strieren lassen. Das Europdische Patentamt empfiehlt
eine frihzeitige Registrierung. Die Registrierung ist
online?? vorzunehmen. Industrie-Bewerber missen Uber
eine allgemeine Vertretungsvollmacht fir Angestellte
verfiigen?3. Ferner muissen Industrie-Bewerber konkret
verantwortete europdische Akten nachweisen. Das
Europdische Patentamt stellt ein Musterformular?* zur

15 Personliche Erfahrung des Autors

16 Informationsbroschiire des VPP: Patentanwalt Patentassessor
Europdischer Patentvertreter Europdischer Markenvertreter. 2013, S. 19

17 BT Drs. 11/3253, S. 31

18 www.dpma.de/amt/aufgaben/patentanwaltsausbildung/
wegfuerpatentsachbearbeiter/formalitaeten/index.html

19 www.vpp-patent.de/04-Ausbildung-Downloads.htm

20 www.patentanwalt.de/de/patentanwaelte/ausbildung/

zeitplaene-der-arbeitsgemeinschaften.html

Informationsbroschiire des VPP: Patentanwalt Patentassessor

Europaischer Patentvertreter Europdischer Markenvertreter. 2013, S. 21

22 www.eqge.org/EQEASy/candidate/auth/login

23 Formular EPA 1004

24 documents.epo.org/projects/babylon/eponot.nsf/0/
c40b33a43fcb6f2cc1257f80004fbf2 1/$FILE/
Beispiel%20Liste%20ii%20en.pdf

25 in Formular 51017 Praktikums- oder Arbeitsbescheinigung nach Artikel
11 (2) a) VEP und Regeln 1 und 15 ABVEP

2
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Verfligung, aus dem hervorgeht, dass, erstens, ein brei-
tes Spektrum an nationalen, europaischen und PCT-Fal-
len erwlnscht ist, zweitens, nur vom Bewerber unter-
schriebene Handlungen akzeptiert werden, drittens,
zwar nationale Patentfalle berlcksichtigt werden, diese
aber Handlungen vor dem Europdischen Patentamt
nicht ersetzen kdnnen und, viertens, fordert das Euro-
paische Patentamt, dass der Uberwiegende Teil der
Tatigkeiten im Zusammenhang mit europaischen Patent-
anmeldungen und Patenten stehen muss. Der Arbeit-
geber muss die Beschaftigung des Industrie-Bewerbers
bestatigen®®. Erfolgt die Beschaftigung bei unterschied-
lichen Arbeitgebern, so ist jeweils ein gesondertes For-
mular auszufillen.

IV. Hagen-Studium

Das Studium Recht fir Deutsche Patentanwadltinnen und
Patentanwalte an der FernUniversitat Hagen, im Folgen-
den Hagen-Studium genannt, wurde 1998 als fir die
Patentassessorenausbildung obligatorisch eingeflihrt?®.
In den Vorjahren hatten bereits ca. 90% der Bewerber
freiwillig an einen entsprechenden Studiengang der
FernUniversitat Hagen teilgenommen?’. Man erachtete
das Hagen-Studium gerade fir Industrie-Bewerber als
wichtig, um breitere Kenntnisse im allgemeinen Recht
zu erlangen®®. Es ist aber sowohl fur Industrie-Bewerber
als auch fur Kanzlei-Kandidaten vorgeschrieben, § 7
(3) PAO. Industrie-Bewerber kdnnen es erst nach finf
Jahren Beratungs- oder Vertretungstatigkeit beginnen2®.
Die Studiengebihr fir Industrie-Bewerber betrdgt
3.200,00 €3°. Das Hagen-Studium ist als Fernstudium
mit einem Umfang von zwei Jahren, zwei Prasenz—
phasen a eine Woche, zwei Klausuren sowie einer
mundlichen Prifung konzipiert®'. Die Studieninhalte
sind in § 3 (3) der Prifungsordnung des Hagen-Studi-
ums festgelegt.

In § 32 (1) des Referentenentwurfs zur neuen PatAnwAPrv
wird u.a. ein Bachelor of Laws als zum Hagen-Studium
gleichwertig vorgeschlagen. Dies wlrde u.a. mehr
Gestaltungsfreiheit beim Studienbeginn fir Industrie-
Bewerber mit sich bringen. Es gibt kein Pendant des
Hagen-Studiums flr die Europdische Eignungsprifung?.

26 BT Drs. 13/10764, S. 1

27 BT Drs. 13/10764, S. 2

28 BT Drs. 13/10764, S. 10

29 § 2 (1) (b) Prifungsordnung fur das weiterbildende Studium
,Recht fir Patentanwadltinnen und Patentanwalte”
an der FernUniversitat in Hagen vom 23. Oktober 2012

30 www.fernuni-hagen.de/kurthaertel/patent/gebuehren.shtmi

31 8§ 3 bis 5 Prifungsordnung flr das weiterbildende Studium
,Recht fir Patentanwaltinnen und Patentanwalte”
an der FernUniversitdt in Hagen vom 23. Oktober 2012

32 siehe jedoch freiwilliges Weiterbildungsstudium Examinatorium
Europaeum der FernUniversitat Hagen,
www.fernuni-hagen.de/kurthaertel/europaeum/

V. Amtsjahr-Ersatz

Abweichend von der Ausbildung der Kanzlei-Kandida-
ten dirfen Industrie-Bewerber die Ausbildung beim
Deutschen Patent- und Markenamt und beim Bundes-
patentgericht, im Folgenden Amtsjahr genannt, nicht
absolvieren, § 7 (1) PAO33. Die Vorschriften Uber die
europaische Eignungsprifung fir zugelassene Vertreter,
VEP, kennen grundsatzlich keine verpflichtende Ausbil-
dung beim Europaischen Patentamt oder bei den
Beschwerdekammern. Das Amtsjahr vermittelt den
Kanzlei-Kandidaten die Praxis des Patentamts und des
Patentgerichts sowie die fur Prifung und Beruf erfor-
derliche Theorie. RegelmaBige Klausuren helfen ihnen
das Gelernte zu verfestigen und die Assessorenpri-
fungsreife zu erlangen. All dies missen sich Industrie-
Bewerber autodidaktisch aneignen. Paragraph 16 (2)
PatAnwAPO gibt Hinweise fir ein das Amtsjahr erset-
zendes Curriculum34. Geeignete Literatur fur das Selbst-
studium bieten u.a. die Verlage Carl Heymanns und
C.H. Beck. Zu folgenden Themen ist jedoch wenig Lite-
ratur verfligbar: Sortenschutzgesetz, Unionsmarkenver-
ordnung, Madrider Marken Abkommen und Protokoll,
Gemeinschaftsgeschmacksmusterrecht, Haager Muster
Abkommen, Patentanwaltsordnung und Insolvenzord-
nung.

Paragraph 18 (1) Nr. 3 RefE PatAnwAPrV konkretisiert
den Inhalt der Ausbildung auf Grundzige des Rechts
der USA und Japan auf dem Gebiet des gewerblichen
Rechtsschutzes, d.h. auch Spezifika des Marken- und
Designrecht dieser Lander gilt es zu erlernen. Das Fach-
journal Mitteilungen der deutschen Patentanwalte bietet
u.a. regelmaBige Aktualisierungen zu auslandischen IP-
Gesetzen. Erganzend zum Selbststudium bieten ver-
schiedene Kanzleien Kurse3 an.

Die praktische Ausbildung des Amtsjahrs ist schwieriger
zu ersetzen. Moglich und sinnvoll sind dazu Besuche
offentlicher Verhandlungen der Patentstreitkammern
an Land- und Oberlandesgerichten sowie des Bundes-
patentgerichts. Dasselbe gilt fiir Einspruchsverhandlun-
gen beim Europdischen Patent und fir Verhandlungen
bei den Beschwerdekammern. Verhandlungstage und
zu verhandelnden Félle lassen sich telefonisch bei den
Gerichten erfragen.

33 siehe auch: www.dpma.de/amt/aufgaben/patentanwaltsausbildung/
wegfuerpatentsachbearbeiter/voraussetzungen/index.html

34 § 158 (1) PAO nimmt Patentsachbearbeiter jedoch explizit von der
in 8§ 10 (2), 12 PAO iVm § 16 PatAnwAPO festgelegten Ausbildung
fur Kanzlei-Kandidaten aus.

35 z.B. Preu-Kurs der Kanzlei Preu Bohlig:
https://www.preubohlig.de/de/Preu-Kurs/index.html ,
IP-Akademie der Kanzlei Bardehle Pagenberg:
https://www.bardehle.com/de/ip-akademie.html
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VI. Assessorenpriifung

Industrie-Bewerber melden sich zur Assessorenprifung
an, indem sie bei der Prasidentin des DPMA einen form-
losen Antrag auf Zulassung stellen, § 158 iVm. § 10 (1)
PAQ. Paragraph 40 PatAnwAPO regelt welche Unterla-
gen Industrie-Bewerber dem Antrag beifligen missen.
Die Prafungsgeblhr betragt 260,00 €3°. Die Assesso-
renprifung ist in Form zweier Aufsichtsarbeiten, einer
wissenschaftlichen und einer praktischen, a finf Stun-
den sowie einer miindlichen Prifung Gber durchschnitt-
lich eine Stunde abzulegen.

Von den jahrlich durchschnittlich 180 Assessorenpruf-
lingen sind ca. 30 Industrie-Bewerber gemaR
§ 158 PAO?’. Vergleichbare Auswertungen zur Euro-
paischen Eignungsprifung gibt es nicht; erfahrungsge-
maB ist hier der Anteil an Industrie-Bewerbern jedoch
noch héher.

Wahrend der Assessorenprifung sind das Taschenbuch
Gewerblicher Rechtsschutz sowie der Schénfelder nebst
Erganzungsband als Hilfsmittel zugelassen®. Fir die
Prifungsvorbereitung werden Kursen angeboten?. Fur
den Priifungserfolg ist das selbststdndige Uben anhand
alter Klausuren® erfahrungsgeman jedoch kaum durch
Literatur oder Kurse zu ersetzen. Das DPMA halt dazu
auf seiner Webseite*' zahlreiche friihere Prifungsauf-
gaben vor.

Nach bestandener Assessorenpriifung steht den Indu-
strie-Bewerbern seit 1. Januar 2017 die Zulassung als
Syndikuspatentanwalt*? offen. Die Privilegien und Vor-
schriften zum Syndikuspatentanwalt sind in den §§ 41a
bis 41d PAO normiert und durften nicht zuletzt wegen
der Befreiung von der Versicherungspflicht in der
gesetzlichen Rentenversicherung zugunsten einer Ver-
sorgung in den berufsstandischen Versorgungswerken*3
die Attraktivitdt der Assessorenprifung fur Industrie-
Bewerber erhohen.

Der Referentenentwurf zur neuen PatAnwAPrV schlagt
einige Anderungen vor, die auch Industrie-Bewerber
betreffen. So soll der Antrag auf Zulassung zur Asses-
sorenprifung spatestens sechs Monate vor dem
Monatsersten des beantragten Prifungstermins gestellt

36 www.dpma.de/amt/aufgaben/patentanwaltsausbildung/pruefung/
pruefungsgebuehr/index.html

37 Dies ergibt sich aus statistischen Auswertungen mehrerer
Jahresberichte des Bundespatentgerichts zur Kandidatenausbildung,
aus Angaben im Gesetzentwurf der CDU/CSU und SPD zur
Neuordnung des Rechts der Syndikusanwadlte sowie aus Angaben
im Referentenentwurf zur neuen PatAnwAPrV.

38 www.dpma.de/docs/dpma/ausbildung/7/zugelassenehilfsmittel.pdf

39 Vereinigung von Fachleuten des Gewerblichen Rechtsschutzes, VPP,
organisiert regelmaBige Prifungsvorbereitungskurse

40 www.dpma.de/amt/aufgaben/patentanwaltsausbildung/pruefung/

pruefungsaufgaben/index.html

www.dpma.de/amt/aufgaben/patentanwaltsausbildung/pruefung/

pruefungsaufgaben/index.html

42 Fitzner, Uwe, VPP-Rundbrief 1/2017. S. 1 ff.

43 BT Drs. 18/5201, S. 1

4

werden*t, um dem DPMA eine friihzeitigere Prifungs-
planung zu ermaoglich*>. Die Prifungsgebihr erhdht
sich auf 560,00 €*¢. Die Anzahl der Klausuren wird auf
vier verdoppelt, die Prifungszeit auf a drei Stunden
verringert?’. Dies erhoht die schriftliche Prifungszeit
dennoch um insgesamt zwei Stunden. Inhaltlich sollen
die Klausuren eine juristische Prifung zu technischen
Schutzrechten, eine juristische Prifung zu nicht-
technischen Schutzrechten und ein Schreiben aus der
Anwaltspraxis, z.B. Anmeldung, Bescheidserwiderung,
umfassen®. Die mindliche Prifungszeit soll auf durch-
schnittlich 45 Minuten verklrzt werden*. Die Bewer-
tung der Prifungsleistung soll in Anlehnung an das 18-
Punkte-System der juristischen Staatsprifung anstatt
des bisherigen Sieben-Noten-Systems erfolgen°.

VII. Europdische Eignungspriifung

Einmal jahrlich finden die Europdische Eignungsprifung
sowie die seit 2012 obligatorische Vorprifung statt.
Industrie-Bewerber mussen flr die Vorprifung bereits
alle Nachweise erbringen, die auch fir die Europaische
Eignungsprifung, bzw. Hauptprifung, erforderlich sind,
wobei sich die nachzuweisende Beschaftigungszeit, vgl.
Abschnitt /ll. Beratungs- bzw. Vertretungstatigkeit, um
ein Jahr reduziert, Art. 11 (7) VEP. Die Vorprifungsge-
buhr betragt insgesamt 400,00 €. Die Vorprifung dau-
ert vier Stunden und prift rechtliche Fragen und Fragen
betreffend die Ausarbeitung von Ansprlchen, R. 10
ABVEP. Die Hauptprifung setzt das Bestehen der Vor-
prifung voraus. Sie besteht aus vier Prifungsteilen,
namlich A: Ausarbeiten von Ansprichen und der Ein-
leitung einer europaischen Patentanmeldung innerhalb
einer Prifungsdauer von vier Stunden; B: Ausarbeiten
einer Bescheidserwiderung innerhalb einer Prifungs-
dauer von dreieinhalb Stunden; C: Ausarbeiten eines
Einspruch innerhalb einer Prifungsdauer von finfein-
halb Stunden und D: Beantworten rechtlicher Fragen
und Ausarbeiten rechtlicher Beurteilungen von spezifi-
schen Sachverhalten innerhalb einer Prifungsdauer von
ebenfalls finfeinhalb Stunden®'. Die Hauptprifungsge-
bihr betragt insgesamt 1.000,00 €.

Neben der vorgeschriebenen Beschaftigungszeit ist fir
die Europaische Eignungsprifung keine institutionelle

44 § 36 (5) RefE PatAnwAPrv

45 RefE PatAnwAPrv, S. 73

46 § 37 (1) S. 1 RefE PatAnwAPrv

47 § 39 (2) RefE PatAnwAPrv

48 § 40 (1) RefE PatAnwAPrv

49 § 39 (3) RefE PatAnwAPrv

50 § 46 (1) RefE PatAnwAPrV; RefE PatAnwAPrv, S. 79 f.

51 documents.epo.org/projects/babylon/eponot.nsf/0/
95E40F86D0D13535C 125806E004BDES 1/$File/
Future_exam_dates_2017-2018.pdf

27
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theoretische Ausbildung vorgeschrieben. Industrie-
Bewerber missen sich die Theorie eigenverantwortlich
erarbeiten. Als Curriculum fir das Selbststudium kann
z.B. R. 22 ABVEP dienen, ein ausflhrlicheres halt das
Européische Patentamt im Guide for preparation, Chapter
172 bereit. Dasselbe Dokument enthélt auch zahlreiche
Literaturtipps. Fir den Prifungserfolg ist vor allem das
Uben alter Prifungen entscheidend. Das Europaische
Patentamt halt dazu eine Vielzahl alter Prifungsaufga-
ben im sogenannten Compendium?®3 vor.

Da die europaische Eignungsprifung keinen Selbst-
zweck erflllt, sondern gerade dazu dient festzustellen,
ob ein Bewerber geeignet ist, als zugelassener Vertreter
vor dem Europdischen Patentamt aufzutreten,
Art. 1 (1) VEP, ist eine theoretische Ausbildung dhnlich
dem Amtsjahr sinnvoll. Neben rein prifungsvorberei-
tenden Kursen®* gibt es auch Kurse, die kinftigen Ver-
tretern Unterricht in den Rechtsgrundlagen sowie der
Praxis des europaischen Patentrechts vermitteln®®.

VIII. Litigation Certificate

Vor dem in Entstehung befindlichen Einheitlichen
Patentgericht wird, mit wenigen Ausnahmen, Anwalts-
zwang herrschen. Die Parteien sollen von einem Rechts-
anwalt vertreten werden, Art. 48 (1) EPGU. Als gleich-
wertig gelten Zugelassene Vertreter vor dem
Europdischen Patentamt mit erforderlicher Qualifikation,
Art. 48 (2) EPGU. Fir eine Ubergangszeit von einem
Jahr nach Ratifikation des Einheitspatentpakets besteht
eine GroBvaterregelung fir diese erforderliche Qualifi-
kation. Sie gilt fir Zugelassene Vertreter, die das Hagen-
Studium oder dessen Vorganger Kandidatenkurs Fisch-
bachau erfolgreich absolviert haben, Art. 48 (2), (3)
EPGU, R. 12(a)(ii) Draft Rules on the European Patent Liti-
gation Certificate and other appropriate qualifications pur-
suant to article 48(2) UPCA, REPLC. Nach Ratifikation
des europdischen Patentpakets muissen Zugelassene
Vertreter einen Kurs im Umfang von wenigstens 120
Stunden absolvieren, um ein Litigation Certificate zu
erwerben. Es stellt die erforderliche Qualifikation gemaR
Art. 48(2) EPGU daré. Es gibt bereits erste Kursange-
bote®’.

FUr Industrie-Bewerber durfte die Anerkennung eines
Bachelor oder Master of Laws Abschlusses nach
R. 11 REPLC als erforderliche Qualifikation iSv. Art. 48
(2) EPGU von Interesse sein. Im Hinblick auf
§ 32 (1) RefE PatAnwAPrv, siehe oben, konnten in

52 documents.epo.org/projects/babylon/eponet.nsf/0/
AD1DEB5847E771FEC125764E0056D80B/$FILE/
eqge_preparation_guide_7th_edition_2017_en.pdf

53 www.epo.org/learning-events/eqe/compendium_de.htmi

54 EQE-Vorbereitungskurs, https://www.mhpatent.net/

55 z.B. CEIPI Basic training in European Patent Law

56 Kimpfbeck, Thomas: Prozessrecht in Einheitspatentverfahren. 2017,
S. 36, 37

Zukunft mit einem solchen Bachelorabschluss auf einen
Streich sowohl das Hagen-Studium als auch das Litiga-
tion Certificate erledigt werden. Als gleichwertig fir
die Assessorenprifung gilt jedoch nur ein universitarer
Bachelor of Laws Abschluss®®. R. 11 REPLC verlangt,
dass der Abschluss Unions-Bildungsstandards entspricht.
Diese Kriterien erfillt beispielsweise das Fernstudium
Bachelor of Laws der FernUniversitat Hagen>*.

IX. Zusammenfassung

Die Ausbildungen zum Patentassessor gemaB § 158
PAO und zum zugelassenen Vertreter vor dem Europai-
schen Patentamt gemaB Art. 11 (2) a) ii) VEP weisen
grundsatzliche Unterschiede aber auch Gemeinsamkei-
ten und Synergieeffekte auf. Fir die Europaische Eig-
nungsprifung gelten liberalere Voraussetzungen bei
der technischen Befdhigung. Die Anmeldeformalitaten
beider Prifungen haben sich angeglichen. Die Beschéf-
tigungszeit flr die Europaische Eignungsprifung ist
jedoch wesentlich klrzer als die Beratungs- und Ver-
tretungstatigkeit fur die Assessorenprifung; die bestan-
dene Europaische Eignungsprifung verklrzt die Bera-
tungs- bzw. Vertretungstatigkeit ~ far  die
Assessorenprifung. Fur die Europaische Eignungspri-
fung gibt es weder ein Pendant des Hagen-Studiums
noch des Amtsjahrs. Umfang und Inhalte beider Pri-
fungen wirden sich durch den Referentenentwurf fur
die neue PatAnwAPrV anndhern. Es wurde ferner das
Litigation Certificate flur die Vertretung vor dem Ein-
heitlichen Patentgericht diskutiert. Ein Bachelor of Laws
Abschluss kénnte in Zukunft auf einen Streich sowohl
das Hagen-Studium als auch das Litigation Certificate
erledigen. Entgegen des Aufsatztitels kann der hier dis-
kutierte Ausbildungsweg aus verschiedenen Grinden
auch fur Kanzlei-Kandidaten von Interesse sein etwa,
weil kein Ausbilder verflgbar ist oder den Kandidaten
der wissenschaftliche Hochschulabschluss fehlt.

Die Ausbildungen zum Patentassessor gemaB § 158
PAO und zum zugelassenen Vertreter vor dem Euro-
paischen Patentamt gemaB Art. 11 (2) a) ii) VEP wei-
sen grundsatzliche Unterschiede aber auch Gemein-
samkeiten und Synergieeffekte auf. Umfang und
Inhalte der Priifungen wiirden sich durch den Refe-
rentenentwurf fiir die neue PatAnwAPrV annahern.

Thomas Kimptfbeck, Dipl.-Ing. (FH), ist bei der Rohde &
Schwarz GmbH & Co. KG als Patentassessor und European
Patent Attorney tatig. Der Aufsatz reprasentiert die per-
soénliche Meinung des Autors.

57 CEIPI Course on Patent Litigation in Europe beginnend im
Oktober 2017

58 RefE PatAnwAPrv, S. 68

59 www.fernuni-hagen.de/rewi/studium/bachelor_of_laws.shtml
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Handbuch der Patentverletzung
9. Auflage

Author: Thomas Kihnen
Book review by Andreas Winter (DE)

I\/l ittlerweile liegt die 9. Auflage des von Thomas Kiih-
nen, Vorsitzender Richter am OLG Dusseldorf, dem
wohl bedeutendsten deutschen Gericht fir Patentverlet-
zungen, herausgegebenen Handbuchs vor. Die ersten vier
Auflagen erschienen noch unter dem Titel , Die Durch-
setzung von Patenten in der Praxis” von Thomas Kihnen
und Eva Geschke mit Erstpublikation
im Jahre 2002. Die flnfte Verof-
fentlichung erschien im Jahre 2011
mit noch heute aktuellem Titel. Seit
diesem Buch sind zwischenzeitlich vier
Auflagen in sechs Jahren erschienen,
bereits daran lasst sich die Bedeutung
des Themas wund des Werkes
ermessen.
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Die vorliegende 9. Auflage bringt die
Kommentierung auf den aktuellen
Stand von Gesetzgebung und Recht-

sprechung, wobei Anderungen und ‘
Entscheidungen bis September 2016
berlcksichtigt wurden. Insbesondere
die Bereiche kartellrechtliche @
Zwangslizenz  und  aquivalente =
Patentverletzung wurden erneuert

sowie zusatzliche Beispielfalle erganzt.

anns ‘

Das Werk ist klar gegliedert in 10 Kapitel, denen sich
jeweils 3 bis 9 Unterkapitel mit weiteren Untergliederun-
gen anschlieBen. Das erste Kapitel , Schutzbereichsbes-
timmung”, mit den Inhalten: Rechtsgrundlagen, Grun-
dregeln der Auslegung, zuldssigem Auslegungsmaterial,
Verstandnishorizont und Benutzungsarten, ist nicht nur
fur jeden Rechts- oder Patentanwalt relevant, sondern
auch fir die betriebliche Praxis im Rahmen der Kldrung
der Relevanz von Fremdschutzrechten bei Produktneuen-
twicklungen oder ,freedom to operate” Analysen. Auf
zweihundert Seiten werden die Grundlagen der
Schutzbereichsbestimmung ausgiebig und mit verschiede-
nen Beispielfallen umfangreich erlautert. Auch der Bereich

Carl Heymanns Verlag

mittelbare Patentverletzung sowie Patentschutz flr Ersatz-
und Verbrauchsteile wird hier behandelt.

Es schlieBen sich Kapitel zur Sachverhaltsermittlung, Vor-
prozessualem, Klageverfahren, Verteidigungsmaoglich-
keiten der Beklagten, Rechtsmittelverfahren, Sonstigen
Verfahren, Zwangsvollstreckungsver-
fahren, Schadenersatz und Sonstigem
an. Neben der Schutzbereichsbestim-
mung als Basis bilden das Klagever-
fahren, Verteidigungsmoglichkeiten,
Sachverhaltsermittlung und die son-
stigen Verfahren Schwerpunkte im
Werk.

Beim Thema Klageverfahren wird ins-
besondere das Thema Klageanspriiche
umfangreich behandelt. Im Bereich
Verteidigungsmoglichkeiten liegt der
Schwerpunkt bei der materiellen
Verteidigung, wobei hier das Thema
standardessentielle  Patente und
FRAND Erklarungen nicht zu kurz
kommt. Die Sachverhaltsermittlung
geht insbesondere auf den Besichti-
gungsanspruch und Vorlageverpflich-
tung zur Sachaufklarung und Beweissicherung ein. Bei den
sonstigen Verfahren wird die einstweilige Verfligung tiefer-
gehender behandelt.

Ferner hervorzuheben und von besonderer praktischer
Bedeutung sind die aufgefiihrten Checklisten.

Die Neuauflage des bewahrten Standardwerks zu
materiellen und verfahrensrechtlichen Fragen rund um die
Patentverletzung behandelt nicht nur die Grundlagen der
Patentverletzung sondern geht in praxisorientierter Weise
alle Schritte des Verletzungsverfahrens bzw. deren Abwehr
durch. Es gibt einen Einblick in alle Aspekte der Patentver-
letzung und gibt einen umfassenden Uberblick tber die
aktuelle Rechtsprechung.

Thomas Kiithnen

Handbuch der Patentverletzung
9. Auflage, 2017, 1048 S. Hardcover
Carl Heymanns Verlag

ISBN 978-3-452-28573-7
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Verfahrenspraxis EPU und PCT

Ubersichten - Entscheidungspfade - Musterformulierungen

and

EPC time limit calculator
Statutory time limits - time limits set by the EPO

Authors: Leopold Gruner & Arlett GroBmann
Book review by T. Kiihnen (DE)

G roBmann and Gruner enhance the existing EPC lit-
erature with two innovative tools - the book ,Ver-
fahrenspraxis EPU und PCT* and the bilingual (German/
English) EPC time limit calculator for the determination
of different time limits of the EPC - which complement
each other superbly. The entire package not only serves
as a compact resource for exam preparation, but also
provides an always quick and reliable overview of the
details of the EPC and PCT proceedings to the practi-
tioner. Due to its spiral binding, the book is easy and
comfortable to handle.

Verfahrenspraxis EPU und PCT
The book is divided into 4 chapters corresponding to
parts A, B, C and D of the EQE.

The main part D comprises more than 100 tables, which
give the reader a complete outline of the different steps
in proceedings before the European Patent Office (EPC,
PCT and EURO-PCT). Each page, presented in a hori-
zontal (landscape) format, offers a self-explanatory,
easy-to-understand tabular structure. For the individual
steps of the proceedings the requirements/ required
actions, fees, time limits, possible time limit extensions, ]
legal consequences, and legal remedies are addressed, E
from filing an application to opposition all the way to g
appeal. Special cases are clearly separated from the

general tables and all information provided is fully ref-

erenced (EPC, Guidelines for the Examination in the

EPO, Official Journal and Case law). Above each table,

Articles, Rules and case law decisions referred to are 1 Carl Heymanns Verlag
quoted verbatim, thereby facilitating the reader’s quick
orientation.

Verfahrenspraxis EPU und PCT
Parts A, B, and C of the book deal with specific issues Ubersichten - Entscheidungspfade

connected to drafting an application, formulating a Musterformulierungen
response to a communication issued by the EPO and 2. Auflage 2017, kartoniert, Ringbindung
opposition. They provide extensive information, for exam- Carl Heymanns Verlag

ple on claim categories, the prior art, how to draft a ISBN 978-3-452-28886-8.
problem solution approach, and grounds for opposition.

Each chapter contains extensive formulation proposals,

which are not only very useful in the main EQE but are

equally a welcome help for a patent attorney’s daily

work.
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EPC time limit calculator

The EPC time limit calculator is a two-sided turntable —
one side is dedicated to the determination of statutory
time limits of the EPC, the other to time limits set by the
EPO. Currently, time limits starting in one of the calendar
years 2016 and 2017 are covered.

The category of statutory time limits of the EPC comprises
three kinds of time limits, namely time limits starting on
the date of filing of a patent application (such as the
time limits for paying the filing fee and search fee or for
filing a translation), in addition time limits starting on
the date of the mention of the publication of the search
report (such as the time limit for paying the examination
fee) and finally time limits starting on the date of the
mention of the grant of the European patent ( like the
time limit for filing a notice of opposition). The time limit
calculator also allows for the reliable determination of
time limits set by the EPO on a daily basis, taking into
account the ,10 day rule” according to Rule 126 (2)
EPC and days on which at least one EPO filing office is
not open (Rule 134 (1) EPC).

The time limit calculator enables the user to calculate
EPC time limits in a very effective and time saving man-
ner. Especially during the preparation period and the
EQE itself, the time limit calculator is a very handy and
helpful self-check tool. Afterwards, it facilitates the work
of the patent attorney and the

paralegals when counselling a

client.

The time limit calculator comes
with references to the book
“Verfahrenspraxis EPU und PCT”
for all statutory time limits of
the EPO, which allows for quick
retrieval of more information
about the various steps of pro-
ceedings before the EPO.

2016 - 2017

EPC time limit calculator/EPU - Fristenscheibe

Statutory time limits - time limits set by the EPO/

Gesetzliche Fristen - Amtsfristen

15t edition 2016/ 2017/ 1. Auflage 2016/2017

@ 19 cm, varnished, in a brochure/ @ 19 cm, lackiert, in einer Broschire
Exclusively via/ Exklusiv Gber www.gg-ip.eu/shop

EPC-TIME LIMIT CALCULATOR
Statutory time limits - Time limits set by EPO
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Lizenzsatze fUr technische Erfindungen
5. Auflage

Authors: Hellebrand/Rabe
Book review by Klaus Kohlmann (DE)

D ie Verfasser aktualisieren die bekannte Sammlung
von Lizenzsatzen und reichern sie mit zahlreichen
neuen Beispielen an. Daher gewann das Werk
entsprechend an Umfang und damit auch an Aus-
sagekraft. Durch die langjahrige Pflege wurde ein umfan-
greicher Fundus geschaffen, der ein breites Spektrum
abdeckt. Somit dirfte sich in der Regel fir einen in der
Praxis auftretenden Fall, wenigstens eine geeignete Ref-
erenz finden lassen. Dabei eignet sich die Sammlung
nicht nur fur die Ermittlung von Erfindervergitung nach
der Lizenzanalogie. Es kann darlber hinaus als Aus-
gangspunkt fir die finanzielle Bewertung von Erfindun-
gen und erfindungsbezogenen Schutzrechten im Rahmen
von Lizenzierungen und Verkaufen dienen, insbesondere
bei der Festlegung von Transferpreisen im Rahmen von
konzerninternen Transaktionen.

Hilfreich fur die Suche nach passenden Analogien fir
den vom Anwender zu bewertenden Fall ist die system-
atische Zuordnung von Patentlizenzsatzen zu Technolo-
gien. Diese orientiert sich nach der internationalen
Patentklassifikation. Ein Verzeichnis
der Klassen gegliedert nach Sektio-
nen und Untersektionen ist den
aufgefihrten Lizenzvertrdgen vor-
angestellt. Ferner bietet ein umfan-
greiches Stichwortverzeichnis Unter-
stltzung, so dass der Anwender
selbst nicht mit dem System der
Patentklassifikation vertraut sein
muss. Die Lizenzsatze zu einer Uber
das Verzeichnis oder das Stich-
wortverzeichnis gefundenen Klasse

b

lassen sich einfach auffinden, da auf jeder Doppelseite
links oben die gerade behandelte Klasse angegeben ist.

Zwei grundsatzliche Schwierigkeiten bei der Bewertung
von Erfindungen und darauf angemeldeten Schutzrechten
bestehen darin, dass es sich hierbei um deutlich individu-
ellere Wirtschaftsglter handelt, die noch dazu mit objek-
tiven Kriterien schwieriger greifbar sind als beispielsweise
Immobilien, fir deren Bewertung traditionell ein duBerst
umfangreicher Erfahrungsschatz und eine umfassende
Datenlage zu den getdtigten Transaktionen zur Verfligung
stehen. Umso wertvoller sind ergiebige Sammlungen von
Lizenzsatzen fir technische Erfindungen, die sich nicht
lediglich auf die Nennung von angeblich typischen Lizen-
zsatzen beschranken. Daher ist es wichtig, dass die Bear-
beiter mit der Wiedergabe von Auszligen zu den zuge-
horigen Einigungsvorschldagen und Urteilen zum Teil
umfangreiche und aufschlussreiche Hintergrundinforma-
tionen liefern. Damit ist es moglich, die ausgewahlten
Beispiele in den richtigen Kontext zu stellen und somit
Ableitungen fir den konkreten Fall vorzunehmen. Dies
wird gerade der versierte Anwender
zu schatzen wissen. Interessant ist,
dass die Sammlung um immerhin 11
Beispiele aus der Rechtsprechung
angereichert wurde und damit explizit
in die Situation Einblick bietet, in der
ein Unternehmen in die ,Falle” eines
existierenden Fremdschutzrechts
getappt ist. Sollten von der Recht-
sprechung behandelte Falle in kinfti-
gen Auflagen groBeren Raum ein-
nehmen, ware deren Auflistung in
einem Index erwagenswert.

Carl Heymanns Verlag

Hellebrand/Himmelmann

Lizenzsatze fiir technische Erfindungen

5. Auflage 2017, Leinen. XIV, 783 S. Hardcover
Carl Heymanns Verlag

ISBN 978-3-452-27444-1



epi Information 03/2017

Information from the Secretariat 33

Information from the Disciplinary Committee

The Disciplinary Committee informs all epi Members about the installation of the new fixed 11 Chambers.

lease note that the Chair of a Chamber is entitled to
change the functions of the Members within the Chairs
Chamber as the case may seem useful.

All Members of a Chamber including the Substitute Member
(Alternate Member) are independent in reaching their deci-
sion, are bound to confidentiality and are fully documented
about a case to be dealt with in said Chamber.

The Substitute Member (Alternate Member) may substitute
any of the Members, Rapporteurs or Chairs - as the case
may be- within those Chambers they are related to.

The Chair of the Disciplinary Committee — when he composes
the fixed Chambers — is responsible that every Member of
the Disciplinary Committee serves at all available positions
over the time.

In case Members of the Disciplinary Committee leave the
Disciplinary Committee (e.g. at the end of a period) while a
case of the Chamber of said Members is not yet finished,
the Chair nominates new available Members to substitute
said Chamber to the degree necessary, so that said case can
be finished by said Chamber efficiently. This is a change of
the past long standing practice.

Chamber Country Lastname
GB Gray
RS Bogdanovic
Gray IT Pio
SK Cechvalova
TR Yurtseven
DK Frederiksen
Yurtseven MT Sansone
MK Damjanski
cY Rousounidou
. AL Nika
Rousounido IE Smyth
LT Gerasimovic
CH Reuteler
ES Stiebe
Reuteler BE Debled
PT Dias Machado
GR Tsimikalis
Lo HR Korper Zemva
Tsimikalis SM Martini
FR Nevant
Fl Westerholm
SE Karlstrom
Westerholm Ll Rosenich
NO Thrane
AT Poth
cz Fischer
Poth DE Frohling
S Borstar
LU Kihn
) NL Hooiveld
Kihn RO Fierascu
MC Hautier
BG Pakidanska
. IS Hardarson
Pakidanska LV Sergejeva
AL Nika
PL Rogozinska
» EE Kahu
Rogozinska HU Kovari
Sl Borstar

Firstname Chamber Position
John Chair

Dejan Rapporteur
Frederico Member

Dagmar Substitute Member
Tuna Chair

Jakob Rapporteur

Luigi Member

Vanco Substitute Member
Vasiliki Chair

Melina Rapporteur

Shane Member

Jelena Substitute Member
Raymond Chair

Lars Rapporteur

Thierry Member

Antonio Substitute Member
Athanasios Chair

Dina Rapporteur
Riccardo Member

Marc Substitute Member
Christian Chair

Lennart Rapporteur

Paul Member

Dag Substitute Member
Wolfgang Chair

Michael Rapporteur
Werner Member

Dusan Substitute Member
Pierre Chair

Arjen Rapporteur
Cosmina Member

Nicolas Substitute Member
Ivanka Chair

Gunnar Rapporteur
Valentina Member

Melina Substitute Member
Alicja Chair

Sirje Rapporteur

Zoltan Member

Dusan Substitute Member
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Disziplinarorgane und Ausschusse
Disciplinary Bodies and Committees - Organes de discipline et Commissions

Disziplinarrat (epi) Disciplinary Committee (epi) Commission de Discipline (epi)
AL - NIKA Melina FR = NEVANT Marc MK - DAMJANSKI Vanco
AT - POTH Wolfgang®°® GB - GRAY John MT — SANSONE Luigi A.
BE — DEBLED Thierry GR — TSIMIKALIS Athanasios NL - HOOIVELD Arjen
BG — PAKIDANSKA lvanka Slavcheva HR - KORPER ZEMVA Dina NO - THRANE Dag
CH - REUTELER Raymond HU - KOVARI Zoltan PL - ROGOZINSKA Alicja
CY — ROUSOUNIDOU Vasiliki IE - SMYTH Shane PT — DIAS MACHADO Anténio J.
CZ - FISCHER Michael IS — HARDARSON Gunnar Orn RO - FIERASCU Cosmina
DE - FROHLING Werner® IT - PIO Federico RS — BOGDANOVIC Dejan
DK - FREDERIKSEN Jakob LI — ROSENICH Paul* SE — KARLSTROM Lennart
EE - KAHU Sirje LT - GERASIMOVIC Jelena SI' - BORSTAR Dusan
ES — STIEBE Lars Magnus LU — KIHN Pierre SK — CECHVALOVA Dagmar
FI  — WESTERHOLM Christian LV - SERGEJEVA Valentina SM — MARTINI Riccardo
MC - HAUTIER Nicolas TR — YURTSEVEN Tuna**
Disziplinarausschuss (EPA/epi) Disciplinary Board (EPO/epi) Conseil de Discipline (OEB/epi)
epi Mitglieder epi Members Membres de I'epi
BE - CAMPABADAL Gemma DE - MULLER Wolfram IS - VILHJALMSSON Arni

FR — QUANTIN Bruno

Beschwerdekammer in Disciplinary Chambre de Recours en
Disziplinarangelegenheiten (EPA/epi) Board of Appeal (EPO/epi) Matiére Disciplinaire (OEB/epi)
epi Mitglieder epi Members Membres de I'epi
DE - LENZ Nanno ES — SUGRANES MOLINE Pedro GB - JOHNSON Terry
DK — CHRISTIANSEN Ejvind FR — GENDRAUD Pierre NL — VAN WEZENBEEK Lambertus
GB - HALLYBONE Huw George
Geschaftsordnungsausschuss By-Laws Committee Commission du Réglement Intérieur
Ordentliche Mitglieder Full Members Membres titulaires
FR - MOUTARD Pascal* GB - JOHNSON Terry IT - GERLI Paclo
MC - SCHMALZ Giinther
Stellvertreter Substitutes Suppléants
AT — FORSTHUBER Martin BE - LEYDER Francis FR — LE VAGUERESE Sylvain
DE - THESEN Michael
Ausschuss fiir epi-Finanzen epi-Finances Committee Commission des Finances de I'epi
BE - QUINTELIER Claude FR - LAGET Jean-Loup PL — MALEWSKA Ewa
CH - BRAUN André GB - POWELL Tim RO — TULUCA Doina
DE - MAIKOWSKI Michael* IT - TAGLIAFICO Giulia SM - TIBURZI Andrea

LU - BEISSEL Jean

Ausschuss fiir EPA-Finanzen Committee on EPO Finances Commission des Finances de I'OEB
Ordentliche Mitglieder Full Members Membres titulaires
BE - QUINTELIER Claude CH - LIEBETANZ Michael** [E - CASEY Lindsay
GB - BOFF Jim*
Stellvertreter Substitutes Suppléants
DE - SZYMANOWSKI Carsten ES — JORDA PETERSEN Santiago NL — BARTELDS Erik

IT - LONGONI Alessandra

*Chair/ **Secretary °Vice-Chair / *°Vice-Secretary
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Ausschuss fur European Patent Practice

Commission pour la

Europdische Patent Praxis Committee Pratique du Brevet Européen
AL - NIKA Vladimir FI. = WECKMAN Arja MC FLEUCHAUS Michael®
AL - HOXHA Ditika FR - CALLON DE LAMARCK MC HAUTIER Nicolas
AT - KOVAC Werner Jean-Robert MK ILIEVSKI Bogoljub
AT — VOGELE Andreas FR — LE VAGUERESE Sylvain MK KJOSESKA Marija
BE - COULON Ludivine GB - BOFF Jim NL AALBERS Arnt
BE — VANDERSTEEN Pieter GB - MERCER Chris* NL JORRITSMA Ruurd
BG — BENATOV Samuil Gabriel GR - SAMUELIDES Emmanuel® NO REKDAL Kristine
BG — SHENTOVA Violeta Varbanova HR — HADZIJA Tomislav NO THORVALDSEN Knut
CH - MAUE Paul-Georg HR — TURKALJ Gordana PL BURY Marek
CH - WILMING Martin HU - LENGYEL Zsolt PL LEWICKA Katarzyna
CY - THEODOULOU Christos A. HU - SZENTPETERI Zsolt PT ALVES MOREIRA Pedro
CZ - BUCEK Roman IE - BOYCE Conor PT FERREIRA MAGNO Fernando
CZ - JIROTKOVA Ivana [E — MCCARTHY Denis RO NICOLAESCU Daniella Olga
DE - VOLGER Silke IS — FRIDRIKSSON Einar** RO TULUCA Doina
DE - VOGELSANG-WENKE Heike IS — MARLIN Dana RS PLAVSA Uros
DK — CARLSSON Eva [T — MACCHETTA Francesco SE BLIDEFALK Jenny
DK — PEDERSEN Sgren Skovgaard IT - MODIANO Micaela SE CARLSSON Fredrik
EE - TOOME Jurgen LI — GYAJA Christoph SI HEGNER Anette®
EE - SARAP Margus LI — KEIL Andreas SI IVANCIC Bojan
ES - BERNARDO Francisco LT - BANAITIENE Vitalija SK MAJLINGOVA Marta
ES — ARMIO NAVARRO-REVERTER LT — PAKENIENE Ausra SM PERRONACE Andrea
Enrique LU - LAMPE Sigmar® SM TIBURZI Andrea
FI. — HONKASALO Terhi Marjut LU - OCVIRK Philippe** TR DERIS Aydin
Anneli® LV — FORTUNA Jevgenijs TR KOKSALDI Sertac Murat

Ausschuss fiir

Berufliche Bildung

Ordentliche Mitglieder

LV - SMIRNOV Alexander

Professional

Education Committee

Full Members

Commission de

Formation Professionnelle

Membres titulaires

AL - DODBIBA Eno FR - COLLIN Jéréme MC THACH Tum
AT — SCHWEINZER Fritz GB - GOWSHALL Jon MK PEPELJUGOSKI Valentin
BE - VAN DEN HAZEL Bart GR - LIOUMBIS Alexandros NL VAN WEZENBEEK Lambertus
BG - KOSSEVA Radislava Andreeva ~ HR - PEJCINOVIC Tomislav NO - BERG Per G.
CH - BERNHARDT Wolfgang HU — TEPFENHART Déra PL MALCHEREK Piotr
CY - THEODOULOU Christos A. [E - LITTON Rory Francis PT FRANCO Isabel
CZ - HARTVICHOVA Katerina IS — INGVARSSON Sigurdur RO FIERASCU Cosmina Catrinel
DE - LETZELTER Felix IT  — RAMBELLI Paolo* SE HOLMBERG Martin
DK — STAHR Pia LI — ALLWARDT Anke Sl FLAK Antonija
EE — NELSAS Tonu LT - SIDLAUSKIENE Aurelija SM PETRAZ Davide Luigi
ES - VILALTA JUVANTENY Luis LU - LECOMTE Didier** TR YAVUZCAN Alev
FI. — KONKONEN Tomi — Matti LV — LAVRINOVICS Edvards
Stellvertreter Substitutes Suppléants
AL - KRYEZIN Vjollca FI. — NYKANEN Terhi LV SERGEJEVA Valentina
AT - MARGOTTI Herwig FR - FERNANDEZ Francis NL SMIT Freek
BE - D'HALLEWEYN Nele GB - NORRIS Tim NO RGHMEN Eirik
BG - BENATOV Samuil Gabriel HU — RAVADITS Imre PL PAWEOWSKI Adam
CH - WAGNER Kathrin I[E — HARTE Sean PT DE SAMPAIO José
CZ - LANGROVA lIrena IS — HARDARSON Gunnar Orn RO TEODORESCU Mihaela
DE - AHRENS Gabriele IT - GUERCI Alessandro SE JONSSON Christer
DK — JENSEN Bo Hammer LI — GYAJA Christoph Sl ROS Zlata
ES - SAEZ GRANERO Francisco LT - KLIMAITIENE Otilija SM PRIMICERI Maria Vittoria
Javier LU - BRUCK Mathias TR ATALAY Baris

*Chair/ **Secretary

Examination Board Members on behalf of epi

°Vice-Chair / °°Vice-Secretary

DK - CHRISTIANSEN Ejvind
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AL
AT
BE
BG

CH
(@4
DE
DK
EE
ES
Fl
FR

AT
BE
BG
CH
cz
DE
FI
FR

AL
AT
BE
BG

CH
CY

Cz
DE
DK
EE
ES

AT
BE
BG

CH
cz
DE
DK
ES
FI
FR
GB

*Chair/ **Secretary

Ausschuss

fiir Standesregeln

Ordentliche Mitglieder

SHOMO Vijollca

PEHAM Alois

VAN DEN BOECK, Wim**
KOSSEVA Radislava
Andreeva

RUEDI Regula

MUSIL Dobroslav

GEITZ Holger

RORBAL Leif

OSTRAT Jaak

ELOSEGUI DE LA PENA Ifigo
KUPIAINEN Juhani°®
DELORME Nicolas

Stellvertreter

FOX Tobias

VANHALST Koen
NEYKOV Neyko Hristov
MAUE Paul-Georg
ZAK Vitezslav
KASSECKERT Rainer
SAHLIN Jonna
TARAVELLA Brigitte

Ausschuss

fiir Streitregelung

Ordentliche Mitglieder

PANIDHA Ela

KOVAC Werner
VANDERSTEEN Pieter
GEORGIEVA-TABAKOVA
Milena Lubenova
THOMSEN Peter**
THEODOULOU
Christos A.
GUTTMANN Michal
PFRANG Tilman
KANVED Nicolai
KOPPEL Mart Enn
ARIAS SANZ Juan

Stellvertreter

NEMEC Harald
MELLET Valérie
PAKIDANSKA Ivanka
Slavcheva

DETKEN Andreas
HALAXOVA Eva
MOHSLER Gabriele
CHRISTIANSEN Ejvind
JORDA PETERSEN Santiago
VAISANEN Olli Jaakko
GENDRAUD Pierre
POWELL Tim

°Vice-Chair / °*Vice-Secretary

GB
HR
HU
IE
IS

LI
LT
LU
LV
MC
MK

GB
HR
IE
IS

LT
LV
NL

Fl
FR
GB
HR
HU
IE
IS

LI
LT
LU
LV
MC

HR
IE
IS

LI
LT
LU
LV
MC
NL

Professional
Conduct Committee

Full Members

NORRIS Tim

BIJELIC Aleksandar
LANTOS Mihaly
LUCEY Michael
JONSSON Thorlakur
CHECCACCI Giorgio*
WILDI Roland
BANAITIENE Vitalija
KIHN Henri
SMIRNOV Alexander
HAUTIER Nicolas
KJOSESKA Marija

Substitutes

POWELL Tim
DLACIC Albina
O’NEILL Brian
FRIDRIKSSON Einar
MARIETTI Andrea
DRAUGELIENE Virgina
FORTUNA Larisa
PETERS John

Litigation
Committee

Full Members

ETUAHO Kirsikka
CASALONGA Axel*
HEPWORTH John Malcolm
VUKINA Sanja

TOROK Ferenc®

WALSHE Triona
HARDARSON Gunnar Orn
COLUCCI Giuseppe
HARMANN Bernd-GUnther
ZABOLIENE Reda

BRUCK Mathias

OSMANS Voldemars
SCHMALZ GUlnther

Substitutes

VUKMIR Mladen
WHITE Jonathan
FRIDRIKSSON Einar Karl
DE GREGORI Antonella
MARXER Amon
KLIMAITIENE Otilija
LECOMTE Didier
FORTUNA Jevgenijs
THACH Tum
STEENBEEK Leonardus
Johannes

MT
NL
NO
PL
PT
RO
SE
Sl
SK
SM
TR

NO
PL
PT
RO
SE
S|
SM

MK
NL
NO
PL
PT
RO
RS
SE
Sl
SK
SM
TR

NO
PL
PT
RO
SE
S
SK
SM
TR

Commission de

Conduite Professionnelle

Membres titulaires

CAMILLERI Antoine
BOTTEMA Hans
THORVALDSEN Knut
HUDY Ludwik

BESSA MONTEIRO Cesar
PETREA Dana Maria
LINDGREN Anders
MARN Jure
CECHVALOVA Dagmar
BERGAMINI Silvio
ARKAN Selda

Suppléants

SELMER Lorentz
KREKORA Magdalena
GARCIA Joao Luis

BUCSA Gheorghe
SJOGREN-PAULSSON Stina
GOLMAJER ZIMA Marjana
MERIGHI Fabio Marcello

Commission
Procédure Judiciaire

Membres titulaires

DAMIJANSKI Vanco
CLARKSON Paul Magnus
SIMONSEN Kari

BURY Lech

CRUZ Nuno

PUSCASU Dan
ZATEZALO Mihajlo
LINDEROTH Margareta
DRNOVSEK Nina
NEUSCHL Vladimir
MASCIOPINTO Gian Giuseppe
DERIS Aydin

Suppléants

THUE LIE Haakon

KORBELA Anna
CORTE-REAL CRUZ Antodnio
VASILESCU Raluca
MARTINSSON Peter

KUNIC TESOVIC Barbara
BADUROVA Katarina
MAROSCIA Antonio
CORAL Serra Yardimici
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Ausschuss fiir Committee on Commission pour les
Biotechnologische Erfindungen Biotechnological Inventions Inventions en Biotechnologie
AL - SINOJMERI Diana FR - TARAVELLA Brigitte MT — SANSONE Luigi A.
AT — PFOSTL Andreas GB - WRIGHT Simon** NL — SWINKELS Bart
BE - DE CLERCQ Ann* HR — DRAGUN Tihomir NO — THORESEN Liv
BG - STEFANOVA Stanislava HU - PETHO Arpad PL - CHLEBICKA Lidia
Hristova IE — HALLY Anna Louise PT — CANELAS Alberto
CH - WACHTER Dieter IS — JONSSON Thorlakur RO - POPA Cristina
CZ - HAKRoman IT - CAPASSO Olga RS — BRKIC Zelijka
DE - KELLER Glnther LI — BOGENSBERGER Burkhard SE — MATTSSON Niklas
DK - SCHOUBOE Anne LT - GERASIMOVIC Liudmila SI - BENCINA Mojca
ES - BERNARDO NORIEGA LU - SPEICH Stéphane SK — MAKELOVA Katarina
Francisco LV — SERGEJEVA Valentina SM — PRIMICERI Maria Vittoria
FI. - KNUTH-LEHTOLA Sisko MK — ILIEVSKI Bogoljub TR — ILDES ERDEM Ayse

Harmonisation Committee Commission d’'Harmonisation
Ordentliche Mitglieder Full Members Membres titulaires
BE - LEYDER Francis** DE - STEILING Lothar [E — GAFFNEY Naoise Eoin
CH - BRAUN Axel ES — DURAN Luis-Alfonso MC — THACH Tum
GB - BROWN John*
Stellvertreter Substitutes Suppléants
BG - ANDREEVA Natasha FI - KARKKAINEN Veli-Matti SE  — MARTINSSON Peter
DK - JENSEN Bo Hammer FR - CONAN Philippe TR — MUTLU Aydin
GB — JOHNSON Terry T — SANTI Filippo
Ausschuss fiir Online Commission pour les
Online-Kommunikation Communications Committee Communications en Ligne
DE - ECKEY Ludger FR — MENES Catherine NL - VAN DER VEER Johannis
DK - INDAHL Peter GB - DUNLOP Hugh Leendert
FI - VIRKKALA Antero Jukka* IE - BROPHY David SM — MASCIOPINTO Gian Giuseppe
Timothy**
IT - BOSOTTI Luciano
Wahlausschuss Electoral Committee Commission pour les Elections
CH - MULLER Markus* GB — BARRETT Peter IS — VILHJALMSSON Arni

Redaktionsausschuss Editorial Committee Commission de Rédaction
DE - WIEDEMANN Albert FR = NEVANT Marc NL — NOLLEN Maarten
GB - JOHNSON Terry*

Interne Internal Commissaires
Rechnungspriifer Auditors aux Comptes Internes
Ordentliche Mitglieder Full Members Membres titulaires
CH - KLEY Hansjorg FR - CONAN Philippe
Stellvertreter Substitutes Suppléants
DE - TANNER Andreas IT - GUERCI Alessandro

*Chair/ **Secretary °Vice-Chair / *°Vice-Secretary
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Standing Advisory Committee

Standiger Beratender

Comité consultatif permanent

Ausschuss beim EPA (SACEPO) before the EPO (SACEPO)

epi-Delegierte epi Delegates
BE — LEYDER Francis FI. — HONKASALO Marjut
DE — LEISSLER-GERSTL Gabriele FI - VIRKKALA Antero
DK — HEGNER Annette GB — BOFF Jim
GB — WRIGHT Simon

SACEPO -

SACEPO -

aupreés de I'OEB (SACEPO)

Délégués de I'epi
BOSOTTI Luciano
TANGENA Antonius
TEODORESCU Mihaela

SACEPO -

Groupe de Travail Régles

Arbeitsgruppe Regeln Working Party on Rules

BE LEYDER Francis GB - MERCER Chris

SACEPO - SACEPO -

Fl

HONKASALO Marjut

SACEPO -

Arbeitsgruppe Richtlinien Working Party on Guidelines

DE — LEISSLER-GERSTL Gabriele DK — HEGNER Anette
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Administrative services for IP Attorneys

WE ARE LOOKING FOR
Freelance European Patent Attorneys

in order to sustain our fast-growing service of European patent translations
into English, French or German:

Motivated junior, senior or retired Patent Attorneys, available for freelance work

Native speakers of the target language and professional proficiency in the source language
Believing that translations prepared by Patent Attorneys offer the highest quality
Seeking a scalable workload in a flexible remote work environment
About Valipat
A service provider offering IP administrative support exclusively
to registered IP Attorneys
% Our People @ Our Services

5 European Patent Attorneys as part of our Management 500+ clients for whom we perform
3 Senior Patent Attorneys as part of our Advisory Board 35,000+ filings yearly amongst our services for:

120+ people incl. 5 IP Attorneys, 50+ IP paralegals and - European patent validations
15+ web developers - PCT national / regional phase entries
110+ carefully selected leading IP law firms in our agent - IP recordals

network, as well as a team of freelance European Patent 35,000+ annuities and renewals
Attorneys

Interested in this challenging opportunity? Please send your resume to hr@valipat.com

For more information, visit www.valipat.com
Valipat SA, rue de Livourne 7, 1060 Brussels, Belgium



SONDERHOFF
EINSEL

Stellenangebot von Sonderhoff & Einsel (Peking)

Sonderhoff & Einsel (Peking) vertritt seit 2012 die Interessen von Mandanten aus aller Welt im gewerblichen Rechtsschutz
in China. FUr unser Biro in Peking suchen wir zum nachstmaglichen Termin einen

zugelassenen Vertreter vor dem Europdischen Patentamt
und/oder
Patentanwalt mit nationaler Zulassung in einem EPU Mitgliedstaat.

Seit dem Erhalt Ihrer Zulassung haben Sie wenigstens 2 bis 3 Jahre Berufserfahrung in einer Kanzlei gesammelt. Ihre Mutter-
sprache ist Deutsch und Sie beherrschen Englisch in Wort und Schrift auf geschaftlichem Niveau. Sie schatzen selbststandiges
Arbeiten und besitzen Flexibilitdt und Teamfahigkeit und sind bereit, fir mindestens 3 Jahre in Peking zu leben und haben
Interesse die chinesische Sprache zu erlernen.

Neben Einblicken in das chinesische Patentrecht bieten wir Herausforderungen in einem einzigartigen Umfeld mit einem
hohen Maf an Eigenverantwortung. lhre Aufgaben umfassen unter anderem die UnterstUtzung unseres Teams in der
Betreuung von Klienten sowie die Uberarbeitung von deutscher oder englischer Korrespondenz und Ubersetzungen. Neben
attraktiver Bezahlung bieten wir umfassende Unterstitzung fir den Umzug nach China, einschlieBlich Unterkunft und
Arbeitsbewilligung.

Wir freuen uns auf Ihre baldige Bewerbung (Anschreiben
und Lebenslauf) in Deutsch und Englisch: euhr@se1910.com

@! Cabinet Beau de Loménie

Le Cabinet Beau de Loménie recrute pour son bureau de Marseille,
un ingénieur brevet expérimenté (H/F) spécialisé en Biologie-Chimie

Le Cabinet Beau de Loménie recrute, en CDI, un ingénieur brevets (H/F) spécialisé en Biologie-Chimie disposant d’'une premiére expérience,
pour son bureau de Marseille.

Missions Formation et Expérience professionnelle
Vous étes principalement spécialisé dans le domaine de la @ Solide formation d'ingénieur en biologie et chimie ou
Biologie et Chimie mais étes aussi capable de traiter des formation universitaire équivalente ;
inventions de difficulté réduite dans les domaines de la ® Diplomé(e) du CEIPI;
mécanique et physique. @® Aumoins une premiére expérience réussie dans le domaine
Au sein de notre bureau de Marseille comprenant 11 de la Propriété Industrielle, exercées au sein d'un cabinet de
personnes vous prendrez progressivement en charge le conseil en Pl ou dans un service spécialisé d'une entreprise.
portefeuille des clients dans les domaines Biologie et
Chimie, pour leur offrir les prestations suivantes : Qualités personnelles

® Etudes de brevetabilité; @ Volonté de s'investir dans son travail et s'impliquer

® Rédaction de demandes de brevet, aupres des clients du cabinet ;

@ Suivi des procédures d’examen en France @ Sens aigu des responsabilités ;

comme a I'étranger ; @ Efficace, rigoureux et réactif’;
@ Procédures d'opposition et de recours ; @ Esprit d'équipe et capacité d'écoute ;
@ Consultations (contrefacon, juridique brevet) ; @ Expression aisée tant a 'écrit qu'a l'oral ;

@ Parfaite maitrise de I'anglais a I'écrit comme a l'oral.

Merci d’adresser votre lettre de candidature et CV a : rlavidiere@bdl-ip.com




HASELTINE LAKE@LP

EUROPEAN PATENT AND TRADE MARK ATTORNEYS

Be part of an exciting new IP offering in Scotland

We need qualified and part qualified patent attorneys, particularly in the fields of
e FElectronics and communications
e Engineering technologies

to join Haseltine Lake’s Scotland office opening in Glasgow in October 2017. Whether you are already in Scotland,
thinking of moving back home or interested in relocating, there’s a great career opportunity for you here, working
alongside lead partner Magnus Johnston and his team to help to develop and grow Haseltine Lake’s high-calibre
client relationships locally and internationally.

Here'’s the chance to enjoy the entrepreneurial spirit of something new, backed by the security that Haseltine
Lake’s international reach and reputation can provide. We have ambitious growth plans in Scotland and you will
be able to work with existing and new clients in the region and support key client relationships in other parts of
Europe, North America and the Far East. These roles combine great quality of work with great quality of life and
we are offering top salary and benefit packages, relocation expenses and generous joining bonuses.

The culture at Haseltine Lake is positive, open and inclusive. If you are ready for a fresh challenge in a welcoming and
supportive environment why not contact Magnus for a fully confidential preliminary discussion by e-mailing him on

mjohnston.confidential@haseltinelake.com or contact our Head of HR, Susan Gregory on sgregory@haseltinelake.com
DIRECT APPLICATIONS ONLY - NO AGENCIES
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