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eboren und aufgewachsen in

Mailand, absolvierte Marinella
nach einer klassischen Ausbildung ein
Studium der pharmazeutischen Che-
mie und Technologie an der Universi-
t t Mailand und promovierte in phar-
mazeutischer Chemie an derselben
Universit t. Im Anschluss an ihre
Doktorarbeit folgte ein Masterstudi-
engang in Geistigem Eigentum am
Politecnico Mailand. Heute ist sie ita-
lienische und europ ische Patentan-
w Itin und arbeitet als Patentanw Itin
in Mailand. Marinellas Leidenschaft
f r Kunst, Literatur und fremde Spra-
chen, die sich w hrend ihres Studiums
entwickelt hat, ist ungebrochen und
vor einigen Jahren hat sie begonnen
zu malen - insbesondere mit Wasser-
farben und Igem Ide.

——_

Marinella Valle

Born and raised in Milan, after clas-
sical education Marinella gradu-
ated in Pharmaceutical Chemistry and
Technology at the University of Milan
and received a PhD in Pharmaceutical
Chemistry from the same University.
After completing the PhD, Marinella
left her coat behind and completed a
master s course in intellectual property
at the Politecnico of Milan; she is now
an Italian and European patent attor-
ney and works as in-house patent
counsel in Milan. Marinellas passion
for art, literature and foreign lan-
guages, developed during her classical
studies, never died and some years
ago, she started painting, mainly
water paintings and oil paintings.
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was part of the epi Artists
Exhibition 2018 at the EPO, Munich

@e et dlevde Milan, Marinella a
obtenu, aprts des @tudes clas-
siques, un dipl me de | universitg de
Milan en Chimie et Technologie phar-
maceutique, puis une thtse en Chimie
pharmaceutique dans la mEme uni-
versitd. Aprks sa thtse, Marinella a
obtenu un master en proprigtd intel-
lectuelle | @cole polytechnique de
Milan. Elle est aujourd hui conseil en
brevet italien et mandataire en brevets
europ@ens et travaille dans | industrie
Milan. Sa passion pour les arts, la
littdrature et les langues @trangtres,
dgvelopp@e durant ses @tudes clas-
siques, ne s est jamais @teinte, et elle
acommencd peindre il y a quelques
anndes, principalement des aquarelles
et des peintures | huile.



Table of Contents

Introduction

4 Editorial
Election to Council 2020
6 Introduction of web-based
“Work Share” platform, by Dr. B. Kuni Te ovi
7 How the Inventor Assistance Program (IAP)
is helping under-resourced inventors
in developing countries

62

Patent practice

8  The New Rules of Procedure of the Boards
of Appeal are Coming, by M. Thesen
9 Updates on EPC Practice, by M. Nollen

Case Law

CONTRIBUTIONS FROM epi MEMBERS
AND OTHER CONTRIBUTIONS

12 Breeding Issues: Fruits if Crossing the
Administrative Council — Part I, by H. Sendrowsk
17 Who bears the burden to show that an
objective technical problem has been
credibly solved? by S. Kutik, J. Renken
20 Opinion G1/18: common sense prevails,
by M. Nevant

epl Information 03/2019

Educational events

22 Educational Events and Deadlines
23 Course on Patent Litigation in
Europe 2019-2020: 17th Edition
24 epi preparation courses for the
EQE pre-examination and
main examination 2020

Committee reports

26  What do you do when online filing
breaks down? Results of online survey,
by J. Gray

31 Report of the Committee of
Biotechnological Inventions (Biotech),
by A. De Clercq

32 Decommissioning of fax services and
new Contingency Upload Service
at the International Bureau,
by O. Boncea and J. Gray

General Information

33 epiBoard

33 Next Board and Council Meetings

34 epi Disciplinary Bodies and Committees

38 Contact Data of Legal and
Unitary Patent Division

39 Results of the 2019 European
Qualifying Examination

40 List of Professional Representatives

41 Full text search function for the
electronic version of epi Information



Ha(a)rmless?

M. N@vant (FR), Editorial Committee

Administrative Council of

the EPOrg unanimously
approved the revised Rules of
procedure of the Boards of
Appeal. A report on the main
changes of the new Rules
(compared to the existing ones)
is available in issue 1/2019 of
epi Information. An updated
report can be found in the pre-
sent issue. The revised Rules
will enter into force on 1 Jan-
uary 2020, and are aimed so we are told  at increasing
(i) efficiency, by reducing the number of issues to be treated,
(ii) predictability for the parties and (i) harmonisation .

|n its last meeting the

Marc Névant

Hmmm  Not so long ago we were given the opportunity
to attend oral proceedings in Haar, Getting there, on a grim
and rainy day, was certainly an experience (we doubt if any
member of the Administrative Council has ever arrived there
by S-bahn!). As to the case the Board of Appeal had to deal
with, all possible grounds for revocation had been raised in
the first instance, and a number of requests were up for dis-
cussion. The Board did not deem it appropriate to discuss
whether the requests were admissible (some had been late
filed) but instead focused on one specific request and one
specific ground for opposition. Oral proceedings concluded
within two hours. This case might prefigure what will happen
when the revised Rules apply: fewer issues will be treated,
hence probably improving efficiency (at least from the stand-

point of the Boards of Appeal). In the mid- to long term, a
Board of Appeal might even be able to hold two (or more)
oral proceedings on the same day! It remains to be seen,
though, whether predictability and harmonization will actu-
ally result from the implementation of the new Rules. What
is certainly predictable is that the number of requests filed in
opposition proceedings will dramatically increase since patent
proprietors will not want to leave any stone unturned. The
net result is that part of the workload will shift from the
Boards of Appeal to the Opposition Divisions. Given the
huge difference between the opposition fee and the appeal
fee, increasing the workload of the Opposition Divisions may
not be so financially sustainable after all.

Going back to Haar (which, you will have noted, is not
exactly our cup of tea), the Enlarged Board of Appeal has,
in its wisdom, decided in case G 2/19 that holding oral
proceedings in Haar does not violate Articles 113(1) and
116(1) EPC. As | write these lines the reasons for the deci-
sion of the EBA are not yet available so we can only but
assume that the decision of the Administrative Council to
move the Boards of Appeal from Munich to Haar was
found to be compliant with Article 6(2) EPC which states
that the European Patent Office shall be located in
Munich. It shall have a branch at the Hague . By the same
token, we assume that holding oral proceedings in Rijswijk
or Berlin is also EPC-compliant.

On these thoughts we hope that our readers are enjoying a
relaxing summer and wish a nice holiday to those who are
about to take a break.

Nachster Redaktionsschluss

Next deadline

Prochaine date limite
pour epi Information

fur epi Information

Informieren Sie bitte den Redaktions-
ausschuss so fr h wie m glich ber
das Thema, das Sie ver ffentlichen
m chten. Redaktionsschluss f r die
n chste Ausgabe der epi Information
ist der 14. Oktober 2019. Die Doku-
mente, die ver ffentlicht werden sollen,
m ssen bis zum diesem Datum im
Sekretariat eingegangen sein.

for epi Information

Please inform the Editorial Committee
as soon as possible about the subject
you want to publish. Deadline for
the next issue of epi Information is
14 October 2019. Documents for
publication should have reached the
Secretariat by this date.

Veuillez informer la Commission de
rgdaction le plus t t possible du sujet
que vous souhaitez publier. La date
limite de remise des documents pour
le prochain num@ro de epi Information
est le 14 octobre 2019. Les textes
destinds la publication devront Etre
re us par le Secrgtariat avant cette
date.

epi Information 03/2019






NOILONAOYLNI

Introduction of web-based
“Work Share” platform

Dr. B. Kuni Te ovi (Sl), Vice-President epi

n 20 September 2019 epi is introducing a new

platform, so-called "WORK SHARE’ platform,

with the purpose to enable enhanced cooper-
ation between the epi members. The introduction of
the platform was approved by the epi Council in April
2018.

The general purpose of the platform is to facilitate the
interactive cooperation between European Patent Attor-
neys who are interested in exchange of work. The epi
members will be able to offer the exchange of work in the
form of an announcement which will be published in the
platform after login to the epi website. epi provides this
service on a non-profit basis and acts merely as an inter-
mediate without taking any responsibility. The use of the
platform does not impact the epi Code of Conduct which
remains unchanged.

The idea of the platform came from several epi members
who looked for more work sharing possibilities. Such pos-
sibilities may relate to various situations, from lacking
capacity in different technical or scientific fields to attorney
work-related coaching or mentoring that can be provided
to colleagues who have recently passed the EQE or to
absorb additional work when needed. It is not intended,
however, that the platform would be used for tutoring/EQE
(-papers) or training purpose.

The platform will be available on the epi website in the
member restricted area by clicking the Work Share button.
The relevant guidelines on its use will be accessible in
this website section. More details will be published on the
epi website in September. We would like to invite everyone
to use this new feature and hope that this benefit for
epi members will be appreciated!

Institute of Professional Representatives before the European Patent Office

The Institute epi Bodies Education and Training

epi Students epi Papers epi Information

ISL delines Work Share
Current offers Legal notice LOgOUt (+]
Submission of the offer Work share is a platform for intended party offering (temporary) work and the party taking John Doe
(temporary) work. T‘he general purpose of this platform is to facilite the interactive .
Contact P Patent Attorneys wheo are interested in exchange of work. epi N4 Events
pm\fldes this service on a non-profit basis and acts merely as an intermediate. epi cannot
guarantee of the accuracy, of the offers provided by the News

European Patent Attorneys. Thus, epl takes no Ilahlll!;\;I for any loss or damage that may arise
with regard to the offers. Members of the epi (i.e. European Patent Attorneys) can respond | Library
to an offer only for themselves or on behalf of a firm for which they carry responsibility (i.e. -

are owner/partner).

¥ Forum
J My Account
Private Messages
Lf’l_ Work Share
Insurance

Elections
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How the Inventor Assistance Program
(IAP) i1s helping under-resourced
Inventors in developing countries

G. Ragonesi, Associate Legal Officer Legislative and Policy Advice Section Patent Law Division, WIPO

tion and the right support. Mr. lvan Rizo Tello already

had the drive to succeed. WIPO s Inventor Assistance
Program set him up with a patent attorney enabling him
to secure protection for his innovation.

T he spark of invention can transform us with motiva-

For Ivan, a young engineer, the idea struck in a parking
lot outside of his hometown Cali, Colombia. He recently
acquired a new car, which served as both a source of
freedom and pride. Ivan wanted to keep it safe from
the elements and theft. That need inspired him to invent
a portable, solar car cover which conforms to the con-
tours of the car. This technology is now the heart of the
company, Reinventing, that Ivan and his wife created
from scratch. Ilvan always knew that his talent and life
purposes relied in his ingenuity. Thats why the couple
decided to live off their creativity, and this invention
gave them the strength to pursue their dreams.

Ivan wanted to further develop his innovation so Rein-
venting could bring it to the market. He needed some-
thing that would help him attract investors and potential
business partners, and quickly realized that securing a
patent was critical.

Unfortunately, patent protection is a struggle for under-
resourced inventors like lvan considering the costs of
the official fees and professional advice. Many inventors
in developing countries try to navigate the patent system
by themselves but with limited success. Drafting a high-
quality patent application is a complex task. It can take
years to hone the skills to craft strategic patent applica-
tions to best position an invention for success.

Luckily for Ivan, the Inventor Assistance Program (IAP)
helped him secure the services of a volunteer patent
attorney. A World Intellectual Property Organization
(WIPO) s initiative, the IAP aims to level the playing field
for inventors who have great ideas but struggle to
secure patents due to a lack of funds. The program
matches under-resourced inventors in developing coun-
tries with patent experts willing to support them free
of charge.

Volunteers provide assistance before the inventor s local
patent office and, in some selected jurisdictions, for the
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national phase of an international application filed
through the Patent Cooperation Treaty (PCT). Europe
and United States of America are among those jurisdic-
tions. The IAP is implemented in five countries: Colom-
bia, Ecuador, Morocco, Philippines and South Africa,
and can count on more than 100 patent professionals
around the world. The Institute of Professional Repre-
sentatives before the European Patent Office (epi) spon-
sors the program to ensure inventors have access to
quality European professionals to support filings at the
EPO and in European countries.

Mr. Rizo Tello is one of the 44 inventors who have already
received assistance in the framework of this program. With
that help, he is one of the first of five inventors to secure
a patent. The IAP was critical for Mr. Rizo to obtain this
important asset for his business. Mr. Rizo Tello, was recently
awarded with a WIPO medal for his invention.! Now
backed by a patent, Ivan is seeking out investors and part-
ners to further develop his family business. We found
support only with the IAP. We had few resources and
needed to protect our invention, he said.

IAP Volunteer Ms. Luz Helena Adarve, Partner, Cardenas
& Cardenas Dentons, guided him throughout the
patent application process. She described this opportu-
nity as a very rewarding experience that reminds us
that behind all patent applications, beyond talent and
ingenuity, there are constant, resilient people with a
desire to contribute to society. She added, that the
IAP allows the ingenuity of developing countries like
Colombia to reach out the entire world.

The IAP is proving to be a great opportunity for devel-
oping countries to help individual inventors secure
patent protection while enhancing the capacity of the
local patent profession. It relies on volunteers like epi
members to fuel the program. Through the program,
you will both help inventors and connect with a broader
professional network around the world.

To become an IAP volunteer visit the program s website
at https://www.wipo.int/iap

1 https://www.wipo.int/iap/en/news/2019/news_0005.html
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