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Embracing the Al Revolution
with Technical and Legal Expertise

M. Thesen (DE), Chair, Editorial Committee

he rapid evolution of

artificial intelligence is

transforming the land-
scape of intellectual property.
In this issue of epi Informa-
tion, we explore how Euro-
pean patent attorneys — with
our unique blend of technical
: knowledge and legal expertise
4 = — are positioned not merely to
adapt to these changes but to
lead their implementation.

Michael Thesen

This issue features several illuminating articles on Al literacy
that merit your attention. An article on Al use at the EPO
provides invaluable insights into the patent office’s strate-
gic implementation of Al-powered tools. Do not miss this
opportunity to learn from the best!

Our profession stands at a privileged crossroads. Few pro-
fessionals possess both the technical literacy to understand
Al capabilities and limitations and the legal training to navi-
gate their ethical implementation. This combination makes
European patent attorneys particularly well-suited to lead
the conversation on responsible Al use.

European patent attorneys have always operated at the
intersection of technology and law. As Al transforms both
domains simultaneously, our profession has both the oppor-
tunity and responsibility to ensure these powerful tools serve
the fundamental principles of the patent system — fostering
innovation while providing legal certainty.

We hope that his issue of epi Information is not merely
informative but brings our collective understanding of
how to harness Al responsibly in service of innovation a
step forward.

epi Information 03/2025



Introduction

Election to Council 2026

embers of the Institute are invited to stand for

election to the epi Council. Being a Council mem-

ber means formally representing and championing
the interests of the members of your constituency as well as
bringing your passions and interests to the fore. You can
actively shape the work and services of the Institute, elect
the Board of epi, and can yourself become one of its mem-
bers. It also allows you to be part of the body that is lea-
ding the epi task forces that address issues relevant to the
Profession and your own constituency. The responsibilities
of a Council member are described in the By-Laws (https://
patentepi.org/r/info-2503-3), and include attending the
Council meetings, one in Spring and one in Autumn.

At the beginning of next year, the
Council of the Institute is due to
be elected for its new term. You
can declare from 1 October 2025
— 3 November 2025 according to
the Rules for Election to Council
that you are ready to stand for
election or for re-election to the
Council. Your nomination can be
done online through the epi web-
site. The log-in to the epi website,
including instructions for creating
a user account, can be found here:
https://patentepi.org/en/login

Alternatively, if online nomination
is not possible for you, you can use
the nomination paper form that
will be mailed to you by 1 October
2025 (please allow a few days for
delivery).
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All information on the nomination (online nominations and
nominations per paper) are available on the epi website.

The usual case is that you stand for election in your own
constituency, corresponding to your address as registered
at the EPO. Your constituency is the State party to the
EPC in which you have your place of business or emp-
loyment. Depending on the number of epi members in
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each constituency, 2, 4, or 6 council members are elected
to represent the constituency, and the same number of
substitute Council members.

The election shall be by remote e-voting. By 15 January
2026 at the latest, letters to the epi members shall be sent
by post, providing a web address for a secure website, and
a personal password from our independent voting service
provider.

If remote e-voting is not possible for you, the epi Secretariat
will send you a ballot paper by post. You can request the
ballot paper by returning a corresponding form that you will

N

receive together with the paper nomination form mentio-
ned above. The form must be received by the epi Secretariat
at the latest on 3 November 2025.

If you have any questions, please contact

the epi Secretariat as follows:

Tel +49 89 242052 0

or email: committees-support@patentepi.org
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Patent Practice

Beyond the blank page:
Rethinking workflows when drafting
patent applications with Al-assistance

Dr. J.-C. Schutte (DE), European Patent Attorney, Patentanwalt

Abstract

The article explores how Al-assisted drafting of patent
applications is transforming workflows for European
Patent Attorneys. It offers a structured conceptual over-
view of the current landscape of available patent drafting
Al Co-Pilots, categorized by user interface and LLM ins-
tallation type. Practical guidance is given on how to build
technical context for Al Co-Pilots, enabling high-quality
automated text generation. Two workflow enhance-
ments, namely drafting in three sessions and coopera-
tive patent drafting, illustrate opportunities to rethink
conventional practices. The discussion also addresses the
importance of upskilling and offers recommendations
on how to begin integrating Al Co-Pilots into productive
workflows.

Drafting software tools are one of the most
ready Al use cases for patent attorneys

earch tools leveraging Artificial Intelligence (Al) for

prior art documents have seen widespread use for

several years now. With the advent of Large Lan-
guage Models (LLMs) about three years ago, another
application of Al became available in the intellectual prop-
erty field.

For many patent attorneys', using off-the-shelf LLMs such
as OpenAl’s ChatGPT became a useful addition to their
workflows when uploading and analysing documents was
introduced mid 2023. ChatGPT allowed for summaries of

1 For simplicity, the term “patent attorney” is used throughout this article,
but the content equally applies to patent engineers and similar roles
involved in drafting, and to all genders.
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prior art documents or comparisons of the technical con-
tent of documents. While results were impressive, these
early applications also highlighted accuracy problems
such as hallucinations (the LLM lacks context to answer
a question but nevertheless presents a wrong answer as
factually correct) and limits of reasoning and technical
“understanding” the current technology offers. Knowing
how to instruct an LLM, providing its role and the data to
analyse, in short “prompting”, became an essential skill
when using LLMs.

In 2023 first dedicated software products for patent attor-
neys were launched, initially mostly for patent application
drafting, but today basically for any reoccurring task in the
IP field, from responses to office actions to licensing.

From testing many tools himself and keeping up with the
latest benchmark studies, the author is under the impres-
sion that today the use case of Invention Disclosure sup-
port tools for inventors is ready for widespread use in
companies, given that confidentiality requirements are
met. Here, the LLM assistance can for example include
writing aid for inventors that are not native speakers of the
language required for the invention disclosure or asking
inventors clarifying questions to enhance the quality right
when the invention disclosure is put together. It remains
a legal requirement though that the technical solution
section must be conceived solely by a human contributor,
as some jurisdictions have already clarified that an Al tool
cannot be an inventor of a patent.

For responses to office actions, freedom-to-operate stud-
ies and oppositions, a different skill set than generating
supporting disclosure is demanded from LLMs. Here, the
software tools must attempt a feature-by-feature analysis
of various documents. Al-based tools for these tasks are
useful additions to any patent attorney's workflow, but
one can often recognize that limitations of the technical
“understanding” of the Al tools are more obvious than in
drafting.

For patent application drafting the interested reader can
find several dozen software solutions in the market as of
summer 2025. When generating text for the general as
well as figure description of a patent application draft, the
software tools have proven to be very helpful in allowing
for more technical depth and time-efficient drafting by
experienced users. Drafting therefore remains the prime
example of LLM usage by patent attorneys. Therefore, this
article focusses on providing an overview and insights into
Al-assisted drafting of patent applications.

Approaches to Al assisted drafting

When utilizing LLM technology for drafting, users can
apply off-the-shelf LLMs available on the internet, often
even for free. However, confidentiality of a client’s inven-
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tion might not be sufficiently secured in such an envi-
ronment even if users select options that uploaded infor-
mation will not be used for training purposes for next
generation models. Therefore, most patent attorneys
tend to use such tools solely for unproblematic requests
such as providing text suggestions for a technical back-
ground section or definitions of technical terms. This
way the full extent of the invention and its context is not
uploaded.

More tech-savvy patent attorneys have turned to local
installations of LLMs after Meta’s Llama models became
available for free, thereby circumventing any confidenti-
ality issues as no client data is uploaded anywhere. Due
to the required knowledge and time for setting up and
regularly updating such a system, as well as working with
it in command line mode, this approach might however
not be feasible for most IP specialists.

Therefore, users today often turn to dedicated software
tools, often termed “Al Co-Pilot” (highlighting that the
patent attorney is still in the pilot seat). Such tools typ-
ically provide easy-to-use graphical user interfaces and
guarantee, to various extents, that confidentiality con-
cerns are met.

A structured conceptual overview of the
current Co-Pilot landscape

Before choosing a software provider, patent attorneys
should comprehend the various concepts of current Al
Co-Pilots. They can best be understood by categorizing
them in two dimensions: User Interface and Type of LLM
that's used.

User Interface Concepts

Turning first to the type of
user interface employed,
three different approaches
can be distinguished: Micro-
soft Word Plug-Ins, Custom
Websites and Full Editors.

The Word Plug-in model inte-
grates directly into a familiar
and widely used software
environment. For patent
attorneys, this minimizes
the learning curve and allows seamless adoption within
existing workflows. Such plug-ins typically lack advanced
drafting features, such as editing of figures or automated
generation of flowcharts.

Custom Websites offer a leaner interface that is still easy
to use, with browser-based access. Like the plug-in, they
maintain a straightforward user experience but usually
don’t allow for figure creation.

Dr. Jan-Christian Schiitte
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The Full Editor represents the most comprehensive and
capable interface. It supports the entire drafting workflow
from uploading invention disclosure and prior art input,
creation of text and figures within the tool and finally
export of a finalized patent application. Full editors can
include automatically drafting flowcharts and simple sys-
tem diagrams based on claimed features (extracted from
the draft), automated generation of figure descriptions via
computer-vision as well as manual figure editing plus man-
aging of element labels.

LLM installation
The second aspect to consider is where the LLM that the Al
Co-Pilot uses is installed.

Locally hosted LLM tools offer the highest level of data
security, as all information including confidential inven-
tion disclosures remains offline. Additionally, local instal-
lations can technically support offline use, although in
practice this is rarely required. However, these systems
are often complex to install and maintain. Users require
above-average IT skills. Updating to a newer model
requires careful revalidation of prompts and workflows
to ensure consistent output quality. Performance can
also be a limitation, since hardware constraints of typical
office laptops may result in quite slow response times of
the LLM.

Agnostic systems offer a middle ground where the LLM
may be cloud-based or locally hosted. For the local instal-
lation, the setup is essentially the same as described
beforehand. When the user instead uses APl access (a pre-
defined interface) to a cloud-based LLM service, typically
a "off-the-shelf” model is connected that is not specifi-
cally adapted to patent drafting. This user selection of the
model to be connected has sometimes been adapted by
providers of existing Drafting Tools that have enhanced
their Drafting-specific editors with Al support. The text
generation speed of cloud-based LLMs can be close to
real-time, allowing for a very interactive mode of iterative
generation and human revision.

Cloud-based Co-Pilots have a built-in connection with one
or several LLMs that often have been finetuned (a pre-
trained LLM is further trained for a specific task) to the
patenting use case by the software provider. All technical
issues such as updates and integrating new functionality
are managed.

While concerns around confidentiality for uploaded cli-
ent data have to be taken seriously by patent attorneys,
many organizations are already accustomed to working in
cloud environments and rely on tools such as Microsoft
Office365, Teams, and Azure, without ever questioning
data security. Software providers of Al Co-Pilots hence
have the same responsibility for data security as Micro-
soft does for their cloud services. They must ensure strong

encryption, data segregation between cases and clients as
well as a zero-data-retention policy. All of these require-
ments can be checked by independent IT Audits initiated
by the provider, offering patent attorneys a solid basis for
trusting the services.

Considering ease-of-use, text output quality and text gen-
eration speed, cloud-based Full Editors currently appear to
be the best choice for most organizations and therefore
continue to get a lot of attention. Such tools are often
amongst the top-rated Co-Pilots in benchmarking studies
when it comes to the quality of automated text gener-
ation, because the software providers significantly adapt
the used models to the patent drafting use case.

Before selecting an Al Co-Pilot, patent attorneys should
also consult legal requirements and professional guide-
lines.

The epi guidelines on use of Generative
Al in the work of patent attorneys

Concerns regarding client data confidentiality have already
been addressed by the epi, providing general guidance for
European Patent Attorneys. The guidelines of November
2024 do not favour any mode of operation (local or cloud-
based) but clarify on a more abstract level what to consider
when drafting with Al. The guidelines essentially state that
the patent attorney signing off on work products such as
a patent application retains full responsibility for quality
and factual correctness, no matter how a document was
created. This was true before Al when trainee patent attor-
neys and paralegals might have been involved, and it is
true now when parts of the text generation are automated
with Al Co-Pilots. Patent attorneys must make sure that
clients are informed on the intended use of Al tools in
their case, as well as that the chosen Al tools guarantee
data confidentiality and that uploaded data is not used
for training purposes. Furthermore, the usage of Al tools
doesn’t have to be disclosed to patent offices, unless regu-
lation other than the epi guidelines demand it.

Rethinking Drafting Workflows when
integrating an Al Co-Pilot

The Introduction of Al Co-Pilots presents an excellent
opportunity to rethink established workflows and pro-
cesses. Instead of starting with a blank page in a word pro-
cessor, patent attorneys can adapt their drafting workflow
to leverage the Al capabilities of the tools. The author pre-
sents an exemplary workflow in the following paragraphs
to highlight practical considerations when using a cloud-
based Full Editor in the patent drafting process.

Building context

The first step is to build context for the LLM to “grasp”
the technology. This includes uploading the invention

epi Information 03/2025



disclosure and prior art as well as existing figure sketches
(if available), and then completion of figures and figure
descriptions with Al support. Once this context has been
built, text generation quality is in general good. How con-
text is built will be explained in more detail in the following
paragraphs.

After uploading the invention disclosure, clarifying ques-
tions can be generated with the LLM. The questions are
then either asked to inventors, or the patent attorney fills
the gaps in the disclosure to the best of his or her knowl-
edge. Additionally, the Co-Pilots can automatically add
disclosure for alternative applications and embodiments
based on the original disclosure, enhancing it further.
Next, known state of the art documents can be uploaded
or searched with an Al search tool. This adds further to the
context that's available for the Al

After that, figure drafts can be created in the tool by
either uploading existing figures, manually sketching
them in the editor or automatically generating them with
Al. The latter has seen major improvements in the past
months, today allowing for not only generating flow-
charts and simple system diagrams in simple “boxes and
arrows” style, but even converting any colour picture of
a machine to a simplified black and white line drawing in
3D. While not being perfect, the results are often impres-
sive and serve as a solid starting point for quick and easy
improvements by the human in the loop. Finally, refer-
ence numerals should be added to the figures and the
final figures can then be analysed with the computer-vi-
sion functionality available in many current multi-modal
LLMs. Making use of the context that's already there, the
tool can provide an initial text description of the depicted
features. The quality of these automated interpretations
varies greatly, depending on the available depth of the
context and the complexity of the figures themselves.
Therefore, it is advisable to critically review the figure
descriptions and correct and expand were necessary.
Once the figure description is correct and complete, the
context has been sufficiently built.

Claim generation

With this information being available, claims can be gen-
erated for several claim categories. The author observed
in his own practice that after the previous steps had
been carefully taken, technical accuracy of the automat-
ically generated claims is usually quite good, e.g. both
for mechanical engineering and computer-implemented
inventions. That means that logic and patent language
are reasonably good, there are no clarity issues, and some
generalizations are introduced automatically (e.g. from
“car” in the invention disclosure documents to “vehicle”).
Interestingly, also concepts like thresholds for param-
eters are often introduced in a meaningful way despite
not being explicitly disclosed in the uploaded documents.
On the negative side, the wording appears to be not as
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“on point” compared to an experienced human drafter.
Another interesting observation is that all tools known to
the author tend to introduce too many non-essential fea-
tures into the independent claims, explaining too much
and therefore potentially rendering the scope of protec-
tion too narrow. While this flaw might be overcome by
appropriate prompting to some extent, it remains that an
experienced patent attorney might chose a claim struc-
ture based on experience in prosecution, oppositions and
enforcement as well as discussions with the client regard-
ing competitor products and strategies. Such considera-
tions today often can’t be easily verbalized, if at all, and
added to the context for the Al Co-Pilot. Consequently,
currently it is best practice to take inspiration from auto-
matically generated claims but essentially the patent
attorney should heavily rephrase and restructure the claim
set to assure the highest quality.

Description generation & templates

For the various sections of a patent application, such as
technical background, problem statement, advantages
of the claimed solution, support for the dependant
claims (see Deep Dive 1) and figure descriptions, spe-
cific prompts can be engineered to steer the Al Co-Pi-
lot towards the desired output. In some Al Co-Pilots,
these instructions are stored in prompt libraries while
others combine various prompts for several sections in
so-called patent application templates; both approaches
amount to essentially the same benefit of customized
text generation.

This customization is further enhanced if the patent
attorney adds text passages from existing, manually
crafted patent applications, to each specific prompt. The
examples guide the Al on the level of detail, style, word-
ing, structure and reasoning expected in the output. With
such detailed instructions, a patent attorney might con-
struct sets of prompts (or a template) that is customized
for one client based on text examples taken from previ-
ous patents of this client. As a result, the work product
will be close in style to what the client is used to, pre-
sumably making manual quality checking easier. Another
noteworthy effect can be that teams of patent attorneys
serving one client can produce patent applications that
are more uniform in style, adding to the effect of eas-
ier quality checks. Similar benefits are achievable when
prompts or templates are designed not only for specific
clients, but also for technical fields, e.g. differentiating
between mechanical engineering and computer-imple-
mented inventions.

Quality & Proofreading

In the author’s experience, overall initial quality of a section
generated by an appropriately prompted tool (that is given
the context as explained above) can be in the ballpark of
80% directly useable text, while the remaining 20% must
be revised with human supervision.

ID11DVHd LN3Ilvd



3D0115Vidd 1N3lvd

10

1. Create Individual Paragraphs for Claims:
- Draft at least one paragraph for each dependent claim (starting at claim No. 2) of the
first claim category in the claim set.

2. Paragraph Structure:

- Begin each paragraph with the following phrase:

<format>

.In a further preferred embodiment of the inventive [claim category]”

</format>

- Replace [claim category] with the actual category of the respective claim (e.g., method,
system, device).

- Recite the wording of the claim, adjusting the grammar to match the starting phrase.
Make sure and double check not to paraphrase, shorten or miss words from the respec-
tive claim.

3. Elaboration on Claim Features:

For each claim feature mentioned in its respective paragraph:

a) Elaborate in great detail on the advantages of the embodiment.

b) Discuss potential alternative ways of implementing or realizing the technical aspects
of the embodiment.

<example>

In a further preferred embodiment of the inventive bicycle brake system each of the
first and the second units of the rear disc brake comprises a hydraulic caliper. This is an
advantage, because a hydraulic caliper allows for a strong braking force while at the
same time the strength of the brake response can be finely tuned by the driver.
</example>

4. Notes:

- Ensure that each paragraph follows this structure and provides comprehensive infor-
mation about the claim features, their advantages, and potential alternatives.

- The examples provided above are for illustration purposes only. Your response must be

A quite interesting functional-
ity in some Al Co-Pilots is the
capacity to perform a wide range
of quality checks automatically.
This can include highlighting
technical terms that might not
be sufficiently defined or pro-
fanity that should be rephrased.
Again, these functions can be
customized by the user to facili-
tate proofreading. Alternatively,
one might perform similar checks
with any properly prompted
LLM installation instead of an
Al Co-Pilot. The author suspects
that context-sensitive automated
proofreading is a very valuable
workflow improvement even
for patent attorneys that do not
want to generate patent appli-
cations with Al support (yet?).
[t goes beyond the ubiquitous
spelling and grammar checks
performed by word-processors
that have become a standard in
our profession. Given the ease
of use of spell-checking features,
today’s patent attorneys would
never send a draft with many
misspelled words to a client.
Starting now, patent attorneys
might similarly avoid issues such
as terms that are not defined

based on the provided patent application documents.

Deep Dive 1: Exemplary prompt for substantiation
of dependent claims, first claim category

Once the application text body is generated, a review
has to take place to check for clarity, factual correct-
ness, completeness and a logical “storyline” progressing
from embodiment to embodiment. With cloud-based
Full Editors, the speed of text generation is so fast that a
back-forth-interactive review is possible. The patent attor-
ney may for example identify a certain text passage to be
incomplete and hence prompt the Al to add a few sen-
tences, e.g. on how exactly the system could be set up
technically if a data analytics step was done in a cloud
environment instead of a local device. As a result, an iter-
ative improvement of the disclosure can be performed
until the quality reaches the level that the human expects.
Alternatively, patent attorneys can of course rewrite the
description manually.

properly and insufficient support
for an embodiment, all of which
could have easily been spotted
automatically with LLM support
before filing.

Advanced workflow improvements

Once a patent attorney has mastered drafting with an
Al Co-Pilot, how can he or she leverage his or her new
knowledge further? The following paragraphs suggest two
improved workflow ideas: Drafting in three sessions and Col-
laborative Drafting.

Drafting in three sessions

A common problem for many patent attorneys, both
in private practice and inhouse, comes with the time
requirements for manual drafting. It is often difficult
to carve out several consecutive half-days, let alone full
days of focus time in one’s calendar. The resulting overall
preparation time for a draft tends to stretch out in many
short sessions over weeks, which is inefficient because
the patent attorney will need significant time to reread
and freshen up his or hers understanding of the tech-
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nology and the draft structure each time a new drafting
session is commenced. With the efficiency gains made
possible with automated text generation, this process can
be simplified and sped up.

In a first session, typically a few hours long, the patent attor-
ney can read the invention disclosure, the state of the art
and then build the context for the Al Co-Pilot as described
above. Uploading documents, converting images and placing
reference numerals are steps that can even be performed by
appropriately trained paralegals. Once the figures, initial fig-
ure descriptions and the claim set are ready, the first session
is completed.

At the beginning of the second session, the patent attor-
ney discusses the claim set and the figures with the inven-
tors. After receiving feedback, claims and figures can be
revised if necessary. Then all other sections of the patent
application draft can be automatically generated while
the human makes sure that all instructions are completed
correctly. In addition, first corrections and additions can
be made directly (manually or prompted), e.g. to add a
further definition of a technical term or to provide more
technical background for an embodiment. With that, the
second session is completed.

In the third session, the slow but rewarding manual review
of the complete application must be performed as described
beforehand. After a few hours, the draft should be ready for
submission to the client for feedback or direct approval.

In this workflow, review of the completed application doc-
uments is facilitated by two aspects. First, the client had
already been educated on the structure and the wording of
the claims in the second session. Second, usage of client- and
technology-specific prompts (or templates) assured that the
structure and style of the generated text body is similar to
previous applications known to the client.

Collaborative drafting with Al-assistance

Larger companies with inhouse patent attorneys can suffer a
conflict of objectives. On the one hand it makes sense that all
high-value patent applications are drafted by inhouse patent
attorneys who have expert knowledge on the technology of
the company, making sure that the best innovations of the
company are best protected. On the other hand, inhouse pat-
ent attorneys are often very busy with the operational day-
to-day work of managing large IP portfolios. This can result
in long-delayed completion of patent application drafts or
simply in that some high-value patent applications can't be
drafted inhouse, underutilizing the inhouse patent attorney’s
expertise.

With the advent of Al Co-Pilots, inhouse patent attorneys
could try a new approach. They can manually prepare a claim
set, figure sketches and reference numerals in close alignment
with the inventors. Then this scaffold application draft can be
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handed over to a patent attorney in private practice, who
additionally reads the invention disclosure and the state of
the art documents and uses an Al Co-Pilot to complete the
application within a few work hours. With this workflow,
the inhouse attorney brings his or her knowledge to the
table but is less burdened with the time-consuming later
steps of drafting. The application draft can be completed
for the highest quality of disclosure in a time- and cost-ef-
ficient manner.

Where to start if you want
to get into Al assisted drafting

Various tests of Al Co-Pilots for drafting patent applications
are available on the Internet? and on LinkedIn. The top tools
in user satisfaction appear to be quite stable in the rank-
ings, indicating them to be a good starting point for patent
attorneys who want to start drafting with Al support. Given
the breadth of different concepts available in the market, it
might make sense for a patent attorney to demo several tools
before deciding which one to license and work with. Pat-
ent attorneys should select only software providers that have
been independently audited and provide appropriate security
measures as stated before.

Most software providers today charge flat fees in the range
of 200€ - 800€ per month per patent attorney for unlimited
use of an Al Co-Pilot for drafting, which is the equivalent
of a few billed attorney hours per month. In other words,
costs for the tools can be easily recovered if a patent attorney
drafts several patent applications per month with such a tool
and presumably saves hours of work on each one. However,
if a patent attorney does not engage in drafting every month,
costs could be prohibitive.

Adopting Al-based workflows is not just about licensing the
right tool, but also about law firms and industrial IP depart-
ments acquiring new knowledge and a new skillset. Hence,
the next two sections will cover upskilling of patent attorneys
and training of candidate patent attorneys.

Upskilling of patent attorneys

While it is often propagated that any professional should
become an expert in prompting and customizing LLMs, the
continuous amount of work time (and associated opportu-
nity cost) required to keep up to date with the technolog-
ical developments might be prohibitive for individuals and
organizations alike. It seems reasonable that not every patent
attorney needs to become a prompt engineer and customize
their own prompt libraries and templates. Most of the time,
getting training through online courses on the underlying
principles and limits of current LLMs plus training for a spe-
cific tool will suffice.

2 e.g. "GenAl patent drafting tools under scrutiny” by Sébastien Ragot
and Lionel Vial, published 02/25 on https://www.iam-media.com
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A best practice solution for teams of patent professionals
would be to have a “multiplier”. This person becomes an
expert user and helps others to setup their instructions, e.g.
for different sections of a patent application, using advanced
prompts and individual text examples from own hand-made
applications of the respective colleagues.

Training of patent attorney candidates

Patent attorneys will need to sign off on any work product
created, no matter if hand-crafted or Al-generated. In the
author’s opinion, future patent attorneys will most likely only
be able to be efficient quality gates for Al generated text pas-
sages, if they learned the skillset for drafting in the traditional
manual way first.

Therefore, candidates should early on in their training
learn to develop a mental model for what's important in
each case, including trial and error in iterative discussions
with an experienced patent attorney. This way, one can
learn the craft including how to present an argument well
in writing and orally. Once the manual approach has been
internalized, candidates are ready to enhance their skills
with Al-support.

Conclusion and Outlook

Al-assisted drafting of patent applications is a use case
of Al that's ready for broad implementation by patent
attorneys. With the advent of cloud-based Full Editors,
systems that are able to also assist with figure creation,
the user can build broad technical context for an LLM
and automatically generate large parts of the description
with a high initial quality. However, formulating claims
at the level of an experienced patent attorney appears to
be elusive for today’s Al Co-Pilots. Taken together, draft-

Connect with the author on LinkedIn:

Okt A0
L .

ing a patent application in part changes to a review und
improvement role. In the end, the patent attorney always
remains responsible for the content of a patent applica-
tion draft and has to assure accuracy, legal correctness
and completeness.

With updated workflows that incorporate an Al Co-Pilot, pat-
ent attorneys can either save a significant amount of time
when drafting or increase the depth of the technical disclo-
sure in the description at a given time budget.

Currently, the advancement of reasoning capabilities in Al
systems remains impressive, but no one — not even the devel-
opers of the Al systems themselves — knows how far the abili-
ties of Al systems can be improved in the next 5-10 years. We
live in a world now that not so long ago could have been the
setting of a science fiction novel.

Expert predictions range from a steady and relatively
slow incremental increase in Al capabilities, techno-
logical breakthrough scenarios where artificial general
intelligence (AGI) disrupts pretty much the whole labour
market, to runaway self-improvement scenarios where
artificial superintelligence (ASI) emerges. Therefore, it
seems impossible to make trustworthy predictions for
what lies ahead for patent attorneys in terms of availa-
ble Al assistance, but surely the current systems will only
improve over time.

If patent attorneys keep adapting to the challenges, but also
to the novel business opportunities that Al-based workflows
provide, our profession will prevail and continue to provide
valuable legal guidance for clients in protecting their best
innovations.

Prompt, revise, repeat: the future is now!
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Generative Al and the
Problem-Solution Approach:

Does the Skilled Person Query a (Historic)
Large Language Model When Trying to

Solve the Objective Technical Problem?

N. Gierse (DE), N. Buchheim (DE), J. Moller (DE), T. Kaufmann (DE)

Patentanwalte

This article was written by the authors using a custo-
mized retrieval augmented generation (RAG) system
employing source referencing with state-of the art
reasoning capabilities. LLMs were run on compliant
EU cloud servers In addition, custom on-premise hard-
ware with archived Open Source LLMs was used.

Abstract

The rapid evolution of generative artificial intelligence
(Al), particularly large language models (LLMs), raises
fundamental questions for the assessment of inven-
tive step at the European Patent Office (EPO). This
article explores whether, under the EPO’s problem-
solution approach, the notional skilled person should
be assumed to utilize such models when tasked with
solving the objective technical problem. The analysis
considers the legal framework, the nature of the skil-
led person, and the potential impact of generative Al
on the assessment of inventive step, offering scenarios
ranging from no impact to transformative change. The
article concludes with an outlook on possible implica-
tions for the problem-solution approach and alterna-
tive inventive step tests.

1. Introduction

Patent Office (EPO) is anchored in the prob-

lem-solution approach, a structured methodology
that places the “person skilled in the art” at its heart.
This notional figure is tasked with solving the “objective
technical problem” derived from the closest prior art,
using their common general knowledge and the state of
the art as of the priority date (EPO Guidelines 2025 ed.,
G-VIl, 3; 5).

T he assessment of inventive step at the European

epi Information 03/2025

Inrecentyears, Largelanguage models (LLMs) have become
ubiquitous due to their enhanced capabilities. LLMs are
widely used in different fields, including professional
patent work. Consequently, the epi has issued guide-
lines (https://patentepi.org/r/info-2503-1) for LLM use
by patent professionals for client work.

Thus, the question arises: should the skilled person,
as a legal fiction, be assumed to query such models
when seeking solutions to technical problems? This
article examines this question with the Llama 2 family of
LLMs released in 2023 as a starting point and discusses
the broader implications for inventive step analysis at the
EPO.

2. The Problem-Solution Approach
and the Skilled Person

The EPO’s problem-solution approach comprises four main
steps (EPO Guidelines 2025 ed., G-VII, 5, modified num-
bering):

1. Determining the closest prior art

2. Determining the distinguishing features of the
claimed invention

3. Establishing the objective technical problem

4. Considering whether the claimed invention,
starting from the closest prior art and the
objective technical problem, would have been
obvious to the skilled person.

The skilled person is a legal construct: “a skilled prac-
titioner in the relevant field of technology who has
average knowledge and ability” (EPO Guidelines 2025
ed., G-VII, 3). This person is presumed to have access
to the entire state of the art and the means and capac-
ity for routine work and experimentation. The skilled
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person is not an innovator, but is diligent, methodical,
and equipped with the common general knowledge of
the field.

3. Generative Al as a Tool
for the Skilled Person

3.1. The Emergence and Proliferation of LLMs

The field of generative Al is evolving at a remarkable
pace, with new LLMs being released almost weekly. These
models are trained using vast corpora of text and are
capable of generating, summarizing, and reasoning over
technical information. An overview of release dates for
open weight LLMs can be found at https://github.com/
eugeneyan/open-lims. At the time of writing, more
than 2 million models are publicly available on the popu-
lar repository “Hugging Face”, https://huggingface.co/
models. Here, LLMs can be downloaded, archived and
run at a later date.

A popular example that starts to become potentially rele-
vant for assessment of inventive step is “Llama 2", released
by Meta in August 2023, which serves as a practical exam-
ple for this discussion. However, the legal and practical
questions raised here apply
equally to other LLMs, both
current and future. Notably,
LLMs typically have a pub-
lication date — if released.
Further, they have a training
cutoff date of the data used
when training the model. In
the following, we will focus
on the publication date.

. : 4. Scenarios for
Niels Gierse

the Impact of
Generative Al

The EPO Guidelines recog-
nize that the skilled person’s
knowledge and tools evolve
over time (EPO Guidelines
2025 ed. G-VII, 3 with ref-
erence to T 774/89 and T
817/95). If LLMs are becom-
ing more common but are
not yet standard, their use
may be considered in some
fields but not others. The
skilled person may be assumed to be aware of LLMs, but
not to rely on them as a primary problem-solving tool in
all domains. The following sections discuss different sce-
narios of LLM use for assessment of inventive step and
implications.

Nikolaus Buchheim

4.1. Scenario 1: No Impact

Legal Argument based on the Fictional

Nature of the Skilled Person

One could argue that the skilled person, as a legal fiction,
does not use real, existing tools. The skilled person is a con-
struct for a thought experiment, not a proxy for actual exper-
imental practice. The assessment of inventive step is not an
empirical exercise, but a legal and conceptual one. Thus, out-
put generated from an LLM—such as Llama 2—should only
be considered if it was actually available as part of the state of
the art before the relevant date (i.e., before the priority date
of the application or patent).

Argument: Hypothetical LLM output is irrelevant
Under this view, it is not sufficient that an LLM could have
produced a particular output before the priority date;
instead, there must be evidence that such output was
actually available to the public before that date. This is
consistent with the established legal principle that only
information made available to the public before the prior-
ity date forms part of the state of the art (EPC Art. 54(2);
EPO Guidelines 2025 ed. G-VII, 3.1). The mere theoretical
possibility that a model could have generated a solution
is not enough. In other words, what an LLM could have
potentially generated can be deemed as irrelevant; just as
prior art that potentially could have been published by a
human writer — but was not.

Argument: No Mixing of Fiction and Experiment

To provide the objective technical problem (which is itself
derived from a legal analysis of the prior art and the invention)
to an LLM and then use its output as evidence of obviousness
would mix the fictional domain of the skilled person with the
experimental domain of a real-world tool. Since the objective
technical problem can only be determined in view of the clos-
est prior art, introducing a (non-fictional) LLM into this process
risks undermining the legal fiction of the skilled person. Doing
so would add to the conceptual analysis an empirical, post
hoc element into what is meant to be a conceptual analysis.

Case Law Support

Recent EPO Board of Appeal decisions T 1193/23 and
T 206/22 have held that the output of LLMs such as
ChatGPT does not reflect the skilled person’s understand-
ing, as their responses are context-dependent, based on
unknown training data, and not anchored to the knowl-
edge at the priority date. However, at least the last objec-
tion would be overcome by using archived versions of LLMs
which were available before the priority date, e.g. Llama 2
when assessing inventive step for a patent application filed
in September 2023 or later.

Implication

Inventive step is assessed as before; the skilled person does not
use LLMs, and the presence of generative Al does not affect
the obviousness analysis unless the output itself was made
available to the public before the priority date. Under such

epi Information 03/2025



assumptions, any non-published output by an LLM is irrele-
vant, as it was not available to the public and the possibility
that it could have been created in the past is as irrelevant as a
publication that could have been written but was not.

4.2. Scenario 2: Strong Impact

Legal and Practical Implications

In this scenario, the skilled person is assumed to use LLMs
as a standard tool. For applications filed after the release
of a given model, the skilled person would routinely input
the objective technical problem into the LLM and consider
its suggestions as part of their problem-solving process.

Including generative Al in inventive step assessment would
have profound implications for both the EPO and law firms
practicing patent law. It would become necessary to conduct
experiments on different checkpoints of LLMs (for example,
those available at Huggingface.co https://huggingface.co/
models or other repositories) corresponding to the relevant
priority date. These checkpoints would need to be preserved
and made accessible, and the models would play a key role
in assessing inventive step.

Stochasticity and Experimental Parameters

However, this approach is complicated by the fact that
LLMs behave stochastically. Querying LLMs ("“inference”)
is done by providing a seed number (usually, a random
number leading to variations in outcome for each run
of the model even with identical question) and model
parameters such as temperature, top-p, and others
which can be arbitrarily configured and govern how the
sampling of the actual LLM output is obtained (see How to
Tune LLM Parameters for Top Performance: Understanding
Temperature, Top K, and Top P | phData' for an overview
with basic examples how such parameters affect output).

In other words, a vast parameter space is available to gen-
erate LLM outputs and re-runs may yield different, poten-
tially contradictory, outputs. As with all empirical sciences,
the question arises: what constitutes a “significant” out-
put? How many runs are needed? Must the LLM solve the
objective problem with with a given probability as in the
claimed invention to render it obvious or is a single LLM
output sufficient to demonstrate obviousness? What is the
threshold for reproducibility or consensus? These are not
trivial questions and would require negotiation and stand-
ardization, leading to disputes over methodology and
interpretation.

Implication

If the notional skilled person is assumed to routinely use
LLMs, the bar for inventive step could rise significantly.
When an LLM presented with the objective technical prob-
lem is capable of outputting the claimed solution, the con-
clusion may be that the invention is obvious.

1 https:/patentepi.org/r/info-2503-2
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This would be different from adopting the broader “MOS-
ITA” (Machine of Ordinary Skill in the Art) paradigm—
under which the skilled person is wholesale replaced or
continuously augmented by Al (see Fabris, [IC 2020, 685).
Instead, injecting an LLM only at a single, well-defined
stage of the problem-solution approach would in effect
create an “LLM-augmented

skilled person”.

On a conceptual level, the
attempt to solve the objec-
tive technical problem by the
skilled person would be trans-
formed from a purely fictional
legal consideration to a hybrid
of empirical data (experimen-
tal LLM outputs) and legal
reasoning (the fictional skilled
person), in a way comparable
to a witness testimony or an
expert report.

Johannes Moller

If accepted, numerous prac-
tical questions arise, namely:
which questions are asked
to the LLM?, may they be
reformulated?, how many
outputs are generated?,
what happens if the outputs
are contradictory etc.? Nota-
bly, a key question would
be: who runs the LLM experiments? The European Patent
Office, each party (for example in opposition proceedings),
an independent expert or all of the above?

Tobias Kaufmann

4.3. Scenario 3: Medium Impact

LLM output as hybrids between

legal argument and evidence

In this intermediate scenario, a fictional interaction of the
skilled person with an LLM could be considered analogous
to expert opinions or witness testimonies. In inter-partes
proceedings, such evidence could be provided by the par-
ties legally assessed by the EPO.

If the skilled person could have used an LLM, an argument
might be required whether or not the skilled person would
have used an LLM in the case at hand (similar to the could/
would approach). Consequently, the EPO might include
LLM assessments for inventive step as well.

5. Discussion: Legal and
Practical Considerations

5.1. The Nature of LLM Outputs

The EPO Boards of Appeal have cautioned against equat-
ing LLM outputs with the skilled person’s understanding
(T 1193/23, T 206/22). LLMs generate responses based
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on vast, but not always transparent, training data, and
their outputs may not reflect the knowledge or reason-
ing of a skilled practitioner at the priority date. Moreo-
ver, LLMs may incorporate information published after
the priority date, which is inadmissible for inventive step
analysis.

5.2. The Evolution of Common General Knowledge

For LLMs to be considered part of the skilled person’s
toolkit, their use must become established as common
general knowledge in the relevant field. This is a factual
question, to be determined by evidence (e.g., textbooks,
industry standards, expert testimony). Until such time,
a discussion may be needed whether or not the skilled
person would have used an available LLM or not.

5.3. Enabling Disclosure by the LLM?

A further question is whether everything an LLM “spits
out” actually amounts to an enabling disclosure. Some
LLM output may meet these requirements, other output
may not meet this requirement. LLMs are notorious for
“hallucinations”, i.e. plausible sounding text that is not
factual. Therefore, the LLM output will likely have to be
scrutinized for enablement. In some cases, the LLM output
may provide an incentive to add features.

5.4. The Risk of Hindsight

A central purpose of the problem-solution approach is to
avoid hindsight bias. To this end, the objective technical
problem must be formulated in such a way that it does
not contain pointers to the technical solution (T 229/85).
Thus, it may be argued that the skilled person using a LLM
as a tool trying to solve the objective technical problem
is admissible and not an ex post facto view of inventive
activity.

However, it may be argued that generating new prior
art via an LLM based on the objective technical problem
(which is itself derived from a legal analysis of the prior
art and the invention) may create a risk of hindsight. The
LLM that existed at the relevant date is confronted with a
question—the objective technical problem—that could not
have existed at that date, as it is formulated only after the
invention is known. This introduces a temporal paradox:
the model is being asked to solve a problem that was not
posed at the time, potentially leading to an artificial infla-
tion of the model’s capabilities and an unfair assessment
of obviousness.

6. Outlook

6.1. Implications for the Problem-Solution Approach

If the problem-solution approach doubles down on the
requirement that the objective technical problem is truly
derived without hindsight, there may be a strong argu-
ment not to use an LLM available at the time by the
skilled person trying to solve it. This would preserve the

conceptual integrity of the approach and avoid the risk
of hindsight. However, as LLMs become better and more
widely adopted, the bar for inventive step may rise sig-
nificantly if their use is accepted as routine. Alternatively,
LLMs could be excluded from the assessment of inven-
tive step, as outlined above, but this would make the
problem-solution approach more artificial and the story-
telling aspect of the skilled person less convincing. It is
worth recalling that the skilled person has always been a
somewhat implausible character, required to know all the
literature at the relevant date while being devoid of any
inventive activity.

Moreover, as LLMs become more prevalent, it is foresee-
able that, in opposition or revocation proceedings, parties
may seek to introduce output from historic LLMs (cor-
responding to the relevant priority date) to argue for or
against inventive step. This could lead to a new evidentiary
battleground, with both patent proprietors and opponents
seeking to demonstrate what a model could or could not
have produced at the relevant time.

6.2. Implications for Alternative Approaches

The potential integration of generative Al into the skilled
person’s toolkit raises questions for alternative inventive
step tests.

Notably, the Unified Patent Court (UPC) has so far
not decided if the problem solution approach must be
applied or if alternative approaches should be used. In
UPC_CFI_501/2023 (issued on 4 April 2025) the Local
Division Munich held that both “the ‘German’ test and
the PSA [...] should lead to the same results in the major-
ity of the cases”. In the decision, the court favored the
PSA. However, regardless of legal standard used to assess
inventive step: If Al models become the primary means
of technical problem-solving, hypothetical LLM output
may be required to be taken into account in one way or
the other. An alternative approach to assessing inventive
step based on embeddings is, for example, discussed in
R. Free, epi Information 02/2024, p.13.

In case the abilities of Al continue to grow, inventors will
increasingly be able to use LLMs to augment their inven-
tiveness, for example by adding further embodiments
not found in the prior art. Using LLMs may counterbal-
ance these new possibilities when assessing inventive
step.

Thus, if LLMs are used to assess inventive step, the thresh-
old for non-obviousness may rise, and the focus may shift
from human creativity to the capabilities of Al systems (see
previous discussion e.g., by R. Abbott, 66 UCLA L. Rev. 2
(2019) or D. Fabris, IIC 2020, 685). As Al systems may also
augment the inventive process, a new patentability equi-
librium may emerge as a sublation of the former purely
(fictional) human centered inventive step assessment.
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Conclusion

As of fall 2025 the prevailing view is that the
skilled person at the EPO is not yet assumed to
routinely use generative Al models when solving
the objective technical problem. However, this
may change as such tools become more deeply
embedded in technical practice. Notably, the PSA
could “naturally” integrate the use of “historic”
Al systems at the stage of the objective techni-
cal problem. The presentation and assessment of
such arguments provide new challenges both for
practitioners, offices, and courts. Very likely, the
capability for inference of historic large language
models will be required — for both submissions
and decisions.
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Searching for prior art in the
age of Al: The EPO’s approach

A. Aledo Lopez, EPO Chief Operating Officer

rtificial intelligence (Al) is reshaping the way prior
A art is searched and assessed. Commercial platforms

increasingly rely on semantic search, vector embed-
dings, and large language models (LLMs) to improve recall
and simplify navigation across vast technical databases. These
platforms promise efficiency and broader coverage. Yet for
patent professionals, questions remain about reliability,
reproducibility, and alignment with the rigorous standards of
patent examination.

At the European Patent Office (EPO), Al is being introduced
carefully, in a way that combines innovation with legal and
procedural rigour, while leaving examiners firmly in control.
The flagship example is PreSearch, one of several internal
Al-assisted systems that the EPO has developed to support
examiners. Around it, additional Al applications are being
developed to reduce repetitive tasks and increase the accu-
racy, consistency, reliability and overall quality of classifica-
tion, translation, drafting support, and procedural docu-
mentation — always under the guiding principle that humans
remain responsible for final decisions.

PreSearch: A flagship, Al-powered EPO tool

PreSearch helps examiners identify relevant prior art at the
outset of their work. It combines classical retrieval methods
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with Al, ranking results in a unified list. The system covers
both patent literature and non-patent literature (NPL),
ensuring broad coverage from the start.

PreSearch integrates a range of algorithms, referred to as
“providers,” each offering a different perspective:

e (Citation providers include references cited by appli-
cants or other patent offices.
¢ Text-based providers locate documents containing
distinctive terms from the claims, description or abs-
tract.
e Al-based providers add advanced functions such as:
¢ Vectorisation of patent documents, allowing
semantic comparison that goes beyond simple key-
word matching.
e Following chains of citations and applying machine
learning to highlight relevant prior art.
e Comparing the meaning of claims with earlier
patents or scientific articles.
e Generating search markers from claims with the
aid of large language models, in alignment with
examiner practice.

Planned improvements include a figure-based provider to
identify disclosures primarily contained in drawings, as well
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as enhanced handling of chemical structures and formulae,
which is critical for specific technical areas.

Further customised ways
of leveraging Al at the EPO

Unlike generic Al solutions, the EPO deploys its own pur-
pose-built models, which are tailored to patent search and
examination.

A key example is the custom encoder for pre-classifi-
cation and classification, trained on millions of patent
applications. Because the tool recognises the highly spe-
cific terminology and structure of patent documents, it
achieves greater accuracy than off-the-shelf algorithms.
This allows applications to be routed more efficiently

Angel Aledo Lopez joined the European Patent Office
in January 2019 and was appointed Chief Technology
Officer (CTO) in March 2019. In January 2025, he took
on the position of Chief Operating Officer, which he
combines with his responsibilities as CTO. During his
career, he has held different positions in both technical
and managerial roles. He has a deep understanding of
the IP domain, over two decades of extensive experience
in the field, and a strong interest in emerging technolo-
gies such as Al and cloud computing.

to the correct technical fields and hence supports more
precise searches.

Another essential component for examiners is the custom
vectorisation of the training database. Before vectorisa-
tion, all documents are machine-translated into English,
creating a harmonised language base. This ensures that the
embeddings capture technical meaning across languages,
rather than distorting results due to linguistic variation. The
resulting vectors are calibrated for technical and legal rele-
vance, giving examiners cleaner, more focused outputs with
fewer irrelevant hits.

Together, these customisations ensure that Al is leveraged

at the EPO in a transparent, examiner-oriented manner,

designed to strengthen precision, consistency, and trust in
the search process.

Benefits of Al
in prior art search

The integration of Al into the
EPO’s search framework brings
several clear advantages. It
helps ensure greater consist-
ency in search quality across
different technical fields, while
also enabling broader cover-
age by processing and analys-
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ing larger and more diverse document collections than
was previously feasible. By drawing on a variety of
approaches - from semantic methods to classifica-
tion and other Al techniques — the system supports
the identification of higher-quality citations, with
documents selected for their actual technical relevance
rather than just the presence of certain keywords. At
the same time, automated translation allows examin-
ers to conduct truly multilingual searches without losing
precision. Together, these benefits strengthen both the
efficiency and the reliability of the search process.

Al governance: a human-centric approach

Introducing Al into the prior art search process requires
clear safeguards. At the EPO, this is achieved through a
well-defined governance framework. All Al outputs are
systematically checked against the EPO’s authoritative
prior art document collections, ensuring that only doc-
uments of verifiable quality can influence the search.

As always, examiners remain firmly in control: Al sugges-
tions may guide the process, but it is always the examiner
who decides which documents are relevant and how they
are to be cited. Additionally, all search reports and written
opinions are checked by the Active Search Division before
leaving the EPO.

To keep the tools aligned with real practice, the under-
lying models are updated regularly, drawing on exam-

iner feedback as well as advances in technology. Most
importantly, the EPO follows a principle of human-
centric Al. Consistent with the Office’s Al policy, exam-
iners remain responsible for all final decisions, preserving
both the legal certainty of the procedure and the profes-
sional judgment that only a human expert can provide.

Future developments

The EPO is gradually extending the role of Al beyond
prior art retrieval. One area under development is the
pre-drafting of office actions, with a pilot planned for
the beginning of 2026. Here, Al will assist examiners by
suggesting standard formulations and basic legal rea-
soning, enabling them to concentrate on the substantive
analysis of the case.

In addition, since May 2025, the EPO has been piloting Al-as-
sisted minute writing for oral proceedings, an initiative
aimed at streamlining documentation and improving proce-
dural efficiency. More broadly, the Office is working towards
the gradual introduction of Al assistance across all
examiner and formality officer tools, embedding Al sup-
port throughout the workflow, while ensuring that humans
remain responsible for the outcome.

Together, these initiatives are not designed to replace
the expertise of examiners and formalities officers, but
to reduce repetitive tasks and allow more time for care-
ful legal and technical evaluation — ensuring that quality
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remains at the centre of the examination process. This
approach is wholly aligned with the EPO’s strategy to sim-
plify and fully digitalise the patent granting process.

Implications for patent attorneys

For European patent attorneys, the gradual integration of
Al into the EPO’s processes brings several practical conse-
quences. Search reports and written opinions are expected to
become even more consistent, as Al support helps stand-
ardise both the way prior art is identified and the format of
the written opinions. This improves predictability, as well as
giving attorneys and their clients greater clarity on the scope
and methodology of searches.

Further, the EPO remains fully committed to maintain dia-
logue with users. There are numerous channels and
opportunities for users to be kept informed and to pro-
vide feedback, both with regard to EPO tools and poten-
tial legal changes. These include regular user consultation
meetings organised by the EPO, which allow attorneys and
professional associations to voice their views on new tools,
share practical experiences, and help shape how Al is intro-
duced into examination practice.

While these developments promise greater efficiency and reli-
ability, the judgement of examiners and formalities officers

remain decisive. For attorneys, this means that while they
may benefit from more uniform and predictable outputs,
they must still use their own expertise to analyse the reason-
ing, challenge assumptions and advise clients. In this way,
while Al assistance strengthens the framework, ongoing dia-
logue can continue as previously between attorneys, appli-
cants and the Office.

Conclusion

Al is becoming an indispensable ally in prior art
search. At the EPO, its role is carefully defined: Al
expands coverage, boosts efficiency, and enhances
consistency, while examiners remain the ultimate
decision-makers.

Through PreSearch and related initiatives, the EPO
demonstrates how Al can support the expertise
of examiners and patent attorneys. The result is a
search framework that is technologically advanced,
legally sound, and examiner-driven, ensuring that
EPO prior art searches and examination reports con-
tinue to meet the highest standards of quality and
reliability.

Opinion from PCC on Interpretation
of the Guidelines on Al

The Professional Conduct Committee (PCC) provides
opinions upon enquiries from epi members under
Art. 7(c) of the epi Code of Conduct. Any opinion
given does not have regulatory force and is pre-
pared with the intention to provide helpful assis-
tance. No liability of any kind attaches to the epi,
the Professional Conduct Committee or any mem-
bers of that Committee in respect of these opinions.
In accordance with Article 7(c) CoC, opinions of the
Professional Conduct Committee shall not be bin-
ding on the disciplinary bodies. The following opi-
nion has been considered useful for epi members
as the questions it addresses are particularly signi-
ficant. Hence, it has been decided to publish it, in
anonymised form.

Summary of Enquiry

11/ ccording to the ,epi Guidelines: Use of Genera-
tive Al in the Work of Patent Attorneys”, mem-
bers must establish, in advance of using genera-

tive Al, the wishes of their clients with regard to the use of
generative Al.

Question 1. Can this requirement be fulfilled by including a
clause in the general terms of engagement? For example:
“The member and their staff may use Al tools unless the cli-
ent explicitly objects in writing for a specific case. The use of
Al tools does not diminish the member’s responsibility regar-
ding diligence.”

Would this approach place the burden on the client? If this

is a desirable approach, how should it be phrased to our
clients?
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Question 2: Would the situation be improved if a firm adopted
an internal Al code of conduct, which would be available to
clients upon request? Additionally, do we have examples of Al
codes of conduct that we recommend to our epi members?”

Relevant Provisions

1. Regulation on Discipline for Professional Representa-
tives, Article 11

2. epi Code of Conduct, Articles 1(c), 2(a), 3(a), 3(b),
3(d) & 3(e)?

3. epi Guidelines: Use of Generative Al in the Work of
Patent Attorneys, Guidelines 4, 5a & 5b?

Opinion
Question 1

Referring firstly to Article 1 of the Regulation on Discipline,
this clearly articulates that a professional representative shall
exercise his profession®. This in the opinion of the Chamber
means a professional representative must take responsibility
for ensuring both that the outcome of their work is in a sig-
nificant way the result of the representative’s efforts, and that
the process of carrying out the work is under the control of the
representative.

It follows from this that a representative cannot delegate con-
trol of the work steps to an unqualified third party, whether in
human or machine form.

In the opinion of the Chamber “control” does not necessarily
refer to carrying out all of the steps by the representative. Hence
a representative legitimately can satisfy the responsibility requi-
rement even if their work amounts to checking of work produ-
ced by others. However such checking should in the opinion of
the Chamber include knowing at least the key features of the
process by which the work product is prepared; and it should
never be merely a trivial aspect of the work process.

The obligation of the professional representative to retain
responsibility for work processes is reinforced by the wor-
ding of the Code of Conduct. Article 1(c) of this requires
a Member (i.e. a professional representative) to serve as
a reliable adviser and act as an independent counsellor.
These conditions cannot be met if a machine undertakes
the totality of the work. At the least therefore the Member

https:/patentepi.org/r/info-2503-21
https:/patentepi.org/r/info-2503-22
https://patentepi.org/r/info-2503-23

Article 1 further says that when exercising his profession a professional
representative must proceed conscientiously, but this seems to be simply
a condition pertaining to how the representative undertakes the tasks

in question. The requirement for conscientiousness in the view of the
Chamber does not detract from the responsibility of the representative to
undertake or oversee the work requested by a client.
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must inform themselves about the processes used by the
machine, and must check that the resulting work is of the
same standard as if a human had completed it.

The requirement for the representative to exercise their pro-
fession does not mean that the representative is forbidden to
use tools such as Al products in the course of their work. The
use of such tools is clearly contemplated by the epi Guideli-
nes, and as a generally stated principle the Chamber believes
that using Al tools is not inconsistent with the requirements of
Article 1 of the Regulation on Discipline.

Guideline 4 however recommends that generative Al tools
should only be used when this is in line with the wishes of
a client. Guideline 4 further recommends a representative to
establish those wishes in advance of using an Al tool.

Guideline 4 in the view of the Chamber means that permission
to use (for example) Al tools should not be given in a general-
ised way.

On the contrary, giving general permission to use Al tools
means that the client may not truly know the extent to which
such tools are being used by a representative or for which
aspects of the representative’s work. Any permission given by a
client in this circumstance would not meet the requirement to
establish the wishes of the client in advance of using an Al tool.

Moreover the granting of generalised permission runs the risk
of failing to take account of technological developments in the
Al tools. As an example, at the time a generalised authority
is given to use an Al tool it may not include a claim-drafting
module. The introduction of such a module at a later date may
(without changing the identity of the Al tool) fundamentally
change how a representative uses the tool. A generalised aut-
horisation is unlikely to take account of this.

Overall the granting permission to use Al tools through opera-
tion of a default feature of terms of engagement of a private
practice firm, without stating the areas in which those tools
are to be used, does not appear to the Chamber to satisfy the
requirement for the representative to establish the wishes of a
client in advance of using the Al tools.

However the use of a default agreement is not inherently
unacceptable as long as the conditions it creates are clear and
explicit. In other words if the terms and conditions forming the
core of a default agreement to use Al tools identify the areas
in which the tools are to be used this would seem to provide
adequate safeguards for clients in the areas identified above.

If the terms are made available via a website this has the addi-
tional advantage that any change in the uses to which the
tools are to be put can readily be communicated.

As a voluntary observation the Chamber notes that Article 1 of
the Regulation on Discipline requires a professional representa-
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tive not knowingly to make any false or misleading statement,
a concept that is reinforced in Articles 2 and 3 of the Code of
Conduct. Private practice firms can help to avoid any accu-
sation of such behaviour if their terms of engagement when
discussing Al tools make clear the extent to which such tools
are to be used.

Articles 3(d) and 3(e) of the Code of Conduct set out the
obligations of epi Members with respect to the activities of
non-Member colleagues. These sections of the Code were
drafted before artificial intelligence was a recognised area
of technology. The Chamber however believes it would be
illogical not to apply the principles of Articles 3(d) and 3(e)
(mutatis mutandis) to work carried out using Al tools; and
indeed the Guidelines (Annex 3) were drafted with Articles
3(d) and 3(e) in mind.

In summary the Chamber is of the opinion that a generalised
agreement over the use of Al tools is not sufficient to satisfy
the requirement of Guideline 4 unless the terms identify the
areas of work in which Al tools are to be used. This conclusion
seems to be relevant whether the agreement is achieved by
way of a firm's terms of engagement stated on a website, or
in another way.

Question 2

The chamber considers that implementing an internal Al code
of conduct and stating in a public way that this exists is favora-
ble and can be recommended.

The Chamber wonders whether restriction of access to detai-
led information on the use of Al tools only to clients was inad-
vertent. The result of this is that the only information availa-
ble to potential clients amounts to a generalised agreement
set down in the Terms. However as explained above this does
not appear to be adequate to allow potential clients to make
informed decisions, and in the view of the Chamber requires
augmenting to indicate the areas of work in which Al tools
will be used.

The fact that non-clients seemingly do not have access to
comprehensive information, with an internal code of conduct
only being made available once a party has agreed to become
a client, in the view of the Chamber moreover increases the
risk that the published terms may include or amount to a
misleading statement.

In summary therefore an “internal” Al code of conduct, that
is not made available until after an entity becomes a client
of a firm, does not assist in causing a set of website terms
to comply with the principles set out above in response to
Question 1. As indicated, at least the main features of such
a code should be available to non-clients, in order to allow
them to make informed decisions over whether a firm's Al
policies are acceptable.

The presentation of clear information on the likely use by
private practice firms of Al tools is recommended, and it is
strongly recommended that such information provides those
wishing to engage the firms with well-founded confidence
that such use will comply at least with Article 1 of the Regu-
lation on Discipline and preferably also Guideline 4 explained
above.

The Chamber does not presently have examples of internal
policy documents, pertaining to the use of Al products, that
could be made available for use by Members of epi. How-
ever the Chamber suggests that one aspect could relate to
the levels of skill, experience and training of staff members
responsible for the use of Al tools in private practice firms.
Hence a useful provision might be one indicating that those
responsible for the selection and use of Al tools must be
sufficiently familiar with both the nature of the Al tools and
the work of a European Patent Attorney as to be confident
that such use will comply with the epi Guidelines forming
Annex 3.

Summary of Opinion

In summary, the Chamber believes that compliance with the
epi Guidelines on use of Al can be achieved through the inclu-
sion of consent provisions in terms of engagement in a firm'’s
website. However such terms in the opinion of the Chamber
should identify the principal areas in which generative Al is to
be used.

Moreover, more detailed information on the likely areas of use
should be readily available in the event of an enquiry to the
firm. Such detailed information should not be restricted only
to entities that are clients of the firm in question, and should
be available so that clients and potential clients alike can make
informed decisions about whether to accept the firm's Al
usage policies.

The Chamber does not presently have examples of internal
policy documents, pertaining to the use of Al products. How-
ever one aspect could relate to the levels of skill, experience
and training of staff members responsible for the use of Al
tools in private practice firms, particularly with regard to ensur-
ing compliance with the epi Guidelines on the Use of Genera-
tive Al in the Work of Patent Attorneys®.

This opinion does not have regulatory force and is prepared
with the intention to provide helpful assistance. An opinion
provided in accordance with Article 7(c) CoC is not binding on
the Disciplinary Bodies. No liability of any kind attaches to epi,
its Professional Conduct Committee or any members of that
Committee in respect of this opinion.

5 https://patentepi.org/r/info-2503-23
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Case

aw

G 1/24"- all clear when it
comes to clarity of claims?

T. Korner (CH)

Short summary of facts and decision

he referral? under Art 112(1) EPC to the Enlarged

Board of Appeal (EBoA) of three questions on points

of law arose from an appeal (T 0439/22) against
a decision in opposition proceedings against European
patent No. 3 076 804 (application No. 14806330. 83),
in which the referring Technical Board of Appeal (TBA)
had to decide whether novelty of claim 1 had been cor-
rectly assessed in the opposition proceedings*. The cen-
tral question for the decision® was whether a (technical)
term (“gathered sheet”) in claim 1 should be under-

https:/patentepi.org/r/info-2503-4
https:/patentepi.org/r/info-2503-5
https:/patentepi.org/r/info-2503-6

T 0439/22, interlocutory decision of 24 June 24, item | of the
Summary of Facts and Submissions, last paragraph

ibid., item 1.4 of the Reasons for the Decision
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stood according to its clear and agreed meaning which
was widely adopted in the relevant industry® (in which
case claim 1 would be novel over prior art document D1)
or whether it should be interpreted in the light of the
description, which contains an explicit and broader defi-
nition of the same term in the technical context of the
patent” (in which case claim 1 would lack novelty over
D1). Following extensive considerations, the following
guestions were referred to the EBoA:

1. Is Article 69 (1), second sentence EPC and Article 1 of
the Protocol on the Interpretation of Article 69 EPC to
be applied to the interpretation of patent claims when
assessing the patentability of an invention under Arti-
cles 52 to 57 EPC?

6 ibid., item 1.1 of the Reasons for the Decision, 5th paragraph
7 ibid., item 1.3 of the Reasons for the Decision, 1st paragraph
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2. May the description and figures be consulted
when interpreting the claims to assess patentabil-
ity and, if so, may this be done generally or only
if the person skilled in the art finds a claim to be
unclear or ambiguous when read in isolation?

3. May a definition or similar information on a term used
in the claims which is explicitly given in the description
be disregarded when interpreting the claims to assess
patentability and, if so, under what conditions?

The EBoA gave the following answer to both Questions 1
and 2:

The claims are the starting point and the basis for
assessing the patentability of an invention under
Articles 52 to 57 EPC. The description and drawings
shall always be consulted to interpret the claims
when assessing the patentability of an invention
under Articles 52 to 57 EPC, and not only if the per-
son skilled in the art finds a claim to be unclear or
ambiguous when read in isolation.

Question 3 was considered inadmissible and received no
explicit answer.

Comments

re Questions 1 and 2

Question 1 is formulated in such a way that it may only be
answered with YES or NO. Although the answer given under
paragraph (para) 9 of the Reasons® is “formally” NO, the
decision given in response to Question 2 is also presented as
the final answer to Question 1 in the Order of the decision
(cf. para 21).

The wording used by the Order differs slightly from the cor-
responding wording of Article 69(1) EPC, second sentence.
Whereas the latter requires that “the description and draw-
ings shall be used to interpret the claims”, the order com-
mands that “the description and drawings shall always be
consulted to interpret the claims” (emphasis added).

One may thus be tempted to draw the conclusion that
the difference in wording may indicate that, while the
description shall always be consulted, it may neverthe-
less be at least partially disregarded. In the authors opin-
ion, it is questionable that it was the EBoA’s intention
to give such an impression for several reasons: First, the
wording in the Order corresponds literally to the wording
in Question 2 of the referral. Second, the decision gives
no indication whatsoever that disregarding description
and drawings may be an option and what conditions

8 All references to “para” from now on are references to the paragraphs
from the Reasons for the Decision in G 1/24.

would need to be fulfilled for being allowed to do so.
Last but not least, it would lead to contradictions in the
EBOA’s reasoning for not answering Question 3, which
will be discussed below.

re Question 3

According to established case law, claims lack clarity within
the meaning of Art 84 EPC if the exact distinctions which
delimit the scope of protection cannot be learnt from them
(T 165/84, T 6/01)°. While the referral may thus be considered
to relate to a clarity issue, the fundamental problem is an
inconsistency between claim 1 and the description, wherein
the description provides a definition for a term from claim
1 which deviates from said term’s clear and agreed, widely
adopted meaning. Of the three questions referred to the
EBOA, only Question 3 specifically addresses this particular
problem.

Nevertheless, the EBoA evaded providing an answer to
Question 3, which it considered to be encompassed in
Question 2, and inadmissible given that an answer was
not necessary for the referring TBA to decide on the
present case in view of the answer given to Question 2.
This is all the more surprising insofar as one may wonder
whether the answer to Question 2 did not also render
obsolete the need to answer Question 1 for the decision
to be made by the referring TBA.

While the Order requires the description and drawings
(author’s note: in their entirety) to always be consulted when
interpreting the claims for the purpose of assessing patent-
ability, this does not necessarily seem to preclude (cf. the
considerations above) that at least parts of the description,
in particular an (isolated) explicit definition or similar infor-
mation relating to a term used in the claims, may possibly be
disregarded when interpreting the claims.

If this was permissible, clarity with respect to conditions for
doing so would be essential to avoid diverging case law and
unequal treatment of parties to proceedings and/or stake-
holders. The absence of such conditions could be considered
to imply that (at least parts of) the description and drawings
could be ignored at will. This would contradict both lines of
case law as identified under paras 12 and 15, would be irrec-
oncilable with the considerations under para 16 and, last but
not least, would be likely to contradict the principle of equal
treatment.

As consequence of the EBoA not answering Question 3,
no indication is given under what conditions (parts of) the
description and drawings may possibly be ignored — neither

9 Case Law of the Boards of Appeal, 11t edition,
July 2025 — Chapter IL.A.3.1
10 Case Law of the Boards of Appeal, 11% edition,

July 2025 - Chapter IV.C.6.1
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in the form of generic considerations nor in specific relation
to the case at hand. Question 3 explicitly asked for such con-
ditions. By stating that an answer to Question 3 was not nec-
essary for the referring TBA to reach a decision in the case
before it, the EBoA implies that such conditions do not exist
— if they did, the referring TBA would need to know them to
comprehensively decide the case.

It may further be concluded that a definition or similar infor-
mation relating to a term used in the claims which is explicitly
given in the description may under no circumstances be dis-
regarded when interpreting the claims to assess patentability
— despite the fact that such an approach may lead to peculiar
results, at least in cases of unusual, contradictory, incorrect,
or even misleading definitions.

As the EBOA considered Question 3 to be encompassed in
Question 2, it follows in turn that there is no room for con-
sulting but nevertheless disregarding the description and
drawings — not even parts of them.

Considerations regarding assessment of clarity

The decision of the EBA provides a (confirmative) answer to
the guestion of whether the description and drawings of a
patent must always be considered to interpret the claims
when assessing patentability. Although only Question 1
explicitly refers to patentability under Articles 52 to 57 EPC,
the order, the headnote and para 4 seem to leave no doubt
that the decision is limited to the interpretation of claims
under these Articles.

The question (which has been answered inconsistently in
the case law'") of how clarity of claims pursuant to Art. 84
EPC is to be determined or examined is not touched upon in
the referred questions or anywhere else in the referral. An
individual answer to said question is not required, given the
Order requires the description and drawings to always be
considered when interpreting claims for assessing patent-
ability — irrespective of whether the claims are found clear
or not from the perspective of a person skilled in the art.
Nevertheless, para 17 addresses the question of the clar-
ity and unambiguity of claims and states that “the finding
that the wording of a claim is clear [...] is an act of inter-
pretation — and NOT a preliminary step to such an act of
interpretation.” Para 20 quotes points 87, 109 (and 135 on
unanswered Question 3) of the Comments of the President
of the EPO'?, all of which address diverging claim interpre-
tations due to insufficient support by or inconsistencies with
the description, and concludes that “the correct response
to any unclarity [under Article 84 EPC] in a claim is amend-
ment” (emphasis added).

11 bid. — Chapter ILA.6.3.5
12 https://patentepi.org/r/info-2503-7
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Somewhat disappointingly, however, the decision does not
address in any way whether the description and drawings
must be taken into account when assessing the clarity of
the claims under Article 84 EPC.

There are only two possible answers to this question: YES
or NO.

Unfortunately, both answers seem to lead to contradictions
with the reasoning in the decision discussed here.

A negative answer prima facie contradicts the consider-
ations in para 17, according to which “the finding that
the wording of a claim is clear [...] is an act of interpre-
tation”. This contradiction could be resolved by assum-
ing the existence of two different approaches to claim
interpretation, each with different rules: a first approach
(mentioned exclusively in para 17) for assessing the clar-
ity of claims and a second, different approach (referred to
throughout the rest of the text of G 1/24) for assessing
patentability. In any case, it would then be difficult to
understand to what extent the first approach could be
regarded as anything other than “a preliminary stage to
such an act of interpretation,” as is ruled out by the rea-
soning in para 17.

If the answer is YES - i.e.
the description and claims
are always referred to when
assessing the clarity of the
claims under Article 84 EPC
— the question arises as to
whether there is still any
room for a (preliminary)
assessment of the clarity
of the claims as such (or,

as stated in the decision, =

“when considered in isola- Thomas Kérner

tion”), as called for in the

comments of the President of the EPO (in particular in
points 87 “to amend the claims so that the meaning is as
clear as possible from the claim wording alone” and 135
“... 5o that their meaning is clear from the wording of the
claims alone"”), to which para 20 explicitly refers. If this
were to be affirmed, rigorous criteria for such an assess-
ment “in isolation” would need to be defined in detail.
Should the description and, where applicable, drawings
also be taken into account in this assessment, albeit to a
limited degree? If yes, what are the exact limitations? If
not, how may the technical field and, where applicable,
the relevant skilled person be determined?

Even if the description and drawings are only to be referred
to when claims are found unclear or ambiguous (I would
leave out “or ambiguous), rigorous criteria as mentioned
above would be needed for a preliminary stage assessment
of this question.

MV 3ISVD
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In both cases, any requirement to amend claims (ulti-
mately) found to be clear in the light of the description
and drawings (and thus in accordance with the criteria
applied in all further proceedings before the EPO and,
where applicable, in proceedings before downstream
national or international courts), solely for the purpose
of making them as clear as possible based on their
wording alone, would then at least seem to contradict
the principle of procedural economy. More seriously,
applicants and/or patent proprietors might be forced to
accept unnecessary but significant risks with regard to
their property rights as a result of amendments deemed
necessary by the Examining Division in the examination

Conclusion

1. Article 69 (1), second sentence EPC and Article | of
the Protocol on the Interpretation of Article 69 EPC
are not applicable to the interpretation of patent
claims when assessing the patentability of an inven-
tion under Articles 52 to 57 EPC (cf. para 9) — despite
the fact that by relating its answer that the descrip-
tion and drawings shall always be consulted when
assessing patentability of an invention under Artic-
les 52 to 57 EPC also to Question 1, the EBOA prima
facie creates the opposite impression.

. By considering Question 3 to be encompassed
within Question 2, the EBoA seems to imply that
a definition of or similar information on a term
used in the claims which is explicitly given in the
description shall always be considered. No indica-
tion is given of any conditions and/or circumstan-
ces under which such a definition or similar infor-
mation may be disregarded.

. By the same considerations, the EBoA seems to rule
out that the description and drawings — and pos-
sibly even any parts thereof — may be disregarded
when interpreting the claims to assess patentability.

procedure, particularly in view of the EPO’s generally
very strict interpretation of Art. 123 (2) EPC in conjunc-
tion with the potentially inescapable trap posed by Art.
123(3) EPC. Furthermore, it would be questionable, at
the very least, whether there is any legal basis for the
Examining Division to insist on such amendments (Arti-
cle 84 EPC does not refer to the claims as such, and cer-
tainly does not require that the claims be as clear as pos-
sible); if not, this could be considered arbitrary. Finally,
insisting on such amendments might, in a significant
number of cases, lead to a violation of the requirement
for conciseness of the claims, which is also contained in
Art. 84 EPC.

4. While the questions and answer relate to inter-
pretation of claims when assessing patentability
under Articles 52 to 57 EPC, also touches upon the
issue of claim interpretation in the context of cla-
rity under Art.84 EPC.

. The decision emphasizes, through reference to
the Comments of the President of the EPO™, the
importance of the clarity of the claims based on
their wording alone, and endorses enforcement
of corresponding requirements in examination
proceedings — not only in case of inconsistencies
between claims and description, but in response to
any unclarity in a claim. Such requirement, howe-
ver, appears to be in contradiction with the princi-
ples of claim interpretation as established by the
EBOA in its decision, irrespective of whether or not
the description and drawings shall (always) be con-
sulted when assessing the clarity of the claims.

13 https://patentepi.org/r/info-2503-7
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Decision of the Court of First
Instance of the Unified Patent Court
on infringement by equivalence

E. Samouilidis (GR)

issued a ruling (Registry number ACT_549536/2023,

date of decision 22 November, 2024) regarding
the infringement by equivalence of European Patent
EP2137782, which was granted on November 15, 2017.

T he Hague Division of the court of First Instance of UPC

The invention

The invention relates to a , Microbial Cell Factory.” The
cell includes a reactor with an anode compartment and a
cathode compartment. The anode compartment contains
a living plant and anode-friendly microorganisms that can
oxidize organic compounds thus being electron donors, to
produce electrical power.

The court examined if there is an infringement of the met-
hod claim of the patent. The claim (claim 11) reads as fol-
lows:

11. Method for converting light energy into electrical
energy and/or hydrogen, wherein a feedstock is intro-
duced into a device that comprises a reactor, where
the reactor comprises an anode compartment (2) and
a cathode compartment and wherein the anode com-
partment comprises a) an anodophilic micro- organism
capable of oxidizing an electron donor compound,
and b) a living plant (7) or part thereof, capable of
converting light energy by means of photosynthe-
sis into the electron donor compound, wherein the
microorganism lives around the root (8) zone of the
plant or part thereof.

The alleged
infringement

In 2022, Bioo (the defendant) exhibited a working ,Bioo
Bench” containing several ,Bioo Panels,” and a Dutch
company announced that it would bring the Bioo Panel
product to the Dutch market. The Bioo Panel data sheet
explains how the Bioo Panel works:

“How it works?
Bioo Panel is a biological battery capable of producing

electricity by feeding on natural soil and using plants
to maintain the ecosystem without damaging it. Bioo

@pi Information 03/2025

Panel is composed of a soil area in the upper part
(acting as an extra source of organic matter) and the
Microbial Fuel Cell (MFC), located in the lower part. The
MFC generates electricity by a Redox reaction happe-
ning in the soil of the second layer, between the anode,
where the bacteria is fuelled by the organic matter of
the soil, and the cathode in contact with the oxygen
from the air. The only residue is water.”

More information on the
Bioo Panel could be found on
Bioo's website. It is unders-
tood that Bioo Panel consists
of two layers (parts) assem-
bled into a single device. The
anode, which contains the
bacteria (microorganisms), as
well as the cathode are loca-
ted in the lower layer of the
device, whereas the plants
are located in the upper layer.

Emmanouil Samouilidis

Literal infringement

The court concluded that Bioo Panel has all features of
claim11 except for the feature ... wherein the microor-
ganism lives around the root (8) zone of the plant or part
thereof.”, because the bacteria are in the lower layer and
the plants are in the upper layer. Thus, there is no literal
infringement.

Infringement by equivalence

The court then examined whether Bioo Panel infringes the
European patent as an equivalent of the invention. To this
end, according to the court, it must be assessed whether
the method by which Bioo Panel, which has two layers, ope-
rates in an equivalent manner as the method of claim 11,
which requires that the plant with its roots and the microor-
ganism are both arranged in the anode compartment.

The court applied a criterion which, according to the deci-
sion, is based on the practice of various national jurisdictions.
According to this criterion “... a variation is equivalent to an
element specified in the claim if the following four questions
are answered in the affirmative.”
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i. Technical equivalence: does the variation solve
(essentially) the same problem that the patented inven-
tion solves and performs (essentially) the same function
in this context?

The court found that both the invention and the Bioo
Panel create an MFC that does not require externally sup-
plied fuel. This is achieved by introducing a living plant into
the system as a constant supplier of organic material to the
reactor. The decision includes a detailed explanation.

ii. Is extending the protection of the claim to the equi-
valent proportionate to a fair protection for the
patentee: in view of his contribution to the art and is
it obvious to the skilled person from the patent publi-
cation how to apply the equivalent element (at the time
of infringement)?

The court acknowledged that incorporating a plant into
an MFC creates a new type of fuel cell. Bioo argued that
the claimed method did not work, so they implemented
a solution in which the plant was not arranged in the
anode compartment to prevent its roots from damaging
the anode. However, despite the alleged advantages of the
Bioo Panel, the court found that Bioo had applied the tea-
ching of the patent.

iii. Reasonable legal certainty for third parties:
does the skilled person understand from the patent
that the scope of the invention is broader than what is
claimed literally?

The court determined that the purpose of the patent is
to add a plant to an MFC, thereby making the invention
independent of externally supplied raw materials.

iv. Is the allegedly infringing product novel and inven-
tive over the prior art? (i.e. no successful Gillette/Form-
stein defence)

The court ruled that considering the state of the art on the
priority date of the application for which the patent was
granted, Bioo Panel was neither known nor obvious.

Discussion

i) To reach that decision, the court considered the skilled
person as “... an individual (or a team) with a scientific
background (PhD) in biochemistry, electrochemistry, and
possibly microbiology or environmental engineering and
about 3 to 4 years of working experience in the technical
field of microbial fuel cells”. That definition of the skilled
person was proposed by the claimant and the defendant
did not object to.

ii) From my understanding of the decision, | believe that
the court broadened the scope of protection provided by
the claim, a) by judging the contribution of the invention
to the art to be broader than the teaching of the claim, and
b) because it did not consider the feature , the microorga-
nism lives around the root of the plant or part thereof” as
essential to the teaching of the invention.

iii) Furthermore, the court did not find any reason not to
extend the protection (criterion iii)). In my opinion the
drafting of the description is of importance when addres-
sing criterion iii).

iv) No decision of the Court of Appeal related to the above
case has been retrieved until 07 September 2025.

Next deadline

for epi Information

The Editorial Committee invites contri-
butions for publication in the next issue
of epi Information. Documents for
publication or any enquiry should be
sent by eMail to (editorialcommittee
@patentepi.org) no later than

24 November 2025.

Further information can be found in
our “Guidelines for Authors” here:
https://patentepi.org/r/guidelines-
epi-info

Nachster Redaktionsschluss
fir epi Information

Bitte senden Sie lhre Beitrage zur Ver-
offentlichung in der nachsten Aus-
gabe der epi Information an den
Redaktionsausschuss. Alle Artikel oder
Anfragen schicken Sie bitte an fol-
gende Email Adresse
editorialcommittee@patentepi.org
bis spatestens 24. November 2025.

Weitere Informationen finden Sie in
unseren ,, Guidelines for Authors” auf
der epi Webseite:
https://patentepi.org/r/guidelines-
epi-info

Prochaine date limite
for epi Information

La Commission de Rédaction vous invite
a lui faire parvenir vos contributions pour
publication dans le prochain numéro
d'epi Information. Les documents pour
publication ou toute demande d‘infor-
mation doivent étre envoyés par courriel
(editorialcommittee@patentepi.org)
au plus tard le 24 novembre 2025.

De plus amples informations sont dis-
ponibles dans nos « Directives pour les
auteurs » a l'adresse :
https://patentepi.org/r/guidelines-
epi-info
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Education

epi Training and Events Overview 2025

tay informed, connect, and grow with epi’s diverse pro-

gramme of seminars and webinars in 2025. Whether

you prefer on-site, hybrid, or online formats, there’s
something for everyone!

Why Attend On-Site?

In-person seminars and hybrid events offer much more
than just knowledge transfer. They provide a unique
opportunity to engage directly with experts, ask ques-
tions, and build your professional network. Many partic-
ipants find that face-to-face discussions lead to valua-
ble insights and new collaborations that are difficult to
achieve online.

We warmly encourage you to join us on-site and make the
most of these networking opportunities!

Case Law Live in London
- With the EPO Boards of Appeal

30 October 2025 | London | On-site Seminar
Speakers: Susanna Ruder (epi), Monika Millet (EPO), Javier
Eraso Helguera (EPO)

@pi Information 03/2025

Dive into the latest developments in EPO case law! The “Case
Law"” seminar provides a compact overview of recent deci-
sions from the Boards of Appeal — practical, interactive, and
featuring a live demonstration of oral proceedings. Discuss
strategic and tactical aspects with experts and Board mem-
bers that are crucial for your daily practice.

Highlights:
e latest Enlarged Board of Appeal decisions
e Practical applications of the problem-solution approach
e Mock oral proceedings
e Networking with experts and peers

Hybrid Seminar: Procedural Pitfalls in Appeal
- and How to Avoid Them in Opposition

19 November 2025 | Frankfurt & Livestream
Speakers: Erik Nijs (epi), Marcus Mdller (EPO)

Avoid common mistakes in appeal proceedings! This hybrid
seminar shows how to set the course for a successful appeal
already during opposition. Benefit from practical tips on writ-
ten submissions, admissibility of new requests, and the latest
developments around the RPBA.
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What to expect:
e Admissibility of appeals & practical drafting tips
e Admittance of new requests/documents
e Oral proceedings including ViCo & post-G 1/21 case
law
e Acceleration, remittal, petition for review, and more

Webinar Highlights: Compact,
Current, Interactive Unity

What Does Unity Mean?
24 September 2025 | Speaker: Cathy Kourgias (epi)

Discover the concept of unity in patent law. This webinar
explains how unity is assessed during examination, why it
matters for applicants, and provides practical examples to
help you avoid common pitfalls.

UPC Cease-and-Desist Letters
9 November 2025 | Speaker: Moritz-Melchior Bloser (Lawyer
Meissner Bolte)

Learn about the requirements and strategic use of cease-
and-desist letters before the Unified Patent Court (UPC). The
session covers legal foundations, drafting tips, and practical
scenarios for enforcing patent rights under the UPC regime.

UPC Webinar Series: Substantive Patent Law
before the Unified Patent Court
Speakers: Tilman Pfrang (epi) & Andrea Perronace (epi)

A three-part series on patent validity and requirements before
the UPC — each 10:00-11:00 CET:

e Session 1: Claim Interpretation and Novelty
17 October 2025
How does the UPC read patent claims and prior art?
Gain insights into claim interpretation and novelty
assessment, with comparisons to EPO and national
practice.

e Session 2: Inventive Step
24 October 2025
From problem formulation to the assessment of
inventive step: The UPC’s analytical framework and
differences from the EPO approach.

¢ Session 3: Added Matter, Clarity and Sufficiency
of Disclosure
29 October 2025
Formal requirements for patents: Added matter, cla-
rity, and sufficiency of disclosure — including the “gold
standard” and current case law.

Find all details, dates, and registration at: patentepi.org

We look forward to welcoming you — especially on-site!

“INSIGHT epi” Podcast

THE
PODCAST
FOR
EUROPEAN
PATENT
PROFESSIONALS

ur “INSIGHT epi” podcast offers fascinating

insights into the world of European patent attor-

neys. In recent episodes, we have explored current
topics related to the European patent system and featured
expert guests.

We especially recommend our episodes on the Unified Pat-
ent Court (UPC), where Bart van Wezenbeek and Tilman
Pfrang share practical advice and valuable perspectives.
Tune in and stay up to date!

You can find all episodes here:
https://patentepi.org/r/podcast

or directly at https://www.epi-learning.org

Thank you for listening — we look forward to bringing
you many more exciting episodes!
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EQE 2026: Prepare for Success
with epi Training Programmes

time the exam will be offered in the old format (Papers

A, B, C, and D). To help you make the most of this
opportunity — and to support you with the new exam formats
— epi offers a comprehensive range of training options.

2 026 is a pivotal year for EQE candidates: it is the last

Tutorials for Papers A, B, C, and D

epi’s tutorials provide targeted preparation for each individ-
ual exam paper. Experienced tutors offer personalised feed-
back on your solutions and support you in developing your
strengths.

¢ Flexible registration: Choose when and for which
paper you want to register.

¢ Individual scheduling: Arrange submission and feed-
back dates directly with your tutor.

¢ Personal discussion: Your results will be discussed in
detail with your tutor.

EQE Online Workshops
for Papers B, C, and D

The online workshops offer intensive, hands-on preparation
in small groups. Over 6 to 8 sessions, participants work on
real exam examples and learn strategic approaches.

¢ Paper B Workshop: 6 October — 23 October 2025

e Paper D Workshop: 27 October — 13 November
2025

¢ Paper C Workshop: 17 November — 11 December
2025 and 12 January — 5 February 2026

All workshops take place on Mondays and Thursdays from
4:00 to 6:00 p.m. CEST/CET and can be booked individually.

Please note: The workshop for Paper A has already taken
place. Workshops for Papers B, C, and D are still available and
open for registration.

New Format: Training
for Papers F, M1, and M2

e Paper F Training — Available Now!
To support candidates preparing for the new Paper F,
epi has developed a dedicated training programme
tailored to the exam’s structure and content. Three

@pi Information 03/2025

example papers are available, with the first paper
offered free of charge to all EQE candidates. Papers
2 and 3 are available together with live online feed-
back sessions on 7 January and 4 February 2026,
providing valuable insights and guidance from expe-
rienced tutors.

e Paper M1 Training - Starting Early November
The new Paper M1 training is designed to help can-
didates familiarise themselves with the format and
requirements of this exam. The training includes two
example papers to test your knowledge and three live
sessions led by two experienced epi tutors:

1. The first session focuses on the first example paper,
with a detailed discussion and Q&A.

2. The second session covers the second example paper
and addresses participant questions.

3. The third session offers tips and tricks, giving partici-
pants another opportunity to ask questions and clarify
any remaining uncertainties. As an additional option,
participants can receive personal feedback on their
submitted papers.

e Paper M2 Training — Also Starting Early November
The Paper M2 training includes one example paper and
two live sessions. In these sessions, two tutors discuss
the paper, provide guidance on how to approach it,
and answer participants’ questions.

Tutor Consultation Hour
- Your Weekly Support

Exclusively for epi Students, the weekly Tutor Consultation
Hour offers the chance to ask questions, clarify difficult top-
ics, and receive valuable exam strategy tips. Registration is
easy via self-enrolment on epi-learning.

Take Advantage of the Opportunity!

epi’s training programmes are designed to prepare you opti-
mally for EQE 2026 — whether for the old or new format.
Benefit from individual feedback, practical workshops, and
direct exchange with experienced tutors.

For more information and registration, visit the epi website
and members’ area.
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How to Become an epi Student:
Unlock Exclusive Benefits

paring for the European Qualifying Examination (EQE)

and aspiring to become a European Patent Attorney.
As an epi Student, you gain access to a range of exclusive
resources and support designed to help you succeed.

B ecoming an epi Student is a great step for anyone pre-

Benefits of Being an epi Student

e Exclusive Content: Access additional materials on the
epi learning platform, including the epi Student Forum
for discussions and advice.

e Stay Updated: Receive alerts about training courses and
events relevant to your EQE preparation.

e Priority Access and Discounts: Enjoy priority registra-
tion and reduced fees for EQE trainings, seminars, and
online courses, plus free access to the Tutor Consulta-
tion Hour.

The epi Student Summit

Every year, epi Students have the unique opportunity to
meet at the epi Student Summit. This event brings together
students from across Europe, offering a chance to network,
share experiences, and participate in workshops and dis-
cussions with peers and professionals. The Student Summit
is a highlight of the epi Student experience and a valuable
opportunity for personal and professional growth.

How to Apply

To become an epi Student, simply fill out the online applica-
tion form on the epi website:
https://patentepi.org/r/epi-student

For assistance, you can contact the epi Secretariat at
epi.student@patentepi.org

Take the next step in your EQE journey — apply for epi Stu-

dentship today and make the most of all the support and
opportunities that epi has to offer!
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Report from the second
epi Student Summit 2025
held in Munich at the end of June 2025

N. Ferara (DE), M. Mackett (GB), on behalf of the epi Students and EQE candidates Subcommittee

varying stages of their training. Several were very new

to the profession and wondered what the new exam
format had in store for them. This number of epi Students
attending was considerably higher than that of the first epi
Student Summit held in Prague in November 2024. We hope
that more Students will attend the next Summit.

T his Summit was attended by almost 30 epi Students at

The programme was chosen to provide a spectrum of key
topics relevant to EQE preparation, to discuss the profession,
and to serve as a catalyst for the student membership to get
to know one another better.

The Summit began with a social event the evening before
the Summit which was designed to break the ice and facil-
itate introductions in a casual setting — a dinner at The
Spice Bazaar in Munich. The dinner was attended not only
by the Students but also by Professional Education Com-
mittee members, many of whom were also epi Tutors, who

Welcome to the
epi Student Summit 2025

@pi Information 03/2025

were in town for a meeting earlier in the day. By the end of
the evening, many social connections had been made, and
it no longer felt as though we were strangers.

The next day, epi President Peter Thomsen opened the
Summit with a welcome address to the students. epi
Vice-Presidents Katerina Hartvichova and Tiem Reijns
also gave talks on different subjects, giving the students
the opportunity to meet epi leadership and ask any
questions they had. The summit included sessions on
preparing for both the old and new exams, exploring
specific technologies, an overview of IP5 jurisdictions and
the key differences between
them, the latest EPC devel-
opments, and a career panel
discussion. Throughout the
day, epi Students had the
chance to ask questions and
engage with all epi mem-
bers present — an opportu-
nity they did not hesitate to
take.

An important outcome of
the summit was the con-
nections the students estab-
lished between themselves:
before leaving, all who were
interested joined a grassroots
chat group to stay in touch
and ask quick questions
about the exam, the profes-
sion, and anything else. As
always, the Students were
also encouraged to use the
epi Student Forum — another
resource designed to foster
discussions and community
building.

§ b 4

Margret Mackett

We hope that the epi Student Summit will become a new
tradition and a core component of the epi Students pro-
gramme as it is intended to build lasting relationships within
the profession. We look forward to welcoming new faces at
next year's summit! Watch this space for the details in due
course.
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Results of the 2025 European
Qualifying Examination

Statistics on the results of the 2025 EQE

Number of candidates per country and passes pursuant to Article 14 (1)
of the Regulation on the European qualifying examination (REE)

Place of Total number
residence of candidates Pass
AL 0 0
AT 19 11
BE 35 16
BG 1 0
CH 34 11
cY 0 0
cz 4 2
DE 494 191
DK 36 10
EE 1 0
ES 63 17
FI 18 5
FR 127 42
GB 224 139
GR 4 0
HR 1 0
HU 2 1
IE 3 1
IS 0 0
IT 94 18
LI 1 0

Candidates are free to choose which paper(s) they wish to
sit. Candidates who have only sat a sub-set of papers cannot
fulfil the conditions of Article 14(1) REE’ (i.e. have obtained
the minimum grades for all four papers) and thus cannot be
included in this table.

1 https://patentepi.org/r/info-2503-18

Place of Total number
residence of candidates Pass
LT 4 0
LU 0 0
LV 2 0
MC 0 0
ME 0 0
MK 1 0
MT 0 0
NL 53 20
NO 9 1
PL 39 5
PT 3 1
RO 1 0
RS 0 0
SE 69 23
S| 0
SK 0
SM 0
TR 29 1
CN 1 0
JP 3 0
Grand total 1377 515

Example: A candidate has only sat papers A and B and passed
both papers. Nonetheless the conditions of Article 14(1) REE
are not yet fulfilled and this candidate is not included in this
table.

This table includes all candidates who fulfil the conditions of
Article 14(1) REE.
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List of Professional Representatives

by their place of business or employment in the Contracting states
as at 31.08.2025

m
o

Contr. Number % of Contr. Number % of E

State Total Total Repr. State Total Total Repr. ;

AL 10 0.07% Ll 20 0.14% S

AT 205 1.40% LT 20 0.14%

BE 330 2.25% LU 26 0.18%

BG 42 0.29% Lv 13 0.09%

CH 678 4.62% MC 7 0.05%

cY 9 0.06% ME 1 0.01%

(@4 79 0.54% MK 15 0.10%

DE 5400 36.82% MT 6 0.04%

DK 333 2.27% NL 595 4.06%

EE 16 0.11% NO 104 0.71%

ES 282 1.92% PL 228 1.55%

FI 209 1.43% PT 43 0.29%

FR 1422 9.70% RO 37 0.25%

GB 3005 20.49% RS 39 0.27%

GR 24 0.16% SE 491 3.35%

HR 20 0.14% SI 27 0.18%

HU 67 0.46% SK 26 0.18%

IE 91 0.62% SM 15 0.10%

IS 17 0.12% TR 89 0.61%

IT 623 4.25% Total: 14664 100.00%
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Committee Reports

By-elections and Committee

Elections at C100

Announcement of the Committees Election Committee

Notice

epi members wishing to contribute to the work of epi
can be members of one or more epi Committees. At the
100th Council meeting, there will be By-elections to fill
vacant positions in several Committees.

epi members wishing to stand for election must submit
their completed nomination form before the 100" Coun-
cil meeting scheduled for 8 November 2025. If a member
wishes to stand as a candidate for more than one Commit-
tee, they must submit a completed nomination form for
each Committee.

The By-Elections will be opened on 25 September 2025 on
the epi website.

Additionally, the elections of the Committees Election
Committee and the first election of the new Diversity,
Equity and Inclusion Committee will take place at C100.

Communication

Les membres de |'epi qui souhaitent contribuer au travail de
I'epi peuvent étre membres d'un ou de plusieurs commis-
sions de |'epi. Lors de la 100éme réunion du Conseil, des
élections intermédiaires seront organisées afin de pourvoir les
postes vacants au sein de plusieurs commissions.

Les membres de I'epi qui souhaitent se présenter aux élec-
tions doivent soumettre leur formulaire de candidature
diment rempli avant la 100e réunion du Conseil prévue le 8
novembre 2025. Si un membre souhaite se porter candidat
pour plus d'une commission, il doit soumettre un formulaire
de candidature complété pour chague commission.

Les élections intermédiaires seront ouvertes le 25 sep-
tembre 2025 sur le site web de I'epi.

Egalement les élections de la Commission des élections des

commissionset et la premiére élection de la nouvelle Commis-
sion Diversité, Equité et Inclusion auront lieu lors du C100.
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Mitteilung

epi Mitglieder, die einen Beitrag zur Arbeit des epi leisten
mochten, konnen Mitglied in einem oder mehreren epi
Ausschissen werden. Auf der 100. Ratssitzung wird es
Nachwahlen geben, um freie Positionen in mehreren Aus-
schussen zu besetzen.

epi Mitglieder, die sich zur Wahl stellen méchten, missen
ihr ausgefulltes Nominierungsformular vor der 100. Rats-
sitzung am 08.November 2025 einreichen. Wenn ein Mit-

glied fur mehr als einen Ausschuss kandidieren mochte,
muss es fur jeden Ausschuss ein ausgefulltes Nominie-
rungsformular einreichen.

Die Nachwahlen werden am 25.September 2025 auf
der epi Webseite getffnet.

Des Weiteren finden wahrend C100 die Wahlen des Aus-
schusses zur Ausschusswahl und die erste Wahl des neuen
Ausschusses fur Diversitat, Chancengleichheit und Inklu-
sion statt.

Report of the Litigation Committee

T. Walshe (IE), Secretary

ince the previous issue of epi Information, the Litiga-

tion Committee held an online Committee meeting

on 10 June 2025. The Executive Group has continued
with its monthly meetings.

Our Chair, together with the President, attended the 15t%
UPC AC meeting on 2 July 2025.

Litigation Committee

The second online Committee meeting held on 10 June 2025
provided an opportunity for the Committee to discuss the
ongoing questionnaire relating to privilege and separately
judicial training. Further work is currently ongoing in respect
of both questionnaires to gather further data in order to
complete the analysis.

Mr Alexander Ramsay attended a portion of the meeting as a
guest speaker, providing an update and a demonstration on
the new UPC CMS system.

The next Committee meeting will be an in-person meeting in
Dublin, Ireland and will be held on the 27 and 28 November
2025.

15t Meeting of the
UPC Administrative Committee

The 15" UPC AC meeting was held on 2 July 2025 in Lux-
embourg. The Honourable Judges Butin and Grabinski pro-
vided an update from the UPC Court of First Instance and
the Court of Appeal respectively. The regulatory documents

@pi Information 03/2025

required for operational readi-
ness of the UPC's Patent Medi-
ation and Arbitration Centre
(PMAC) were adopted during
the meeting. The Director, Mr.
Ales Zalar, also provided an
update on the preparations
to have the PMAC opera-
tional in early 2026. The epi
as an observer before the
UPC AC continues to avail of
the opportunity to provide
comments in relation to the
UPC, including the new CMS and any other provisions under
review relating to the UPC.

i

Triona Walshe

The 16" UPC AC meetings is scheduled for 4 November
2025.

The new UPC CMS Rollout Dates

e The first phase of the new CMS was rolled out on
Monday 8 July 2025.

e The second phase of the new CMS is scheduled to be
rolled out on 23 September 2025.

Education

The Inter-Committee WG EPPC-PEC, with members from Lit-
Com continues to produce regular podcasts on UPC topics
and case-law (https://patentepi.org/r/podcast). Webinars
and seminars are also available.
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Report of the IP Awareness

Working Group

M. Thesen (DE)

n a comprehensive initiative conducted throughout 2023-

2024, the epi Presidium completed a systematic consulta-

tion with all 39 epi Council delegations to firstly identify
the current and future concerns of European Patent Attor-
neys across each of their member states and secondly to
identify areas where epi, as a European professional organi-
zation, could help to improve the situation in the EPC mem-
ber states'.

The consultation revealed several critical areas requiring
attention, with a predominant concern being the need to
enhance awareness of the patent and the wider IP system’s
value among businesses, particularly SMEs, as well as univer-
sities and their start-ups and spin-outs.

The Presidium found that
“many delegations reported
ongoing activities leading
to new innovations in their
jurisdictions but that there
is then often a missing sen-
sitivity of the involved com-
panies and institutions for
the relevance of patents.”
This widespread challenge
exists across almost all EPC
countries, where stakehold-
ers need greater awareness about both protecting their
inventions and understanding third-party protection
landscapes, as well as obtaining patent protection which
will be useful in respect of a later commercialization of
inventions.

a -
Michael Thesen

The IPA WG has been created to address these identified
needs, serving as a critical bridge between the patent pro-
fession and the broader business and academic communities.
The IPA WG includes members? of the Editorial Committee
(EC), the Professional Education Committee (PEC), the IP
Commercialization Committee (IPPC) and the Online Com-
munication Committee (OCC).

Chaired by Oana BONCEA with Dr. Claudia DUFFY as
Vice-chair, the IPA WG aims to develop effective commu-
nication strategies, educational content and training, and
strategic collaborations aimed at directly addressing the
gaps identified by the Presidium’s consultation. Comple-
menting IP awareness initiatives of other organizations
(WIPO, EUIPO, etc), the projects initiated by the IPA WG

would highlight the role and importance of our profes-
sion and the role of patents within the wider IP and busi-
ness world.

The IPA WG has selected four strategic priorities. It should be
noted that all related projects require appropriate funding,
selection of volunteering members, and operation within the
parameters established by our founding regulation?:

1. Communication with Stakeholders: The IPA WG
has identified three distinct target audiences — epi
members, businesses andacademia, and EQE can-
didates. To best reach out to each of these target
audiences, the IPA WG is now working on commu-
nication strategies tailored to the individual needs
of the target audiences, and these may include, for
example, tailored LinkedIn posts, blogs and pod-
casts with a "look and feel” specific to each target
audience.

e ContentGeneration: The IPAWG hasinitiated seve-
ral pilot projects for the creation of content tailored
to each target audience. Selected examples are “The
role of IP in business” for the business audience and
"The role of EPAs” for the EQE candidates audience.

2. Training Programs: Building on the success of the
C99 Vilnius business-facing “Innovation Commer-
cialisation: Multiple Paths to Profit” seminar®, the
IPA° WG is investigating to which extent custom-
ized training programs for SMEs, university, start-
ups and spin-outs, and academic institutions might
be realized in collaboration with epi. Our found-
ing regulation and tax law imposes certain limits in
this regard, which we are currently investigating.

3. External Collaboration: The group is pursuing part-
nerships with the EPO University Program® and the
wider business community to enhance outreach effec-
tiveness.

The IPA WG has met multiple times online throughout 2025
and plans an in-person meeting allowing for more substan-
tive discussions in 2026.

https:/patentepi.org/r/info-2503-16
https://patentepi.org/r/info-2503-17
https:/patentepi.org/r/info-2503-18
https://patentepi.org/r/info-2503-19
https:/patentepi.org/r/info-2503-20

uphwnN —

epi Information 03/2025



Report of the Online

Communications Committee

J. Gray (GB), Chair

n OCC annual meeting is planned for 29 October
2025, in physical/hybrid form for the first time since
the pandemic and since election of the new OCC.

The annual meeting with EPO (video only) is scheduled for
20 November 2025.

Earlier in the summer, OCC member Ben Grau accompanied
Peter Thomsen as members of the newly-formed Business
Europe/epi joint delegation at the IP5 Heads/IP5 Industry
meeting in Tianjin, CN. OCC members are well placed to par-
ticipate in IP5 industry working groups on IT, standardisation
etc.. | attended Main SACEPO with epi Presidium and other
colleagues. Of high concern was EPO’s proposal to publish a
Database of Legal Practitioners, alongside the Database of
Professional Representatives. epi spoke against this as a mat-
ter of principle, as did UNION. In the background, we assisted
VP Hartvichova in drafting suggestions to improve the pres-
entation of such dual lists, if EPO is minded to proceed. The
status of the proposal is not clear.

Also in SACEPO | cautioned that publication of associations
and association memberships is potentially a disruptive meas-
ure, deterring some users from using associations at all. Tai-
lored, self-administered association membership was fore-
seen as a key enabler for firms to allocate cases between
sub-teams, implement ‘ethical walls" and so forth. We may
need await alternative solutions from the EPO IT team.

MyEPO pilot group sessions were paused for the summer,
but resume again on 30 September 2025. More information
on EPO’s coming developments and latest IT Roadmap is
available as always on their website'.

In the meantime, EPO is promoting EPO User Day 2025,
23-24 September. The online version of this traditional
event now attracts thousands of attendees.?

The DOCX filing option remains in pilot until 1 April
2026, when it is expected to go on general release. An
updated specification has been published OJ EPO 2025,
A50* & OJ EPO 2025, A51°. We welcome the acceptance
of drawings in PDF, separate from the text. It still has
some concerning features,
such as the recommendation
to use automatic numbering
for claim paragraphs. EPO
has confirmed that there are
no ple?ns to implement dif- {.r o ol
ferential fees for DOCX vs {

conventional PDF filing. OCC
will press to make sure that
a back-up PDF can be filed
along with DOCX, having
legal effect if there should
be a need for correction.

OCC has a sub-group working on a regular social media
posting on OCC topics, collaborating with Education, PEC
and EPPC as needed. Ideas for topics are welcome. Webinars
and seminars will be programmed in 2026. News items from
the EPO:

https:/patentepi.org/r/info-2503-8
https://patentepi.org/r/info-2503-9
https:/patentepi.org/r/info-2503-10
https:/patentepi.org/r/info-2503-11
https:/patentepi.org/r/info-2503-12

uphwWwnN —

Colours and DOCX filling proposed implementation timeline

July 2025

Colour drawings will be Official Journal

accepted by the EPO (not other

» Legal package for colour filings
» Updated specification for DOCX

1 April 2026
= Entry into force : DOCX filings

offices!) from 1 October 2025.
See the decision at OJ EPO l |
2025, A493. OCC is preparing a . . .

news item, highlighting poten-

l

tial pitfalls when extending

S140d3y FILLININOD

1 October 2025

= Entry into force : colour filings
= DOCX Pilot: drawings as PDF option

protection to/from other offices.
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e Farewell eOLF: switch to Online Filing 2.0 by January
2026° 06.08.2025

e Opening associations of representatives to legal practi-
tioners” 04.08.2025

e Changes to the registration of general authorisations®
04.08.2025

The new Third Party Observations platform remains in
pilot only, for reasons unknown.

OCC remains interested also in the revision of rules having an
IT aspect (3rd Basket legal changes).

OCC has an APIs working group that has identified a num-
ber of issues relating to APIs and their documentation. A let-
ter has been drafted to raise these with EPO.

In collaboration with LitCom, we are pleased to monitor the
rollout of the UPC New CMS.

This has gone smoothly, as far as we are aware, but with
a (hopefully temporary) loss of functionality for users accus-
tomed to using APIs for UPC filings, including Opt-Outs.
Some APIs are present, but needing some reprogramming
at the user side. The API is working now for Optouts filing.
Various points have been noted to be taken forward in coop-
eration with Litigation Committee.

We have no plans to present or request any decision at C100.

6 https:/patentepi.org/r/info-2503-13
7 https://patentepi.org/r/info-2503-14
8 https://patentepi.org/r/info-2503-15

Report of the Biotechnology Committee

S. Wright (GB), Chair and B. Taravella (FR), Secretary

Below is an update of activities in our Biotechnology
Committee (BC) since the last Q2_2025 report:

1. EPO - SACEPO WPG and meeting with
Patent law (Dir. 5.3.1) and DG1

n April 2025, significant comments were submitted

by the BC to the SACEPO Working Party Guidelines

addressing section G 11-6.2 of the EPO Guidelines on
antibody patentability. These comments highlighted
fundamental concerns about the current examination
approach for antibody-related patent applications.

In summary, epi / BC's comments were as follows:

e The current Guidelines establish a problematic legal fra-
meworks by automatically presuming antibody inven-
tions lack inventive step unless proven otherwise. This
approach directly contradicts Article 56 of the European
Patent Convention and creates an unfair distinction bet-
ween antibodies and other technologies. The Guideli-
nes’ interpretation seems to reply on misunderstood case
law, particularly decisions T 187/04 and T 605/14, while
overlooking crucial decisions (T 67/11 and T 1171/18)
that acknowledge the inherently unpredictable nature
of antibody development.

e A significant technical assessment issue arises from
the Guidelines’" paradoxical requirements. Examiners
are instructed to consider unpredictability in overall

antibody architecture while simultaneously ignoring
amino acid sequence analysis. They must require frame-
work sequences in claims yet dismiss their relevance in
inventiveness assessments. This creates an inconsistent
and technically unsound examination process.

¢ The Guidelines demonstrate also a fundamental misun-
derstanding of new antibody development. The process
for obtaining antibodies requires complex optimization
for therapeutic use, considering numerous critical para-
meters including specificity, stability, immunogenicity,
and solubility. Furthermore, the high unpredictability in
structure-function relationships makes this field particu-
larly challenging.

The proposed solution focusses on structural reform, includ-
ing the complete removal of section G.II.6.2 and elimination
of the prima facie non-inventiveness assumption. The EPO’s
approach should implement consistent structural similarity
principles across all technical fields, specifically in chemistry
of large polymers, focusing on specific sequence informa-
tion in claims and properly evaluating structure-function
relationships.

The BC was able to participate in the SACEPO meeting on
May 8, 2025, to share these comments. However, during the
meeting, discussions on the antibody section of the exami-
nation Guidelines were relatively brief. At the request of the
EPO, it was agreed to organize a dedicated meeting specif-
ically focused on these expert technical issues to allow for
more detailed exchanges directly with the examiners.
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The dedicated meeting took place on July 24, 2025, with
both EPO legal representatives and examiners responsible for
examining antibody inventions. The EPO immediately indicated
that modifications to the antibody patentability section were
already underway, primarily focused on reworking the text to
remove the negative presumptions about antibody non-inven-
tiveness (which were contrary and inconsistent with the rest of
the guidelines on invention patentability).

Discussions also addressed the very strict position adopted by
the EPO during examination of inventions, which goes well
beyond what is stated in the guidelines. EPO will initiate a
review of examination practices. EPO also shared 14 funda-
mental decisions that according to the EPO, currently shape
its practices.

Looking forward, another exchange on this subject is scheduled
for October 13, 2025. Before then, a working group is expected
to conduct a detailed examination of the 14 decisions shared by
the EPO, which seem to represent the basic jurisprudence for
inventive step assessment of antibody inventions.

The ultimate goal is to create a more balanced and tech-
nically sound approach to antibody patent examination at
the EPO, one that recognizes the unique challenges and
complexities of this field while maintaining the fundamen-
tal principles of patent law. Change of EPO practices is
essential for fostering innovation in the crucial field of bio-
logical therapeutics while ensuring proper patent protec-
tion for genuine inventions.

2. Education and training

The Chair, Simon Wright (GB) and two members of the epi’s
BC, Niklas Mattsson (SE) and Hans-Rainer Jaenichen (DE)
gave an epi webinar on 28 May 2025 on Patentability of
Antibodies matter by addressing various issues relating to the
protection of antibody innovations.

3. BC meeting

epi’'s EPPC and BC will hold
their next in-person joint
meeting on October 14, 2025,
in Munich. Prior to this, on
October 13, they will meet
with the EPO to address sev-
eral key topics: the handling of
divisional applications, recent
Enlarged Board of Appeal
decisions (G1/24 on claim
interpretation and  G1/25),
and the overall quality of EPO
examinations. This EPO meet-
ing will also provide an oppor-
tunity to continue in a new
specific meeting our ongo-
ing discussions regarding the
assessment of inventiveness
for antibody-related patents.

BrigitteTaravella

From D&I Working Group to DEI Committee
To Inclusivity and Beyond

N. Ferara (GB)

@pi Information 03/2025

sity & Inclusion (D&I) Working Group to promote the

values of diversity and inclusion within the epi com-
munity'. Over the past four years, the group has actively
worked to embed these principles into the fabric of our
profession.

| n September 2021, the epi Board established a Diver-

A Commitment to Diversity

In 2022, the epi Council adopted a D&I policy?, which
highlights our profession’s and its members’ commitment
to those values.

1 https:/patentepi.org/r/info-2503-16
2 https://patentepi.org/r/info-2503-17
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The D& WG published several articles (see issues 1/22, 3/23,
and 1/24), presented at the epi conference celebrating “50
years of EPC and 44 years of EQE” in 2023. A large part of
its work focused on the EQE and qualification-related topics.
The post-EQE survey was amended in 2023 to include a series
of questions related to reasonable adjustments as proposed
by the D& WG (and these questions have been included in
the survey in subsequent years). The WG also worked on
changing the wording of Rule 17 IPREE (this work is appar-
ently unfortunately stalled for reasons we fail to understand).
A series of case studies was also prepared by the D& WG3.
Members of the WG have participated in podcasts, joined
conferences, seminars, and events, as well as national groups
working on DEI topics. Additionally, all of us actively engaged
with other epi committees on DEI topics.

Towards a Permanent Structure

For the past two years, the D& WG has been working toward
establishing a permanent committee. One disadvantage of
being a Working Group is that it needed regular, active con-
firmation by the epi Council that its work should be contin-
ued. A committee would instead be a permanent instrument
for promoting equity, diversity, and inclusion within epi. We
welcome the fact that at its most recent meeting (in May
this year) the epi Council established a Diversity, Equity and
Inclusion (DEI) Committee.

- Reasons for setting up a DEI Committee
| A S o 8 o o g, s Db S5 o ot
el

Get Involved

Elections to the DEI Committee will take place at the next
Council meeting in November this year, and this is a call to
action:

All epi members who are passionate about DEI are encour-
aged to:

¢ Nominate themselves as candidates; and/or
e Reach out after the elections to join as associate
members

The strength of the D& Working Group lay in the diversity
of its members, and we hope to carry that spirit forward into
the new Committee.

If you've been waiting for a sign to get involved in DEl—this
is it!

3 https://patentepi.org/r/info-2503-16
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General Information

epi Board

Stellvertretender Generalsekretar

Prasident / President / Président Deputy Secretary General / Secrétaire Général Adjoint
CH - THOMSEN Peter BE - DE CLERCQ Ann

Vize-Prasident(in) / Vice-Presidents / Vice-Président(es) Schatzmeister / Treasurer / Trésorier

CZ - HARTVICHOVA Katerina HU - SZENTPETERI Zsolt

NL — REINS Tiemen

Stellvertretender Schatzmeister / Deputy Treasurer
Generalsekretér / Secretary General / Secrétaire Général Trésorier Adjoint
PL — AUGUSTYNIAK Magdalena DE - WINTER Andreas

Next Board and Council Meetings

Board Meetings
136" Board Meeting in Brussels/hybrid in January 2026
137" Board Meeting in Munich/hybrid on 20 March 2026

Council Meetings
100t Council meeting in Nice (France) on 8 November 2025
101™ Council meeting in Dubrovnik (HR) on 11 and 12 May 2026
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Disciplinary Bodies, Committees and Auditors

Disziplinarorgane, Ausschisse und Rechnungsprtfung - Organes de discipline, Commissions et Vérification des comptes

Disziplinarrat (epi)

Disciplinary Committee (epi)

Commission de Discipline (epi)

AL
AT
BE
BG
CH
cy
cz
DE
DK
EE
ES
Fl

FR

NIKA Melina

POTH Wolfgang®®
DEBLED Thierry
TSVETKOV Atanas
REUTELER Raymond
ROUSOUNIDOU Vasiliki
FISCHER Michael
FROHLING Werner®
KUHN Oliver Wolfgang
KAULER Urmas

STIEBE Lars Magnus
WESTERHOLM Christian

AJDARI Emmanuel

Disziplinarausschuss (EPA/epi)

GB
GR
HR
HU
IE

IT
LI
LT
LU
Lv
MC
ME

GRAY John
TSIMIKALIS Athanasios
MARSIC Natasa
KOVARI Zoltan

— SMYTH Shane

— FRIDRIKSSON Einar Karl
— MAURO Marina Eliana
— ROSENICH Paul*

—  GERASIMOVIC Jelena
— KIHN Pierre

— SMIRNOV Alexander

—  AMIRA Sami

— LUTOVAC Vuk

Disciplinary Board (EPO/epi)

MT
NL
NO
PL
PT
RO
RS
SE
SI
SK
SM
TR
MK

SANSONE Luigi A.

VAN LOOIJENGOED Ferry A.T.
THRANE Dag

ROGOZINSKA Alicja

DIAS MACHADO Antonio J.
PUSCASU Dan
BOGDANOVIC Dejan
KARLSTROM Lennart
JAPELJ Bostjan

CECHVALA Radovan
MARTINI Riccardo
YURTSEVEN Tuna**
DAMIJANSKI Vanco

Conseil de Discipline (OEB/epi)

DE
DE

epi Mitglieder
MULLER Wolfram
VOGELSANG-WENKE Heike

Beschwerdekammer in

Disziplinarangelegenheiten (EPA/epi)

FR

epi Members

— MAROLLE Patrick Pierre Pascal

Disciplinary
Board of Appeal (EPO/epi)

IS

Membres de I'epi
HARDARSON Gunnar Orn

Chambre de Recours en

Matiére Disciplinaire (OEB/epi)

CH
DE
DK

epi Mitglieder

WALSER Peter

REBBEREH Cornelia
FREDERIKSEN Jakob Pade

Ausschuss fur

epi Members

GENDRAUD Pierre H.
COLOMBO Stefano

Professional

NL
TR

Membres de I'epi

BIJVANK Koen
ARKAN Selda

Commission de

AT
BE
BG
CH
CcY
Cz
DE
DK
ES
FI
FR
GB
GR

AT
BE

BG
CH
cy
Ccz
DE

Fl

Berufliche Bildung

Ordentliche Mitglieder

STADLER Michael

DUYVER Jurgen Martha Herman
GEORGIEVA Mariya

KAPIC Tarik**
THEODOULOU Christos A.
HARTVICHOVA Katerina
MOLLER Bjérn Matthias
ANDREASEN Lotte Vinggaard
PATO COUR Isabel
MEINANDER UIf Kristian
COLLIN Jéréme

GWILT Julia Louise*
LIOUMBIS Alexandros

Stellvertreter

SPILLMANN Adrian

DE GROOTE Youri

TAHTADIJIEV Konstantin

RUDER Susanna Louise
CURLEY Donnacha John
MATYSOVA Jitka

PAVAN Andrea

VATTULAINEN ERKKILA Anniina

*Chair/ **Secretary °Vice-Chair / °°Vice-Secretary
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HR
HU
IE

IS
IT
LI
LT
LU
v
MC
ME
MK

ES
GB
GR
HU
IE
IT
LT
NL

Education Committee

Full Members
MARSIC Natasa

— TEPFENHART Déra Andrea
SKRBA Sinéad

MORABITO Sara
HOFMANN Markus Ginter
—  GERASIMOVIC Liudmila
MELLET Valérie Martine

— FERARA Nina

THACH Tum

— LUTOVAC Vuk
PEPELJUGOSKI Valentin

Substitutes

— SANCHEZ Ruth

MACKETT Margaret
KOSTI Vasiliki

— RAVADITS Imre Miklos

BO Lin

BURGIN Maria Chiara

— ARMALYTE Elena

OP DEN BROUW-SPRAKEL
Vera Stefanie Irene

GUDMUNDSDOTTIR Anna Valborg

MT
NL

NO
PL
PT
RO
RS
SE
Sl
SK
SM
R

NO
PL
PT

SE
SK
SM
TR

Formation Professionnelle

Membres titulaires

RAMBELLI Paolo

VAN WEZENBEEK
Lambertus A.C.M.
REITAN Katja
DARGIEWICZ Joanna
DO NASCIMENTO GOMES Rui
BONCEA Oana-Laura
PRIBIC Jelena
HERBJZRNSEN Rut
BORIC VEZJAK Maja
CECHVALA Radovan
AGAZZANI Giampaolo
ATALAY Baris

Suppléants

READ Howard Graham
MLYNARSKA Paulina Emma
SILVESTRE DE ALMEIDA
FERREIRA Luis Humberto
FARM Magnus
MISKOVICOVA lvica
PRIMICERI Maria Vittoria
HAMAMCIOGLU Volkan
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Ausschuss fur

Europaische Patent Praxis

AL - PANIDHA Ela

AT — DONATELLO Daniele
BE — MICHALIK Andrej
BG - GEORGIEVA Mariya

CH - WILMING Martin

CY — ROUSOUNIDOU Vasiliki A.
CZ - FOUSKOVA Petra
DE - FLEUCHAUS Michael A.°
DK — HEGNER Anette

EE — TOOME Jurgen

European Patent Practice
Committee

FR - THON Julien

GB - MERCER Christopher Paul*
GR - SAMOUILIDIS Emmanouil
HR - HADZIJA Tomislav

HU - LEZSAK Géabor

IE  — MCCARTHY Denis Alexis
IS — FRIDRIKSSON Einar Karl**
IT - MODIANO Micaela Nadia
LI — GYAJA Christoph Benjamin
LT — PAKENIENE Ausra

LU — OCVIRK Philippe

LV — FORTUNA Jevgenijs

Commission pour la
Pratique du Brevet Européen

MC — KREMER Véronique
Marie Joséphine
MK — FILIPOV Gjorgji
NL - VAN WOUDENBERG Roel
NO - REKDAL Kristine
PL — AUGUSTYNIAK Magdalena Anna
PT — PEREIRA DA CRUZ Joao
RO - MUNTEANU Manuela-Cornelia
RS - PRIBIC Jelena
SE  — FRANKS Barry Gerard
SK — DREVENY Lukés
SM - TIBURZI Andrea
TR - SIMSEK Meliha Merve

Technical Field: Information and Communication Technologies

ES — LASANTA RICA César

FI - KOKKO Antti Ohto Kalervo
CH - KAPIC Tarik®

DE - HEISKE Harald R.

FR - LEBKIRI Alexandre

GB - ASQUITH Julian Peter

BE - GEORGIEVA Mariya
LEYDER Francis

CH - WILMING Martin*

BE — LUYTEN Ingrid Lena Rene
CH - COGNIAT Eric Jean Marie
DE - KREMER Véronique Marie
Joséphine

AT — DONATELLO Daniele

DE - HARTIG Michael

DK — CARLSSON Eva*

FI. — HEINO Pekka Antero

Geschaftsordnungsausschuss

Ordentliche Mitglieder

AT — FORSTHUBER Martin

CH - LIEBETANZ Michael
Stellvertreter

BE - LEYDER Francis

Ausschuss fiir epi-Finanzen

BE - QUINTELIER Claude*

CH - BRAUN André jr.

DE - SCHOBER Christoph D.

FI. — KONKONEN Tomi-Matti Juhani

Ausschuss fiir EPA-Finanzen

BE — KELLENBERGER Jakob
DE — WINTER Andreas**
[IE - CASEY LINDSAY JOSEPH

*Chair/ **Secretary °Vice-Chair / °°Vice-Secretary
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GR - SAMOUILIDIS Emmanouil

IE — HANRATTY Catherine

IT  — MASCIOPINTO Gian Giuseppe
LT - PAKENIENE Ausra

Technical Field: Pharmaceuticals

DE - NESTLE-NGUYEN Denise
Kim-Lien Tu-Anh
FR  — ROUSSEAU Pierick Edouard
GB - SARDHARWALA Fatema Elyasali
Technical Field: Chemistry
FI. - KOKKO Antti Ohto Kalervo
FR - KLING Simone
GB - BOFF James Charles*
Technical Field: Mechanics
FR - DE LAMBILLY DELORME
Marie Pierre
GB - DUNN Paul Edward
GR - SAMOUILIDIS Emmanouil
By-Laws Committee
Full Members
FR — MOUTARD Pascal Jean*
GB - MERCER Christopher Paul
Substitutes
DE — SCHOBER Christoph D.

epi-Finances Committee

FR - CONAN Philippe Claude
GB - POWELL Timothy John**
IT - PAGLIA Pietro

Committee on EPO Finances

GB - BOFF James Charles*
Substitutes
CH — KORNER Thomas Ottmar

NL - VAN WOUDENBERG Roel

PL - BURY Marek*

PT — SILVESTRE DE ALMEIDA
FERREIRA Luis Humberto

HU - SZENTPETERI Zsolt

[E — KELLY Donal Morgan

IT - MODIANO Micaela Nadia

PL — KAWCZYNSKA Marta Joanna

IT - COLUCCI Giuseppe

IT - SULCIS Roberta

PL - LEWICKA Katarzyna Dorota

RO - VASILESCU Raluca

SE - FRANKS Barry Gerard

Commission du Réglement Intérieur

Membres titulaires
GB - WRIGHT Simon Mark
Suppléants

INSTONE Alicia Claire
NEVANT Marc.

Commission des Finances de I'epi

NL - TANGENA Antonius Gerardus
PL - MALEWSKA Ewa
PT — PEREIRA DA CRUZ Joao

Commission des Finances de I'OEB

DE - SCHOBER Christoph D.
DE - WILHELM Wolfgang
NL - TANWAR GIRISH
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Ausschuss

fiir Standesregeln

Ordentliche Mitglieder

AL - SHOMO Vjollca

AT — PREHOFER Boris André

BE - VAN DEN BOECK Wim

BG — BENATOV Samuil Gabriel

CH — KORNER Thomas Ottmar

CY - CURLEY Donnacha John

DE - STORK Martina*

ES - JORDA PETERSEN Santiago

FI  — SAHLIN Jonna Elisabeth

FR - DELORME Nicolas
Stellvertreter

BE - VAN MINNEBRUGGEN
Ewan Benito Agnes

BG - NIKOLQOV Vladislav Zdravkov

CH - HOFFMANN Jurgen Gerhard

DE - MOHR Christian

ES - SATURIO CARRASCO

Pedro Javier

Ausschuss

fiir Streitregelung

Ordentliche Mitglieder

AL - PANIDHA Ela

AT - GEHRING Andreas

BE - DE CLERCQ Ann G.Y.

BG - GEORGIEVA-TABAKOVA
Milena Lubenova

CH — HOFFMANN Jurgen Gerhard

CY - THEODOULOU Christos A.

CZ - SLAVIK Jiri

DE - PFRANG Tilman®

DK — THORSEN Jesper

ES - ARIAS SANZ Juan

FI — FINNILA Kim Larseman*
Stellvertreter

AT - STADLER Michael

BE - VANHALLE Maja

BG - SIRAKOVA Olga Rousseva

CH - KORNER Thomas Ottmar

CY - ROUSOUNIDOU Vasiliki A.

DE — TOPERT Verena Clarita

ES - SAEZ GRANERO Francisco Javier

FI  — NIELSEN Michael Jon

FR - LE ROY Gwennhaél

Ausschuss fur

IP-Kommerzialisierung

CH - BLOCHLE Hans*

DE - MULLER Hans Jorg

DE - STOCKLE Florian

ES — DURAN MOYA Luis-Alfonso

*Chair/ **Secretary °Vice-Chair / °°Vice-Secretary

GB
GR
HR
HU
IE

LI
LT

MC
MK

Fl
FR
GB
IE
IT
LI
PL

FR
GB
GR
HR
HU
IE
IS
T
LI
LT
LU
v

GB
GR
HR
HU
IE

T

L
LT
LU

FR
GB
IE
T

Commission de
Conduite Professionnelle

Professional
Conduct Committee

Full Members Membres titulaires

POWELL Timothy John NL - BOTTEMA Johan Jan

KOSTI Vasiliki NO - HJELSVOLD Bodil Merete Sollie
DLACIC Albina PL - DARGIEWICZ Joanna

SOVARI Miklos PT — ARAUJO VIEIRA Silvia Cristina
KELLY Donal Morgan RO — TEODORESCU Mihaela
CHECCACCI Giorgio** SE - BJERNDELL Per Ingvar
KUNSCH Joachim SI  — LEYDER Francis®
PETNIUNAITE Jurga SM - AGAZZANI Giampaolo
THACH Tum TR - CAYLI Hulya

KJOSESKA Marija

Substitutes Suppléants

BOUE AF GENNAS Per Gustav PT

DINIS ABRANTES Jorge Ricardo

TARAVELLA Brigittes RO — GEORGESCU Cristina
DUNN Paul Edward SE - HOLMBERG-SCHWINDT
O'CONNOR Cornelius John Tor Martin

MORABITO Sara SM - MAROSCIA Antonio

BAZZON Andreas TR
CHIMIAK Monika

AKSQY Okan Alper

Commission
Procédure Judiciaire

Litigation
Committee

Full Members Membres titulaires

NUSS Laurent MC - THACH Tum
RADKOV Stoyan Atanassov MK — PEPELJUGOSKI Valentin
KOUZELIS Dimitrios NL — HESSELINK Dinah Elisabeth
VUKINA Sanja NO — SIMONSEN Kari Helen
TOROK Ferenc PL — PRZYLUSKI Michal Wiktor
WALSHE Triona Mary** PT - CRUZ Nuno
INGVARSSON Sigurdur RO - PETCULESCU Ana-Maria
COLUCCI Giuseppe RS — ZATEZALO Mihajlo
HOLZHEU Christian SE - PRESLAND Torbjérn
VIESUNAITE Vilija SI - BAKIRCI Utkan Bahri
BRUCK Mathis SK — NEUSCHL Vladimir
OSMANS Voldemars SM — PERRONACE Andrea

TR — TAS Emrah
Substitutes Suppléants
CRITTEN Matthew Peter NL - LAND Addick Adrianus Gosling
VAVEKIS Konstantinos NO — READ Howard Graham
DLACIC Albina PL — GODLEWSKI Piotr
GROF Palma PT — SILVESTRE DE ALMEIDA
WALSH Marie Goretti FERREIRA Luis Humberto
DE GREGORI Antonella RO — GEORGESCU Cristina
HARMANN Bernd-Gunther SE - RADBO Lars Olof
PAKENIENE Ausra SM — PETRAZ Davide Luigi
MELLET Valérie Martine TR — ALPAYIM Anil Bugra

IP Commercialization Commission de commercialisation

Committee de la propriété intellectuelle
AJDARI Emmanuel MK - FILIPOV Gjorgji
DUFFY Claudia Magdalena SE - ISAKSSON Anders**
QUINLAN Angela
GERBINO Angelo
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Biotechnologie Ausschuss Biotechnology Committee Commission Biotechnologie

AL - SINOJMERI Diana GB - WRIGHT Simon Mark* MK — VESKOVSKA Blagica
AT — WOLFRAM Markus GR - KOSTI Vasiliki NL - VAN DER WIJK Thea
BE — VANHALST Koen HR - MARSIC Natasa PL - KAWCZYNSKA Marta Joanna**
CH - SPERRLE Martin HU - KOMPAGNE Hajnalka PT - TEIXEIRA DE CARVALHO
CZ - HARTVICHOVA Katerina IE - HALLY Anna-Louise Anabela
DE - EXNER Torsten IS - JONSSON Thorlakur RO - ENESCU Miruna
DK - FARIA VIOLA GONCALVES IT - COMOGLIO Elena RS - HERAK Nada
Vera Lucia LI — BOGENSBERGER Burkhard SE  — MATTSSON Niklas 9]

ES - VEGA HERNANDEZ Maria Lorena LT — ARMALYTE Elena SK — MAKELOVA Katarina E
FI. - VIRTAHARJU Outi Elina LU — HENSENNE Peter SM - PRIMICERI Maria Vittoria g
FR - TARAVELLA Brigitte® MC — SENDROWSKI Heiko TR - SOYLEYICI Merve 'J:

Harmonisierungsausschuss Commission d’'Harmonisation §
BE - LEYDER Francis FR - AJDARI Emmanuel IT - SANTI Filippo** E
DE - HOSSLE Markus GB - BROWN John D.* PL - KREKORA Magdalena ZE'
ES - DpRAN__MOYA Luis-Alfonso IE - ROCHE Dermot RO - TEODORESCU Mihaela o)
FI. - KARKKAINEN Veli-Matti 2

Ausschuss fur Online Commission pour les

Online-Kommunikation Communications Committee Communications en Ligne

AT — GASSNER Birgitta DE - SCHEELE Friedrich IT - MEINDL Tassilo
BE — VAN GARSSE Joris Marc H FR — BIRON Yannick PL - BURY Marek
CH - VAVRIN Ronny GB - GRAY John James* RO — BONCEA Oana-Laura
DE - GRAU Benjamin [E — BROPHY David Timothy®
Wahlausschuss Electoral Committee Commission pour les Elections
CH - MULLER Markus Andreas* GB - MACKETT Margaret IS = Vilhjalmsson Arni
Redaktionsausschuss Editorial Committee Commission de Rédaction
DE - SCHMID Johannes GR - SAMOUILIDIS Emmanouil NL — BLOKLAND Arie
DE - THESEN Michael* [E - CASEY Lindsay Joseph® PT — DINIS ABRANTES Ricardo Jorge
FR — NEVANT Marc MC - AMIRA Sami
Zulassungsausschuss epi Studentship Commission d’admission

fur epi Studenten Admissions Committee des étudiants de I'epi
CH - FAVRE Nicolas FR - HAINES Sara Christine NL - VAN WEZENBEEK
DE - FERARA Nina GB - MERCER Christopher Paul* Lambertus A.C.M.
DE - LEISSLER-GERST Gabriele IT - PROVVISIONATO Paolo

Rechnungspriifer Auditors Commissaires aux Comptes

Ordentliche Mitglieder Full Members Membres titulaires
AT — HEDENETZ Alexander Gernot CH - KLEY Hansjorg

Stellvertreter Substitutes Suppléants
LV — FORTUNA Larisa RS — JANKOVIC Mara

Nominierungsausschuss Nominations Commission
Committee de nomination

BE - LEYDER Francis CH - LIEBETANZ Michael DE - TUNGLER Eberhard
BG - SIRAKOVA Olga Rousseva DE - VOGELSANG-WENKE Heike* TR — ARKAN Selda

*Chair/ **Secretary °Vice-Chair / °°Vice-Secretary
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Ausschuss zur
Ausschusswahl

DE - MARX Thomas*

Standiger Beratender

Ausschuss beim EPA (SACEPO)

epi-Delegierte
CH — THOMSEN Peter
CZ - HARTVICHOVA Katerina

SACEPO -
Arbeitsgruppe Regeln

DE - Wilming Martin

SACEPO -

Arbeitsgruppe Richtlinien

DK — HEGNER Anette

SACEPO -
Arbeitsgruppe Qualitat

CH - THOMSEN Peter
DE - FERARA Nina

SACEPO - PDI

AT — GASSNER Birgitta

SACEPO - EPP

DE - HARBACH Ulrich

Committees
Election Committee

DK — PEDERSEN Anders Kjer

Standing Advisory Committee
before the EPO (SACEPO)

epi Delegates

GB - BOFF James Charles
GB - GRAY John James

SACEPO -
Working Party on Rules

DK — HEGNER Anette

SACEPO -
Working Party on Guidelines

GR - SAMUELIDES Manolis

SACEPO -
Working Party on Quality

DK — CARLSSON Eva

SACEPO - PDI

BE - LEYDER Francis

SACEPO - EPP

GB - MERCER Christopher Paul

PT

GB
NL

GB

NL

LU

IT

Commiission des élections
des commissions

— NEVES Ana

Comité consultatif permanent
aupres de I’OEB (SACEPO)

Délégués de I'epi
— MERCER Christopher Paul
— REINS Tiemen

SACEPO -
Groupe de Travail Régles

— MERCER Christopher Paul

SACEPO -
Groupe de Travail Directives

— WOUDENBERG Roel van

SACEPO -
Groupe de Travail Qualité

— MELLET Valérie

SACEPO - PDI

— PROVVISIONATO Paolo

SACEPO - EPP
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Contact Data of EPO Legal Division

Update of the searchable database of professional
representatives on the EPO website

to your contact details, ensuring that the list of profes-

sional representatives remains up to date. The list of
professional representatives maintained by the EPO is also
the one used by epi. To ensure that you receive epi mail-
ings and email correspondence at the correct address, kindly
inform the Legal Division of the EPO (Dept. 5.3.2.1).

P lease notify the Legal Division of the EPO of any changes

Kindly note the following contact data of the Legal Division
of the EPO:

European Patent Office
Dept. 5.3.2.1

Legal Division

80298 Munich
Germany

Tel.: +49 (0)89 2399-5231

legaldivision@epo.org
Www.epo.org

@pi Information 03/2025

The relevant form(s) to be submitted in the case of changes
can be downloaded from the new EPOwebsite:
https://patentepi.org/r/epo-legal-division

At the button of the options for professional represent-
atives you will find a link to consult your details in the
searchable database of professional representatives. As
from 1 November 2023, professional representatives can
use the representative area in MyEPO Portfolio to request
changes to their entry on the list and to manage their tele-
communication details, including the publication of these
details in the searchable database on the EPO website as
a self-service. Deletion from the list of professional repre-
sentatives can then also be requested via the Representa-
tive area. For more information about the Representative
area, you may consult the announcement in the Septem-
ber edition of epi information. Additionally, the EPO will
be publishing a feature guide and dedicated FAQs to pro-
vide further details.

Further information and forms relating to the list of profes-
sional representatives can be found on the EPO website and
in the FAQ section of the epi website
(https://patentepi.org/en/faq).
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IP

LLOYDS
Intellectual property

Professional Liability Insurance for epi Members
Why?

European patent attorneys handle National, European and Foreign patent applications and
patents. Those patent applications and patents may have a high commercial value and the
loss of those patents might cause their proprietor serious damages for which the patent
attorney might be liable. In particular for those working in private practice it is thus highly
recommend to have a professional liability insurance.

At epi we realized that it was not always easy, and in particular not cheap, for our
members to subscribe an appropriate professional liability insurance, so we decided
to help our members in offering them a product tailormade for them.

What?

In line with the epi Council decisions, epi negotiated and agreed a framework contract
for a professional liability insurance setting out general principles and conditions
applicable in all 39 EPC Contracting States. The framework contract was signed with RMS,
a Coverholder at Lloyd's, and placed by certain Underwriters at Lloyd’s of London.

Any epi member offering services to external clients can benefit from this insurance.
The insurance premium to be paid is calculated on the basis of the turnover of the insured
epi member and depending on the insurance coverage selected.

Which are the advantages for epi members?

® An insurance coverage selectable between 500 000€ and 5 000 000€ as maximum
payable for claims and in the annual aggregate (if several persons are insured, the sum
insured does not apply to each individual insured person but to all insured persons
together.)

® Covers the work done by the support staff of the patent attorney

® Covers the work of the patent attorney before the EPO and the national offices
in Europe before which the epi member is entitled to act

® Additional coverage for trademarks and design work can be obtained with
the payment of an additional premium

® Additional coverage for acting as a recorded representative in litigation before the Uni-
fied Patent Court can be obtained with the payment of an additional premium

® Competitive conditions and premiums

® Possibility to have a retroactive coverage

® Knowledge of the profession on the side of the insurance company

More information needed?

Please have a look at the epi website https://patentepi.org/r/iprisk where you can
also find a questionnaire which you can fil in to obtain a price offer.

For further information you can also send an email to insurance@patentepi.org

He
Under Framework Agreement with ePI
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